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ACTION AND INACTION — A HOUSE COUNSEL 
LOOKS AT TRADEMARK PROTECTION* 


By George R. Clark** 


I. The Problem 


Actually I am not an alarmist, although many of my follow- 
ing remarks might very possibly give that impression. Somehow, 
however, I want to emphasize that a sound trademark policy 
demands both action and inaction. The trouble—or the task— 
exists primarily in separating the two. Too many of us make 
the serious mistake of taking action when, as a matter of fact, 
we should recognize that the situation cries for inaction. The 
converse is equally true. 

My fellow symposiumists will be speaking to you of matters 
relating generally to trademark practice, both before the courts 
and the Patent Office. Their suggestions will deal with specific 
problems such as confront all of us in our daily practice. I in- 
tend to be much more general in my approach. If I sound unduly 
critical please keep in mind that the criticisms are, for the most 
part, the fruits of personal self-inflicted experience. Please with- 
hold judgment on my observations until you have had an oppor- 
tunity to examine your own conscience, as it were, with respect 
to them. 

Let us first spend a few minutes on definitions. “Action” is a 
word we all know and feel familiar with. Webster, for our pur- 
poses, defines it as “the doing of something”. “Inaction”, how- 
ever, is more troublesome, both from the standpoint of definition 
and practice. The dictionary spells it out first as “lack of action 
or activity”. But, unfortunately, many of us seem to think of 
inaction only in terms of “idleness”, “inertness” or “forbearance 
from labor”. There is a definite place in trademark practice for 
inaction in the sense of lack of action. I doubt, however, if a case 
can be made out for idleness, inertness or forbearance from 





* Reprinted by permission from “Reprints of Papers Presented at the Trademarks 
in Action Conference,” Copyright 1957 by The John Marshall Law School, Chicago, IIl. 
** Member of the Illinois Bar; Patent Counsel, Sunbeam Corporation, Chicago. 
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labor. Action and inaction—these two concepts must be skilfully 
blended into a sound, practical pattern of behavior. In the oft- 
quoted language of Mr. Justice Holmes, our behavior in trademark 
situations, 


“.. deals with a delicate matter that may be of great value, 
but that easily is destroyed, and therefore should be protected 
with corresponding care.” ’ 


I will not spend much time talking about “the law” or comparing 
cases or citing authorities, but will leave that task to my fellow 
symposiumists. I would rather talk about the practical approach 
to the general problem. My suggestions are not of the type gen- 
erally to be found in or dissected from reported decisions. They 
deal, instead, with doing things to keep out of trouble—or, as 
the case may be, with refraining from doing things which might 
get you in trouble. 


II. Know the Law 


The subject of citing authorities, however, is not a bad place 
to start our detailed discussion of action and inaction. In this 
particular instance the two seem to be closely tied together. 
Action is usually called for but many of us substitute imaction 
instead. Only we fool ourselves into believing that, rather than 
being guilty of inaction of the idleness or inertness variety, we 
have a prodigious memory and know the law. How many of us, 
for example, have the habit of thinking of certain well-known 
cases as standing for or establishing a certain point? When, in 
writing a brief, we want authority for this particular point what 
do we do? Do we take ourselves into the library and make a 
careful law search? No! We “know the law” on that point. This 
approach is more than absurd. It is the epitome of inaction at 
its all too frequent worst. I ask you to give my observations 
sober thought the next time you feel yourself in an “I know the 
law” frame of mind. Remember, also, that there is another aspect 
to this difficulty. In addition to the “know the law” gremlin there 
is his bosom companion “know the case”. Once you pigeon-hole 
a particular case in your mind as standing for a certain point, 
the odds are heavy that everything else in that case is lost to 
you. Why? Because, should you break through the inaction 
barrier and make a new law search (instead of simply dissecting 


1. Bourjois § Co. v. Katzel, 260 U.S. 689, 43 8. Ct. 244, 13 TMR 69 (1923). 
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from the brief you filed three months ago in another case involv- 
ing a somewhat similar point) you will find yourself skipping 
over “Jones v. Smith” because you know that case. Haven’t you 
cited it time and time again? What could possibly be gained by, 
of all things, reading it again? 

As an excellent illustration, I would like to call your attention 
to Independent Nail & Packing Co. v. Stronghold Screw Products? 
decided in 1953 by the Court of Appeals for the Seventh Circuit. 
The plaintiff had used stroneHoLD in connection with nails since 
1934. The defendant began the use of stRONGHOLD on screw prod- 
ucts in 1938 and in 1946 changed its name from “Manufacturers 
Screw Products” to “Stronghold Screw Products.” Plaintiff noti- 
fied defendant of infringement late in 1946 and brought suit in mid- 
1948. The trial court, among other things, found stronGHoLp to 
be descriptive of plaintiff’s goods and not to have acquired sec- 
ondary meaning.* The Court of Appeals reversed the decision of 
the trial Court and found stronGHOLD to be a valid mark saying: 


‘“Of course no one has a right to pre-empt a word which has 
been commonly used to designate and identify the product to 
which it is applied. However, a trademark may consist of a 
word or words suggestive of the character of the goods or the 
properties which the owner of the mark wishes the public to 
attribute to them...” * 


As you can see, this decision is easily remembered as the strone- 
HOLD case—the one that has very quotable language about sug- 
gestive words being good trademarks. Several years after reading 
the decision, the facts are gone from your mind, but the strone- 
HOLD case always triggers a response re suggestive marks. As a 
matter of fact, you probably do not even have to remember the 
title of the case to use it again, because all you do is pull out the 
last brief in which you cited it and you are all set. But, just for 
a change, let’s pull down 205 F.2d from the dusty shelf and give it 
close scrutiny. We find the srronGHOLD case to be very interesting. 
True, it does contain an excellent discussion with respect to 
trademarks of a suggestive nature. More important, however, is 
that it is a virtual gold mine on many other aspects to trademark 
law. Here are several other important, useful, usable quotes 
from the decision: 


2. 205 F. 2d 921, 44 TMR 46 (C.A. 7, 1953). 
3. 107 F. Supp. 969, 43 TMR 182 (D.C., E.D. Ill. 1952). 
4, 205 F. 2d 921, 925, 44 TMR 46, 50. 
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“It is well established that in order to constitute infringement 
it is not necessary to copy an entire mark.” ® 


“A side by side comparison is not the test for determining con- 
fusing similarity of trademarks.” ° 


“Defendant adopted its logotype emphasizing the word strone- 
HOLD with full knowledge of plaintiff’s registered trademark 
which featured the same word. It did so at its peril.” ® 


“Tt is not necessary to show actual cases of confusion since the 
test under the statute is likelihood of such confusion.” ° 


“We think that the test (of the existence of unfair competition) 
under the Illinois law is whether the adoption and use of a 
name by defendant is likely to cause confusion in the trade as 
to the source of products, or is likely to lead the public to 
believe that the defendant is in some way connected with the 
plaintiff ...”7 


“.. in Illinois palming off is no longer necessary to sustain a 
cause of action for unfair competition.” ’ 

“Mere delay in bringing suit ordinarily does not affect the 
right to an injunction against further use of an infringing 
trademark.” * 

“Tf damage is suffered by the defendant corporation by being 
compelled now to change its name and cease its infringement 
on the plaintiff’s name, the loss arises out of the defendant’s 
own folly in deliberately incorporating under a name already 
in use.” * 


Add to these quotations the excellent fact discussions by Judge 
Duffy of the use of confusion mail as evidence and of the defen- 
dant’s progressive encroachment and you have a decision worth 
reviewing any time you have a trademark case in our circuit. 
(And do not try and tell me that you could pick up these points 
simply by checking the syllabi in the various available digests. 
The best way to convince yourself of their comparative worthless- 
ness is to check the headnotes somebody writes for one of your 
eases. You will be amazed at what the case stands for.) 

Another Seventh Circuit case loaded with valuable material 
is Keller Products v. Rubber Linings Corp.,’ the TuB KOvE case, 
decided by Judge Duffy in 1954. 


. 205 F. 2d 921, 924, 44 TMR 46, 49. 
. 205 F. 2d 921, 925, 44 TMR 46, 49. 

’ 205 F. 2d 921, 926, 44 TMR 46, 52. 

. 205 F. 2d 921, 927, 44 TMR 46, 53. 

. 213 F. 2d 382, 44 TMR 1095 (C.A. 7, 1954). 
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Before we leave this subject, let us not forget always to 
check the case-in-point to see what fate it met at the hands of an 
appellate tribunal. Believe it or not, people still get caught in this 
particular bit of inaction every day. At the American Bar Asso- 
ciation meeting in Dallas last summer, one side in the moot court 
infringement case leaned heavily on the decision of the Patent 
Office Examiner-in-Chief in Sunbeam Corporation v. Kitchen-Quip, 
Inc.*° which refused registration to saLADMASTER for food shredders 
and slicers in view of opposer’s registration of mrxmasTER for sub- 
stantially the same goods. Somebody—in fact apparently both 
sides—forgot to check the eventual outcome of the case wherein 
the Court of Customs and Patent Appeals first sustained the Pat- 
ent Office then reversed itself on rehearing.“ This judicial about- 
face took place in mid-1955—more than one year prior to the 
Dallas meeting. 

Don’t be afraid to make a new law search or write a “fresh” 
brief. The results might amaze you. Don’t rely on memory as it 
is a poor substitute for positive action taken at the right time. 
One more suggestion somewhat in the nature of a memory substi- 
tute—as you read the advance sheets and run across something 
that fits in with a pending case of yours, make a note and place it 
in the appropriate file. This is especially valuable in matters in 
the Patent Office where any number of relevant decisions might 
come down and yet never appear in a digest as of the time you’re 
ready to write your brief. This is particularly true in times such 
as these when the decisions frequently interpret the new Rules of 
Practice. If you are of the opinion that you can figure out Rules 
2.106 and 2.120 without the benefit of the rulings of the Assistant 
Commissioner then I feel sorry for you. It is difficult enough even 
when you keep abreast of the latest decisions. 

We should not leave “know the law” without a further word 
on the absolute necessity of keeping informed as to what is going 
on, decisionwise, in the Patent Office and in the courts. You are 
falling down on the job miserably if you think you can rectify 
this hiatus in the carrying of your responsibility by making a 
feverish law search after you are in trouble. Keep up with the 
law. It does not take very much time to read USPQ every week. 
Make it an inflexible rule to do so. It is probably the best preven- 
tive medicine available in a field which sees much of its effort 


10. 95 USPQ 343, 43 TMR 121 (Com’r of Patents, 1952). 
11. Kitchen-Quip Inc. v. Sunbeam Corporation, 105 USPQ 430, 45 TMR 1108 
(C.C.P.A., 1955). 








1426 THE TRADEMARK REPORTER Vol. 47 T.M.R. 


expended in trying to heal sick things. Join the United States 
Trademark Association and become familiar with its excellent 
publication “The Trademark Reporter”. You cannot profit from 
the mistakes of others if you do not even realize that such mistakes 
have been made. 


III. Know the Rules 


A word is also in order on “know the rules”. Here again, the 
advisability of checking carefully cannot be overstressed. This is 
especially true with respect to litigation and contested proceedings 
in the Patent Office. True, the Federal Rules of Civil Procedure 
and the Rules of Practice in Trademark Cases are far from 
perfect, but they are the rules by which we must play the game. 
If you are not familiar with them then, by all means, become so 
and thereby save the time and money of yourself, the tribunal, 
your client and, last but not least, opposing counsel. (Remember 
that you, too, are opposing counsel—it all being dependent on the 
point of view in given case.) I would admonish you to play fair. 
For example, do not waste everybody’s time by filing answers 
in opposition cases which you know are loaded with objectionable 
material. All this leads to, in the usual case, is a useless waste of 
time by counsel and the Examiner of Interferences. 

The rules, to a certain extent, are helpful. Whether you agree 
with it or not, Rule 2.106(b) prescribes just what you can put in 
an answer. I cannot leave this particular rule without digressing 
a minute to commend it to your study. For years there was no 
question but that the validity of an opposer’s trademark could not 
be challenged in an opposition proceeding.** New Rule 2.106(b), 
however, is being interpreted as specifically authorizing such an 
attack. The rule states: 


“An answer may contain any affirmative defense, including a 
request for affirmative relief by way of cancellation of a regis- 
tration pleaded in a notice of opposition, but no defense at- 
tacking the validity of such registration may be otherwise 
raised in the proceeding.” 


Note, if you will, the contradiction in terms—“any affirmative 
defense, including a request for affirmative relief”. An affirmative 
defense, however, is one which must be pleaded and proved in 


12. Lactona, Incorporated v. Lever Brothers Co., 63 USPQ 62, 34 TMR 331 
(C.C.P.A., 1944). 
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order to avoid a claim. One does not seek affirmative relief by way 
of an affirmative defense but by way of a counterclaim. The 
following definition of “affirmative defense” is found in Ballen- 
tine’s Law Dictionary: 


“A defense which amounts to something more than a mere 
denial of the plaintiff’s allegations; a defense which sets up 
new matter not embraced within the ordinary scope of a 
denial of the material averments of the complaint. Among 
such defenses are estoppel, contributory negligence, assump- 
tion of risk, fraud when set up as a matter in avoidance, 
mistake, alteration of contract, excuse for nonperformance of 
a covenant, act of God, the statute of limitations, title by 
prescription, and justification of an alleged tort.” 


The same authority defines “counterclaim” as follows: 


“A code term unknown to the common law, closely correspond- 
ing to the cross bill of the old chancery practice, a cause of 
action existing in a claim which, if established, will defeat 
or in some way qualify a judgment to which the plaintiff is 
otherwise entitled.” 


In effect, the new rule purports to include a counterclaim within 
the definition of an affirmative defense. It is basic, however, that 
a counterclaim must state a cause of action. The recent decision 
of the Assistant Commissioner in Swift é Co. v. B. A. Railton Co.¥ 
indicates that this substantive and procedural nicety can be cir- 
cumvented simply by allowing the counterclaim to masquerade 
as an affirmative defense, so that no independent cause of action 
need be stated. This should raise some very intriguing questions 
in the near future.*** 

In any event, don’t keep practicing under the old rules. And, 
by all means do not try making up your own, no matter how 
convenient such a procedure might be. Several examples of this 
latter technique have come to my attention recently. An associate 
of mine served interrogatories in an opposition, only to have 
opposing counsel mail them back unanswered with the cryptic 
comment that “the opposer’s testimony period has not even opened 


13. Swift § Co. v. B. A. Railton Co., 110 USPQ 239, 46 TMR 1272 (Com’r of 
Patents, 1956). 

13a. Some of these questions have just recently been answered by Assistant Com- 
missioner Leeds in Herold Products Company, Inc. v. Chicago Flexible Shaft Company 
(Sunbeam Corporation, assignee, substituted), 114 USPQ 494 (Com’r of Patents, 1957). 
For an excellent analysis of Rule 2.106(b) note the language at page 496 of the decision 
in particular. 
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yet.” The other example relates to a lengthy set of interrogatories 
just served on me “under the provisions of Rule 33 of the Federal 
Rules of Civil Procedure.” 

It is not necessary to memorize the rules. I, personally, make 
no attempt to do so. I would much rather pull out my dog-eared 
copy of the rules and approach the problem of a motion to strike 
or to dismiss with a fresh outlook. Take Rule 12 of the Federal 
Rules, for example—what a remarkable tool it is. Know it, study 
it, and use it to reduce tangled confused pleadings to clear cut 
issues. 

As I have indicated, unfamiliarity with the rules of your own 
business can cause you more than mere embarrassment. Take 
Trademark Rule 2.120 on discovery procedure. It has been on the 
books for well over a year but many practitioners apparently 
have never read it. Many of us have been able to take discovery 
as if we were allowed the scope of Federal Rule 26(b) under 
which, as you know, “the deponent may be examined regarding 
any matter ... which is relevant to the subject matter involved 
in the pleading, whether it relates to the claim or defense of the 
examining party or to the claim or defense of any other party” 
and where “it is not ground for objection that the testimony will 
be inadmissible at the trial if the testimony sought appears reason- 
ably calculated to lead to the discovery of admissible evidence.” 
But compare the broad scope of Federal Rule 26(b) with the 
limitations and restrictions encompassed in Trademark Rule 2.120. 
And, if you still are not convinced that a difference exists, read 
Mrs. Leeds’s opinion in the Heli-Coil case** which practically 
emasculates discovery procedure in trademark cases. Yet counsel 
who are not familiar with Rule 2.120 and the manner in which 
it is being interpreted will give you free reign in taking dis- 
covery. You might ask what good is it to be allowed such latitude 
in your examination if the rule expressly forbids it. The answer 
is simple. Many times you do not particularly care whether or 
not the testimony you elicit on discovery is admissible. You want 
it to help you plan your case or to get information which might 
enable you to take some further action against your adversary. 

In summary on this point, know your rules and use them 
cautiously but skillfully. If you don’t, you will certainly regret it. 


14. Heli-Coil Corp. v. Sonnet Tool § Mfg. Co., 108 USPQ 283, 46 TMR 486 (Com’r 
of Patents, 1956). 
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IV. Know the Problem 


I have spoken of knowing the law, knowing the case and 
knowing the rules. Perhaps even more important is “knowing 
the problem,” which includes knowing the facts which give rise 
to the problem and knowing when and how to recognize a prob- 
lem when it does arise. In a corporation, the action you can 
take in the protection of your trademark rights is often measured 
by the information made available to you. It is imperative that 
you establish channels of communication designed quickly to 
get and pass on information as to just what is going on in the 
field with respect to your trademarks. There are many ways 
of going about this. If your company has salesmen in the field, 
indoctrinate them as much as you can on the necessity of your 
knowing if anyone else is using a mark similar to yours. Bulletins 
sometimes help, as do brief comments to the men in conjunction 
with regular sales meetings. Do not get them all bothered about 
“likelihood of confusion” or “confusing similarity”—just tell them 
to drop you a line or give you a call if they see a name like 
one of your marks. They will probably send in many that you 
would not have given a second thought to—but take the good 
with the bad and be thankful for what you get. A thank you 
note to the salesman is also in order. Basically he feels that 
it’s all a waste of time, but if you show him that you really appre- 
ciate his cooperation he can become an interested and valuable 
listening post. 

Of course, regional sales offices and the personnel of sub- 
sidiaries can always help out. Here again, however, the problem 
is one of getting cooperation. Don’t give them too much to do— 
just ask them to keep you posted on names and marks they 
run into. 


Much of the responsibility, naturally, rests squarely on your 
own shoulders. Knowing the facts entails constant personal vigi- 
lance. Avail yourself of the service which reports on pending 
applications. Check the marks published for opposition in the 
“Official Gazette.” Subscribe to and check the extremely valuable 
trade publications pertinent to your activities. In my own field, 
I have reference to publications such as “Retailing Daily,” “Elec- 
trical Merchandising,” “Hardware Retailer” and the “Appliance 
Manufacturer,” to name just a few. Take advantage of trade 
shows, where you are likely to find on display the wares of a 
goodly number of your competitors, both big and small. Typical 
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of these is the National Housewares Show held in Chicago each 
January and in Atlantic City each July. As you travel about 
in the normal conduct of your affairs, make liberal use of the 
trademark detective courteously furnished you right in your hotel 
room. Naturally, I have reference to the telephone directory, 
not the Bible. Make it a practice to scan both the alphabetical 
listing and the classified section. It only takes a few minutes 
and this particular bit of action might save you considerable 
trouble in the future. I have usually found that one can com- 
pletely check both sections of the directory after the inevitable 
report by the telephone operator for the air line that “Reserva- 
tions are busy, will you wait?” 


V. Know the Danger 


We have now reached what is perhaps the most crucial stage 
in this business of protecting our trademarks. Suppose, in the 
exercise of our vigilance, our attention is called to an adverse 
use. I respectfully submit that it is not enough to know the law, 
the rules and the problem. Before deciding whether our course 
should be one of action or one of inaction, we must also know— 
and appreciate—the dangers inherent in doing something or in 
doing nothing. For example, suppose you come across a mark 
in the “Official Gazette” which looks close to one of your own. 
Should an opposition be filed? I would like to suggest—and 
seriously—a somewhat different approach to the answering of 
this oft-repeated and perplexing question. My personal expe- 
rience indicates to me that most of us first pose a more basic 
question, namely—“If I oppose, will I lose?” We then re-examine 
the marks, the goods and, on rare occasions, even the law. Usually 
we forego the latter appraisal, adopting the shop-worn rationale 
of the C.C.P.A. that: 


“Prior decisions are of little value in an opposition proceeding 
because each case must rest upon its own distinctive facts.” * 


Basically, our main concern is with losing. If we can convince 
ourselves that we should prevail before the Examiner of Inter- 
ferences, then off goes the notice of opposition. 

I submit that this method of analysis is both shortsighted and 
dangerous. It truly puts the cart before the horse. The real 


15. Kitchen-Quip, Inc. v. Sunbeam Corp., 105 USPQ 430, 432, 45 TMR 1108, 1110 
(C.C.P.A., 1955). 
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question one should ask before filing an opposition (or an in- 
fringement action) is “What if I win?” Believe me, “What if 
I lose?” and “What if I win?” are not simply alternate paths 
to the same destination. They are much more than that. Refer- 
ring now specifically to Patent Office proceedings and particularly 
in view of new Rule 2.106(b), filing an opposition is like taking 
your new car on a trip to another state over a Labor Day week 
end. Which is more important in the long run—your investment 
in your life and car, or seeing Uncle Julius over in Pennsylvania? 
After observing the tragic death rate on our highways over long 
holiday week ends, it would seem that common sense would dic- 
tate leaving the car in the garage rather than needlessly risking 
life and property. I suggest that the decision as to whether or 
not to oppose is quite analogous. Why place your valuable trade- 
mark in jeopardy, unless it is absolutely necessary? 

Let us tie this up with my “What if I win?” query. If you 
lose before the Examiner of Interferences, that isn’t really so 
bad, is it? You have a second chance to sit back and analyze 
the situation. You now know a good deal more about the mark 
of the applicant and how he uses it. You are probably in a much 
better position to decide whether registration and use of the 
mark would actually cause you damage. If you decide not to 
appeal, no real harm has been done. There will be no published 
decision to haunt you. From a practical standpoint, things are 
not much worse—except as to your rights with respect to those 
of the applicant—than they would have been if the application 
had been rejected ex parte on your mark and the applicant had 
finally convinced the Examiner of Trademarks to withdraw the 
rejection. 

But, and now we really get to the point, suppose you win 
before the Examiner of Interferences. Now it is too late to decide 
that the trip to see Uncle Julius wasn’t really necessary. You 
have won, all right, and now you had better pray that the appli- 
cant does not appeal. If he does, then you are in trouble. You 
convinced the Examiner of Interferences, but now your linen 
is going to be rewashed and hung out in the front yard by the 
Assistant Commissioner. Frequently she fails to rubber stamp 
the decisions of the lower tribunals of the Patent Office. I have 
already discussed how Rule 2.106(b) now leaves you vulnerable 
to a petition for cancellation every time you file an opposition 
based on a registered mark without the applicant even being 
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required to state a cause of action. Another reason why your own 
registration is in jeopardy is found in Section 18 of the Act of 
1946 which reads: 


“Tn such proceedings, the Commissioner may refuse to register 
the opposed mark, may cancel or restrict the registration of a 
registered mark, or may refuse to register any or all of sev- 
eral interfering marks, or may register the mark or marks 
for the person or persons entitled thereto, as the rights of the 
parties hereunder may be established in the proceedings.” 


This time, if you lose, everyone knows about it. While you are 
still trying to figure out how you lost, USPQ is spreading the new 
gospel concerning your trademark to every nook and cranny in the 
land. 

All of this, however, does not mean that you should refuse to 
go and see Uncle Julius if he really needs your help. But evaluate 
the problem honestly and carefully. If it is action rather than in- 
action that is required, then by all means, go to it. Here again a 
suggestion based on experience several times over. If you are 
going to take action—do it right or don’t do it at all. True, your 
trademark rights can be invaded and diluted if you stand by when 
you should act. Try, however, to make sure that you are willing 
carefully to go through each necessary step once you throw that 
mark of yours into jeopardy. 

Let us return briefly to our opposition situation. Surely you 
will immediately order the file history. The specimen or facsimile 
filed by the applicant might be a valuable clue as to on just what 
goods he uses the mark in a situation where the brief statement in 
the “Official Gazette” leaves you in doubt. You might want to 
pattern your own specimen after that of the applicant if you have 
a choice of usages from which to choose. Where the applicant’s 
date of first use is relatively recent, the notice of opposition fre- 
quently can be slanted toward encouraging him to let you take 
judgment by default. The proper specimen can play an important 
role in such a case in that it might indicate to the applicant the 
close relationship that exists between his goods and your own. 
Next, I recommend getting a standard commercial report on the 
applicant—even if you think you know all about him. Knowing 
his full line of products can be very helpful in drafting the notice 
of opposition. Knowledge as to whether the applicant is an active 
business or an individual operating from his basement can be 
gleaned from such reports and such information is very important 
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in planning your over-all strategy. This strategy, by the way, 
should be planned before the opposition is filed. Don’t wait until 
your testimony period has almost run to start checking to de- 
termine whether you can support the allegations in your notice 
of opposition so as to make out a prima facie case. 

No one can tell you—in advance, that is—whether a particular 
mark should be opposed. Watch the trend of decisions from the 
C.C.P.A. and the Patent Office. Perhaps, if you’re extremely for- 
tunate, you will find the answer in a recently decided case. More 
likely, however, you will have to decide for yourself. I am a great 
believer in relying on first impression in these matters. I trust 
my first impression and am always exceedingly wary of opposing 
a mark when I have to argue with myself for several days or weeks 
before reaching a conclusion that confusion is likely. I will admit 
that my doctrine of “first impression” is at best only a rule of 
thumb but, as such, it has an amazing batting average. I constantly 
try to develop an ability to decide whether marks are confusingly 
similar and I check my conclusions against those of the Patent 
Office and C.C.P.A. I do this by never deviating from a policy of 
refusing to read headnotes in trademark cases. I deliberately start 
in with the opinion as written and try to “decide” the case as soon 
as I am aware of the marks and the goods in issue. Although I 
am getting better at “guessing” the outcome of such cases, I am 
not sure whether this is good or bad, and by that I do mean to 
imply that there is a certain degree of danger in letting your 
faculties become so regimented that you pat yourself on the back 
just because you reached the same conclusion as was reached by 
the Commissioner or the court. This danger is doubly present 
when you take into consideration that the decision you agreed with 
was probably wrong or is due to be reversed anyway! 

Once your opposition is filed, give it the care and attention it 
deserves, always keeping in mind that your mark is also at stake. 
No doubt, all of you have been subjected to answers, motions and 
the like which do not conform to the rules, are merely dilatory or 
which simply go off on rare tangents. I suggest that in self-defense 
you do more than just file a routine motion to strike or to dismiss. 
Take some time on these motion matters. Give the Examiner of 
Interferences some sound and pertinent law to hang his hat on 
and, more times than not, you will find that he will go along with 
you. This is especially true as to a motion to strike directed toward 
an improper pleading in an answer. At the same time, it is admit- 
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tedly advisable to keep the opposition from going off on a tangent 
and bouncing around for months on procedural matters. 

As I mentioned previously, keep a close watch on Patent Office 
decisions so that you will have a good idea as to how best to prove 
likelihood of confusion. The Assistant Commissioner frequently 
takes great care to spell out what should have been done in a par- 
ticular case. Whether you agree with her or not is of no impor- 
tance. So long as she is deciding these matters, it is only common 
sense to follow her suggestions as to proving up a case. 


VI. Proceed with Caution 


Let us now switch back to the general problem of someone 
using your mark—where no registration problem is involved. 
You now have to decide whether or not an infringement exists. 
The same general technique discussed with respect to oppositions 
is still applicable. But a word of caution as to adopting a “double 
standard.” Too many trademark practitioners seem to have an 
overly flexible approach on the subject of what constitutes infringe- 
ment. They can find that a particular mark either infringes or 
does not infringe basing their decision on whether their own use 
is prior or subsequent to that in question. Believe me, that is just 
not sound logic. If a study of the situation discloses that, in fact, 
you are the infringer, don’t play ostrich and deceive yourself into 
believing that, after all, the other mark really does not infringe. 
All you are doing is asking for trouble. I have seen the “double 
standard” test of infringement employed where the marks were 
identical but the goods somewhat different and vice versa. How 
basically stupid it is to take the position that you would go after 
X for infringement if it were not for the fact that he has been 
using the mark longer than you have. If you have a situation like 
that on your hands, then you had better stop ignoring it. 

But let us consider what should be done concerning a mark 
that comes to your attention as a possible infringement. I would 
strongly recommend proceeding with caution, feeling out every 
step of the way. This is no time for “bull in the china shop” tactics. 
Yet how many have hurriedly dashed off a charge of infringe- 
ment without a proper cooling-off period. I realize the term “cool- 
ing off” has been used most frequently in relation to divorce mat- 
ters but it is apt for this discussion, especially since the “charge 
in haste—repent at leisure” nature of an ill-advised notice of in- 
fringement can lead to your being divorced of your trademark 
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rights. Much preliminary work should be done before that letter 
is dispatched. Even when you are convinced that the time to send 
it out has arrived, try writing it one day and then putting it aside 
until the next. You will be surprised at the number of changes 
you will want to make before dropping it in the mail, especially 
if you dictated it while swelling with “righteous indignation” di- 
rected toward the base infringer. 

Two recent experiences of mine serve well to illustrate this 
point of investigating fully before you hurl that first stone. About 
a year ago, I received one of those brimming-over-with-wrath type 
letters charging that our use of DRILLMASTER on electric drills was 
a flagrant infringement of a certain company’s trademark. In a 
very unfriendly tone, the writer demanded that we cease and desist 
and, naturally, render promptly a statement of our profits in con- 
nection with the sale of such drills along with a certified check 
for that amount. The infringement, by the way, was said to relate 
to a certain pending trademark application, identified in the letter 
by serial number. Now I make it a practice to be reasonably famil- 
iar with all third party usages of marks bearing a degree of sim- 
ilarity to our own. I knew what the attorney was talking about 
but, amazing as it might seem, he did not! Some two years before, 
his client had registered as a trademark a device, which inci- 
dentally included the word pritimaster, for entirely unrelated 
goods, namely compressed air systems consisting of compressors, 
valves, pipes and connectors. This the attorney had apparently 
forgotten. He also neglected to have a trademark search made. 
The results of such a search would have proved very interesting 
to him as presumably it would have turned up our 1939 registration 
of the mark, whereas his client’s date of first use was as recent as 
August 1, 1949. 

Let us see what his letter did accomplish. At the time his 
client’s mark was published, we decided not to oppose because, 
frankly, we doubted whether there was likelihood of confusion. 
Even if it might exist, we were at a loss as to how it could be 
proved. Our letter-writing friend, however, just about stipulated 
that the concurrent use of the marks on the respective goods of 
the parties is likely to cause confusion. After all, he charged us 
with infringement and Section 32 of the Act of 1946 defines in- 
fringement as use “likely to cause confusion or mistake or to de- 
ceive purchasers as to the source of origin of such goods.” Are 
we not now armed with a new found weapon upon which to base 
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a petition for cancellation or bring an infringement action our- 
selves? Just the bare minimum of checking would have revealed 
the danger of writing such a letter and thereby needlessly placing 
a trademark in jeopardy. 

Perhaps I can further illustrate my point with another ex- 
ample without getting too specific as to parties involved. The 
attorney for a certain company wrote us a cease and desist letter 
pointing out that our use of sET IT AND FORGET IT in connection with 
automatic coffee makers had been “‘called to his attention” and that 
such use was an infringement of his client’s trademark use of the 
same phrase in connection with its goods. But the letter did not 
stop there. It went on to point out that the client had adopted the 
mark a year previously and that a trademark application was 
pending. But there was still more. He spelled out carefully why 
he thought our use constituted infringement—even though the 
goods were quite different. He had more reasons as to why con- 
fusion was likely than I had ever heard of before. Frankly, if he 
had not written this letter and the mark in question had appeared 
in the “Official Gazette,” I probably would not have even con- 
sidered opposing it because of the apparent differences in the 
goods. Be that as it may, however, he did write the letter and 
thereby lost a trademark. I imagine he was somewhat taken back 
when I informed him that we had been using the mark since 1937. 
This fact he could have discovered with a minimum of research in 
national magazine advertising. His client abandoned the pending 
application and stopped using the mark, 

As a practical matter, this illustrates a problem we all have 
in varying degrees in our dealings with clients in trademark mat- 
ters. That problem is “getting the whole story” from them. You 
cannot be expected to know the complete history of the use of all 
of your client’s trademarks or those of its competitors. Do not, 
however, rely solely on the information you get from the adver- 
tising and sales departments. These are informed and well-mean- 
ing people to be sure, but their approach to the problem is vastly 
different from what yours must be. Welcome what they pass on 
to you, but sift it carefully and investigate on your own. Of 
course, it is more expensive to proceed in this fashion—but those 
trademarks you are protecting are valuable and merit dutiful 
care and devotion. 
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VII. Working with Outside Counsel 


Let us now move to the next step. The checking is over and 
the letter is ready to go out. Please, do not send it unless you 
mean to follow through with positive action if the infringer does 
not accede to your request to stop using the mark. If you send 
the letter and it is ignored, then you had better be ready to take 
action or forever hold your peace. Speaking now directly to house 
counsel, if it is your practice to work with outside counsel in trade- 
mark litigation matters, the time thoroughly to discuss the prob- 
lem with them is before you send the letter, not after. We house 
counsel sometimes live too close to our own family of marks and, 
therefore, too readily take offense at any intrusion into our 
family’s life or any slur cast at its name, however slight. In 
short, our perspective is dimmed by devotion or protective pride. 
Competent outside counsel might develop a liking for your family 
but they are still free to play the field and thus do not get so in- 
volved with your family problems that they cannot penetrate the 
penumbra of pride and ownership with cold fact and logic. Review 
your conclusions with them before taking action or before deciding 
on a policy of studied inaction. In trademark matters, two en- 
lightened heads are eminently better than one, particularly if the 
eyes in each head focus on the problem from a different viewpoint 
and see it in a different light. 

Let me again digress for a moment, however, to point out my 
belief that the person who has final responsibility in trademark 
matters had better know the problems involved in trademark liti- 
gation and know them first hand. It is nothing less than asinine to 
talk glibly about proving likelihood of confusion if you have no 
idea as to how it is done. I feel that the only way you can learn, 
in trade identity cases, is by doing. Do not tell someone to go 
out and bring in ten confusion witnesses, for example, unless you 
know from personal experience what it’s all about and what you 
are talking about. The real honest-to-goodness confusion witness 
is no accident. He is a devil to locate, extremely reluctant to tes- 
tify and easily damaged in transit unless you know what he is 
going to face when he sits in the witness chair and how to prepare 
him for the ordeal. I cannot over-emphasize the necessity for per- 
sonal, practical experience in trademark matters if you are ever 
going to be able to do more than make mere “guesses” as to whether 
or not you should take action in a particular situation. You can 
know every case in the books by rote but still be lost in the woods 








1438 THE TRADEMARK REPORTER Vol. 47 T. M.R. 


so far as directing or planning litigation if you do not know the 
how and why of and the problems involved in producing real things 
and real people to tell to the court the fascinating story of en- 
eroachment upon intangible property rights. 

Plan your strategy but allow flexibility. Do not forget—and 
this is important where you have a number of marks or use a mark 
on a number of different goods—do not forget to keep the whole 
broad picture in mind at all times. It is often very easy to allow 
yourself to be lulled into a certain course of action in one piece of 
litigation only to wake up and find your own words being used 
against you in another case so as to limit your rights. In Patent 
Office practice, we often speak of this phenomenon as “‘file wrapper 
estoppel.” It is also an ever present threat in trademark litigation. 
This is especially true when you, as a trademark proprietor of 
some standing, find yourself in the unfamiliar role of defendant. 
The arguments you would like to make to win the case might 
literally circumscribe your whole broad trademark program if the 
judge should adopt and use them in his opinion holding for you 
in the particular case. Suppose, for example, your mark is one 
of those which has sometimes been referred to as a “weak mark” 
but, through proper trademark management, it has acquired a 
dominant position as a secondary meaning mark. Now, if some- 
one should bring an infringement action against you, observe 
how easy it would be to succumb to temptation and argue that the 
plaintiff’s mark, being a “weak mark” should be given a very lim- 
ited scope. This argument could easily win the case (although 
it never should). But where does it leave you? Have you not 
forever branded your own mark as weak and undeserving of any- 
thing more than limited protection? 

A concerted, organized plan is needed. Guard against piece- 
meal handling of contested matters. More often than not, it is 
more important to stick to the same basic philosophy, win or lose, 
than it is to win a case that can thereafter be used against you. 
This is but another example of the jeopardy into which you cast 
your trademark when you are moved to action. It is because of 
these dangers that I think contested matters should be consistently 
handled by the same personnel. Do not jump around from one 
outside counsel to another. Pick a competent firm, devise a com- 
plete over-all strategy, then stick to both. 
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VIII. Do It Right! 


Once you are in litigation, or in any contested proceeding for 
that matter, do not lose sight of the fact that you are at war. 
Fight each battle to win and fight hard. As I have previously 
suggested, do it right now that you are in it. Of course, it is not 
easy always to do it right. But the dividends are worth the effort. 
For an excellent example let me refer to the latest chapter in the 
SUNBEAM cases. (I am sure that my friends never expected me to 
allow this opportunity to pass without some mention of this in- 
teresting, frequently quoted and mis-quoted group of trademark 
decisions.) By the “last chapter,” I have reference to Contempt 
II.** On October 26, 1951 Chief Judge Yankwich of the Southern 
District of California entered final judgment on mandate after 
appeal’ enjoining the defendants, including Sunbeam Furniture 
Corporation, inter alia, from using sUNBEAM as a trademark in 
connection with the advertising and sale of lamps or electrical 
appliances. In 1953, we checked the operations of the defendants 
at their new place of business and found they were still advertis- 
ing and selling lamps bearing the very labels which the court had 
found to be an infringement. We brought contempt proceedings 
(Contempt I) and a judgment on contempt was entered in Decem- 
ber, 1953. We thereafter kept the defendants under surveillance 
and in 1955 found that they had moved to San Diego and were at 
it again. Hence, Contempt II. We collected newspaper adver- 
tisements which clearly violated both the original injunction and 
the broadened injunction which we secured at the time of Con- 
tempt I. We had the store shopped and found and purchased 
lamps as well as appliances bearing the sunBEAM mark. We thought 
our evidence was complete and had our motion for contempt set 
for hearing on February 13, 1956. About February 1, we received 
information that the defendants had also been doing some spot 
radio commercials which some listeners had found confusing to 
the point that they called the San Diego office of our subsidiary, 
Sunbeam Appliance Service Company, for more complete informa- 
tion as to prices, goods, etc. These commercials had stopped by 
the time we found out about them. We had all radio programs 
in that city monitored for several days looking for a clue. Our 
local Sunbeam Appliance Service Company manager had noted 


16. Sunbeam Corp. v. Sunbeam Furniture Corp., 109 USPQ 469, 46 TMR 945 (8.D. 
Calif., 1956). 

17. Sunbeam Furn. Corp. v. Sunbeam Corp., 90 USPQ 43, 41 TMR 818 (C.A. 9, 
1951). 
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the names and addresses of persons who had called seeking addi- 
tional information but when our investigator checked with these 
people, none could remember exactly what was said on these com- 
mercials that gave rise to the confusion. The radio station was less 
than cooperative. I debated with outside counsel as to what should 
be done. For personal reasons, neither of us wanted to go out 
to the West Coast any earlier than we had to. We both put forth 
valid reasons as to why it was unnecessary for us further to docu- 
ment our case. In the last analysis, however, and after wavering 
back and forth, we faced up to the only real answer—do it right. 
Time had just about run out on us. At considerable personal in- 
convenience, we subpoenaed both the radio station and the defen- 
dants’ advertising agency, flew to San Diego on the 9th, took depo- 
sitions on the 10th and appeared in court in Los Angeles on Mon- 
day the 13th. At the San Diego deposition, we cut a tape on the 
recordings produced by the radio station manager, then had the 
reporter carefully play back the tape and copy it into the tran- 
script. This still left us dissatisfied because the spot commercials 
turned out to be extremely misleading and made out a complete 
case of contempt just by themselves. We, therefore, took the orig- 
inal records to court with us on Monday, along with an oversize 
record player. Now a fair question would be, did all these frantic, 
last minute, seemingly cumulative efforts do any good? Well, 
here is what Judge Yankwich said in his decision in Contempt IT.** 


“The evidence before the Court shows a continued and willful 
violation through advertising, posters, and other means. In- 
deed the radio commercials alone show an attempt to trade 
upon the suNBEAM name because, in advertising appliances, 
they are referred to as ‘nationally advertised.’ ” 


This repeated, deliberate, contrived contempt led Judge Yank- 
wich to enter an order which resulted in defendants changing 
their name to GLOBE FURNITURE co. Apparently there will be no 
Contempt ITI. 


IX. Stubbornness Is a Virtue 
Perhaps from this brief discussion of our difficulties with 
Sunbeam Furniture Corporation,” you might draw the conclusion 
that stubbornness is also a part of our policy in trademark mat- 
ters. Perhaps stubbornness is an inadequate word but I am con- 
Loy Sunbeam Corp. v. Sunbeam Furniture Corp., see note 16, supr 


9. See also Sunbeam Corp. v. Sunbeam Furniture Corp., 106 USPO 398, 45 TMR 
1310 “GND. Tll., 1955). 
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vinced that you should never give up if you are in the right. A 
trademark is a living thing. Its very definition precludes any real 
status quo consideration of it. If you do not get the answer you 
want today, all is not lost. Things might very well be different 
next year. Perhaps someone will stop using a certain conflicting 
mark or someone will expand use of a mark into a new field and 
give rise to fresh difficulty. Here again, vigilance and determina- 
tion are necessary. As an example of what I mean, consider the 
case history of our attempts to register MIxMASTER in the United 
Kingdom. Our basic United States registration issued in 1931.” 
An application on Part A was filed in the U.K. in 1946, As those 
of you familiar with British trademark practice might expect, 
the application was rejected on the ground that the mark was 
descriptive. Every mark for which registration on Part A is 
sought must be “distinctive” within the meaning of Section 9 of 
the Act of 1938 which states that only an “invented” word or a 
“word having no direct reference to the character or quality of 
the goods, and not being according to its ordinary signification 
a geographical name or a surname” can be registered. Under 
British practice, a combination of two English words, even though 
not in use before, is not an invented word.” In addition, the word 
MASTER is regarded as being purely descriptive in the sense that 
it denotes an article which masters or controls or else it is purely 
laudatory. If the prefix is also descriptive then the mark is con- 
sidered inherently objectionable and, as such, unregistrable. 
Many of you are aware that once the British Trade Marks 
Office makes up its mind, it is almost an impossible task to change 
it. They are quite adamant on this business of descriptiveness, 
or, as they put it, marks which bear a direct reference to the 
character or quality of the goods. Well-known marks such as 
HOTPOINT” for electrical appliances for heating and wrtTorpry™ 
for abrasives have been held unregistrable for this reason. Other 
examples of marks refused registration on both Parts A and B 
of the Register include LawnmastER for lawn mowers, COLDMASTER 
for refrigerators, pestmasteR for insecticides, cycLEMastTEeR for 
bicycles, roymasTER for toys, and pusmasTER for busses. Section 9 
of the Act goes on to say that a word having direct reference 
to the character or quality of the goods may be registered upon 


20. T.M. Reg. No. 281,291. 

21. Solio Application, 15 R.P.C. 485 (1898). 

22. Hotpoint Electric Co.’s Application, 38 R.P.C. 63 (1921). 

23. Minnesota Mining § Manufacturing Co.’s Application, 41 R.P.C. 237 (1924). 
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evidence of its distinctiveness. But certain word combinations 
are held to be incapable of acquiring distinctiveness and refusal 
to register such marks is considered mandatory by the Registrar. 
Our associates, here and abroad, agreed with the Registrar that 
MIXMASTER falls into that Class of combined words which are 
incapable of acquiring distinctiveness and after several years of 
prosecution the application filed in 1946 was abandoned. 

Not being at all satisfied with the manner in which the 
previous application had been handled, I refiled in 1954. Soon 
came the same stock rejections. All arguments as to widespread 
use and registration (67 countries including Australia and 
Canada) fell on deaf ears. As a last resort, I had a series of 
discussions on the whole problem with the Registrar and our 
associates in London. The general attitude on the part of the 
Registrar was extremely negative. However, the conferences 
with our own associates did produce a plan. I insisted that, 
taking Section 9 at its face value, all we had to do was prove 
up a case of secondary meaning. Why not do it in the same 
manner that we would here in the United States? I do not think 
I ever convinced our associates of even the propriety of disagree- 
ing with the Registrar, but nevertheless we did embark on a 
course of concerted action. Our men first interviewed consumers, 
dealers, distributors and trade associations throughout the U.K. 
The results were just what I expected. Almost everyone contacted 
associated MIXMASTER with our company and had done so for 20 
or more years. The next step was to draw up statutory decla- 
rations and get them executed—no mean task in itself. We then 
scoured all available newspaper and magazine files for infor- 
mation bearing on advertising in the U.K. over the years. This 
task was complicated by the systematic disposition of our own 
files in the United States and the equally systematic disposition 
of the files of British newspapers and tradespeople through the 
courtesy of the Luftwaffe during World War II. We eventually 
drew up and filed a complete statutory declaration setting forth 
sales and advertising figures, both foreign and domestic, includ- 
ing actual figures with respect to shipments made in the post-war 
period under the Token Import Plan. The declaration also esti- 
mated what our yearly sales volume would have been in the U.K. 
had it not been for the governmental and monetary restrictions 
in effect after the war. The statutory declaration included a 
representative showing of MrixmasTER advertising in national 
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magazines having distribution in the U.K. with at least one ad 
for each year from 1930 to the present. To indicate that such 
magazines have actual distribution in the U.K. we filed with the 
declaration certified subscriber lists giving names and addresses 
of people throughout the U.K. who subscribe to the U.S. do- 
mestic edition of magazines such as “Life” and “Saturday Eve- 
ning Post.” We then followed up with a number of these sub- 
scribers, and obtained statutory declarations from them setting 
forth their familiarity with the mrxmasterR trademark and their 
association of it with us. 

The story is longer but the ultimate result speaks for itself. 
MIXMASTER was registered on Part A of the Register** on Oc- 
tober 5, 1956. It took 10 years, but it was well worth it. 


X. Registration and Use 


A discussion concerning trademark protection would not be 
complete without at least a quick look at the registration process 
per se. Here again, one should be careful to think out a course 
of action in advance, rather than let marks accumulate like weeds 
in.a field. I will not burden you with my thoughts on ex parte 
application practice. I think more concern should be given to 
why you file applications rather than how you prosecute them. 
I do not mean to minimize such basic steps as impressing upon 
your client the necessity for obtaining trademark clearance before 
use is actually begun or giving proper attention to clearing 
the proposed mark. These are ordinary daily functions com- 
parable to eating and sleeping and I assume that you will treat 
them with the respect they so rightly deserve. Admittedly, 
straight prosecution work is frequently routine and often aggra- 
vating. But do not overlook its importance in the scheme of 
things. At the present time, the examining divisions in the Patent 
Office are doing a generally excellent job, although we have a 
tendency to remember the irritations rather than reflect on the 
progress. My only suggestion is that you have patience and for- 
bearance. Some of us perhaps do not have the ideal temperament 
for ex parte application practice but it must not be approached 
with the attitude that it is only a necessary evil. 

One reason for my not spending much time on this subject 
is that it causes me just as much confusion as it does everybody 


24. Reg. No. 741,339. 
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else. For example, I have no idea as to how broadly you can 
specify the goods in an application. It seems to depend upon 
the particular Examiner. My most recent experience along this 
line involved an application for “paint” wherein the Examiner 
insisted the statement should be amended to “touch-up paint” 
because of the appearance of those words on the label filed as 
a specimen. In my opinion, it would have been equally germane 
to require that the statement call for “white” paint or “paint 
sold in 8 oz. cans”. The Examiner finally withdrew his rejection, 
but I was prepared to stand fast and appeal, feeling quite certain 
that the Assistant Commissioner would not sanction a rejection 
or requirement of this nature. 

Your overall task of acquiring and maintaining trademark 
protection will be easier if you keep careful control over the 
manner in which your trademarks are used, not only in adver- 
tising, which I shall touch on later, but on the goods themselves. 
Be wary of the tendency to use the trade name as a substitute 
for the trademark, especially on smaller articles where Produc- 
tion or Sales feel that there just “isn’t enough room for the trade- 
mark”. You might wind up with nothing to file an application 
on! Set up a procedure whereby you approve all nameplates, 
labels, cartons and the like before production is started. In check- 
ing these, keep in mind your requirements for a specimen or 
facsimile to be filed with the application. If what is submitted to 
you for approval doesn’t satisfy these requirements then you 
probably do not have adequate trademark usage. A good oppor- 
tunity to review the manner in which your trademarks are being 
used is presented by the requirement of filing affidavits under 
Sections 8 and 15 of the Act. As we all are aware, proper use 
cannot be assured without repeated checking, in that the personnel 
who tinker with the nameplates frequently know nothing at all 
about trademarks and usually couldn’t care less. 

In connection with Sections 8 and 15 affidavits, and especially 
with respect to their relationship to the question of why you file 
applications, do not lose sight of the basic truth that property 
rights in trademarks are not attainable by adoption without use. 
Now, you might raise the question “does he mean to imply that 
there is something wrong with token use and token registration?” 
Well, I will do more than just imply it, I will come right out 


25. In re Walker Process Equipment, Inc., 233 F. 2d 329, 46 TMR 1225 (C.C.P.A., 
1956). 
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and say it. Suppose you do register your mark for everything 
under the sun including scorpions and suppose you do sell one 
or two scorpions a year under the mark so that you can file 
Sections 8 and 15 affidavits at the required time. What happens 
if someone comes along and starts “infringing”? Do you honestly 
think that you will be in a position to bring suit—or isn’t it 
entirely possible that you might do your valid registrations irrep- 
arable harm by having such a scheme called to the attention of 
the court? Keep in mind the fact that only a limited percentage 
of the federal judiciary really has a sound understanding of what 
a trademark is. The vast majority of the judges might gleefully 
jump on your token registration, castigate your “monopolistic 
practices,” and direct their ill-conceived venom at all your marks. 

In other words, use your trademarks, and use them properly, 
on all your goods and services. Register them for all such bona fide 
use. But do not throw a cloud over your entire trademark pro- 
gram by tenuous claims as to fields you have not entered. Treat 
your marks with respect and militantly urge for them a proper 
scope. I would suggest that more can be accomplished in this 
manner than ever could be achieved by token registrations of 
questionable validity. As an example, I would refer you to the 
decisions in Sunbeam Corporation v. Sunbeam Electric Mfg. Co. 
and Sunbeam Corporation v. Expert Lamp Co.” in addition to 
the previously mentioned Sunbeam Furniture* case. In each of 
these decisions the defendants were enjoined from using the trade- 
mark SUNBEAM in connection with lighting fixtures, even though 
Sunbeam Corporation neither has a registration for such goods 
nor sells them. 


XI. The Advertising Problem 


No discussion of trademark protection from a corporate point 
of view would be complete without a word about the advertising 
problem. Much has been said and written on this subject but, in 
my opinion, little of this advice has been of a practical nature. 
The advertising man is a peculiar breed of cat. He is, or so we 
are led to believe, an individual with a creative mind. He resents 
regimentation although actually his ultimate work product fre- 
quently reflects that particular brand of regimentation identified 


26. 100 USPQ 379, 44 TMR 490 (E.D. Penna., 1954). 
27. 106 USPQ 398, 45 TMR 1310 (N.D. IIL, 1955). 
28. 109 USPQ 469, 46 TMR 945 (S.D. Calif., 1956). 
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as “public opinion”. More pertinent to our discussion, however, 
is the inescapable fact that he does not understand, like or believe 
in trademarks, as we see them. Please do not misunderstand me— 
in his own imaginative mind he is convinced that he understands 
the real meaning and value of trademarks—and he is frequently 
impatient and rancorous toward us who upset his pet schemes 
because of “some foolish legal technicality”. 

Before we tar and feather the advertising genius, however, 
let us not lose sight of the fact that we probably could not do 
without him. Leastwise, it would be a herculean task to acquire 
real secondary meaning for a mark in a competitive field without 
his continuous effluents. It should also be remembered that our 
brethren at the bar who have donned the judicial garb have, 
themselves, shown an amazing dexterity at glibly juggling and 
confusing the concepts involved in patents, trademarks and copy- 
rights. Should we expect a higher level of comprehension from 
advertising people who are imbued with and dedicated to the 
mission of making trademarks into household words? In their 
publicity conscious mind what could be better than a public edu- 
cated always to say THERMOS rather than THERMOs vacuum bottle. 
To them the inclusion of the descriptive expression “vacuum 
bottle” is a waste of space, and space, you know, costs money. 

The “education” of the advertising man is a most serious 
and perplexing problem. It ranks second in importance only to 
the task of enlightening the courts. If you think I am placing 
too much stress on the lack or absence of judicial comprehension, 
then all I can suggest is that you read trademark decisions more 
carefully. Time and time again you will run into such evidences 
of lack of understanding as the promiscuous and interchangeable 
use of “trademark” and “copyright” as if the words were mere 
synonyms for the same legal bundle of rights. Typical of this 
is the decision of the Court of Appeals for the Fifth Cireuit in 
Persha v. Armour and Co.” decided on January 9, 1957. A really 
classic example is the decision of Judge Stephens in the Sunbeam 
Lighting case.* In referring to various of our registrations and 
the fact that defendant had emulated the script form of our 
logotype the court sagely pointed out that we had “copyrighted” 
the word sUNBEAM in several modifications and that such copying 
should be enjoined. Even more interesting was the discussion in 


29. 112 USPQ 158, 159, 47 TMR 359 (C.A. 5, 1957). 
30. Sunbeam Lighting Co. v. Sunbeam Corporation, 86 USPQ 240, 40 TMR 669 
(C.A. 9, 1950). 








ee ee ae ibe me me 


ee eee ne ae 


ee 


NE oat wm a ene BON, nat ly MR RR APL i Pat 








Vol. 47 T. M. RB. A HOUSE COUNSEL LOOKS AT TRADE PROTEC. 1447 


the opinion of defendant’s use of sUNLITE MasTER on lighting fix- 
tures and the reasons why this use should be enjoined. I say 
“more interesting” because the record in the case is completely 
devoid of any showing that the defendant ever even used such a 
mark. As a matter of fact, they had not and were somewhat sur- 
prised, although understandably unconcerned, when the Court of 
Appeals enjoined their “further” use of SUNLITE MASTER. 

Some of the larger corporations distribute elaborate booklets 
and films setting forth how their trademarks should be used. This 
is probably a fine idea, but it is generally impractical except in 
the case of large companies, because of the expense involved. 
In the typical small company, there is no better way to accom- 
plish the objective than personal contact. I suspect that the same 
is basically true even within the industrial giants since new ad- 
vertising campaigns will usually fall outside the scope of the 
published instructions, almost as if the advertising department 
accepted these rules and regulations as a challenge to come up 
with something they fail to cover. In any event, it is reasonable 
to assume that the people in the advertising department are not 
going to read these instructions, rules and regulations any more 
carefully, for example, than the court which enjoined use of a 
mark not even in a case, read the record therein. 

Keep yourself available for answering trademark questions. 
Unless it is absolutely necessary to delay your decision, make it 
quickly so that you do not hold up their work. Advertising people, 
perhaps somewhat like lawyers, get carried away with this busi- 
ness of deadlines. Humor them and make it appear that you agree 
that if the proof isn’t downtown by 5 o’clock the world will surely 
come to an end. In reviewing advertising, try to keep an open 
mind and a cooperative attitude. You do not have to win all 
the time. If you do, the chances are that you are building up a 
feeling of resentment within the advertising department which 
might lead to serious difficulty. It is not uncommon when such 
situations develop for advertising to circumvent trademark ap- 
proval and get the program accepted by top management. Then 
you are in a box of your own construction. Make the people in 
the advertising department your allies not your enemies. If you 
do, they will come to you willingly rather than with an attitude 
of resentfulness. Trite as it may sound, cooperation is the keynote 
of success in handling the use of trademarks in advertising. 
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I think Mr. George E. Middleton hit the advertising man’s 
point of view squarely when he paraphrased the good book in this 
fashion: “what doth it profit a trader to gain a good trademark 
and lose his whole trade?” ** The fallacy in this, of course, is the 
belief that proper trademark use is not compatible with good 
advertising. They are compatible. But we must come out of our 
ivory towers and talk the advertising man’s language. Take a few 
minutes to explain—and don’t hide behind the mystery of the 
law. If you cannot explain in terms that the advertising man can 
understand, then you might as well reconcile yourself to the fact 
a court will probably have just as much difficulty in following 
you. Maybe you are wrong. Maybe you have just been giving the 
same advice over and over for so long that ritual has supplanted 
reason. 


XII. Conclusion 


This has been a quick look at trademark protection from the 
corporate counsel’s viewpoint. I have studiously attempted to 
avoid the academic and lay emphasis on the practical. If you 
find any value in my suggestions you are most welcome to put 
them to use. Although I naturally have slanted my comments 
in the direction of corporate counsel, the principles apply equally 
well to private practice, in that in trademark matters we all deal 
with the same basic truths. 

The task is not simple. Action and inaction must be blended 
skillfully in the protection of valuable rights. Do not lose sight 
of the problem as you grope for possible solutions. Temper your 
decisions with a consistency born of a sound trademark phi- 
losophy. Above all—look before you leap. 


31. “Never Stick Your Neck Out,” 39 TMR 886, 1949. 





SS a ee 








Vol. 47 T.M.R. RECENT ARGENTINE COURT DECISIONS 1449 


REPORT ON RECENT ARGENTINE COURT DECISIONS 
ON TRADEMARKS 


By Roberto Daniel Goytia* 


It is the aim of this contribution to present a review of the 
work done by the Argentine Courts during the year 1956 in con- 
nection with trademark litigation in the belief that a summary 
report on this topic might prove helpful to the readers of The 
Trademark Reporter. 


Registrability 


1. An application was filed to register saint GEORGE, in respect 
of non-medicinal beverages in general, whether alcoholic or other- 
wise; alcohol, in Class 23. The Court confirmed the Patent Com- 
missioner’s decision rejecting the application, because saAINT GEORGE 
was a geographic term in the English language, which had a 
Spanish translation (San Jorge). Hence it was a mark not subject 
to registration, since Section 5 of Goods Identification Law 11275, 
specifically determines: 


“5. National manufacturers’ marks hereafter registered 
or renewed, although they may consist of fanciful names, 
shall not contain words in any but the dead tongues or the 
Spanish language, except in the case of names of persons.” 


The Court further stated, that geographical terms are permitted 
to be registered in the original language when they have no trans- 
lation in Spanish, as for example CLEVELAND.’ 


2. An application was filed to register NORMANDIE in respect 
of cloths and fabrics in general, knitted fabrics, table linen and 
fabrics for underwear in Class 15. The Patent Commissioner 
refused the registration on the grounds that NorMaNDIE could not 
be registered, because it did not conform to the requirements of 
Law 11275. The Court affirmed the Patent Commissioner’s deci- 
sion, since NORMANDIE was a geographic term, in the French lan- 
guage, which had a Spanish translation normanp1a. Therefore, 


* Member of the Buenos Aires bar; partner of the firm of Goytia & Cia., Buenos 
Aires, Argentina; Vice-President of the Argentine Association for the Protection of 
Industrial Property; Associate Member of U. 8. T. A. 

1. Ex-Parte Candalecio Gabriel—La Ley, Vol. 81, p. 574, 1956. 


KEY TO ABBREVIATIONS : 

La Ley The Law (legal reports) 

S.A. Sociedad Anénima (corporation or joint stock company) 

8.R.L. Sociedad de Responsabilidad Limitada (limited liability partnership). 
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such mark was not subject to registration in the light of Section 
5 of Law 11275.’ 


3. Applicant sought to renew trademark oxery in respect of 
tobacco, cigars, cigarettes, snuff and smokers’ goods, in Class 21. 
The Patent Commissioner refused to allow the renewal of the 
mark on the grounds that oxry was the English pronunciation of 
the word oxay, thus falling within the prohibitions of Section 5 
of Law 11275, and Section 24 of the regulatory decree of November 
18, 1932, the latter providing: 


“24. For the purposes of Article 5 of the Law, all fanciful 
words which are made up, shall have some sense or meaning 
relating to the components, properties or virtues of the 
produce, commodities or goods, and shall be derived from other 
words, of dead languages or of the national tongue. Fanciful 
words made up with a particle, used as a prefix, or another 
used as a suffix, shall be permissible, always provided that 
they are derived from the national tongue or from dead lan- 
guages, and that they bear some relation to the product which 
they cover. Fanciful words may also be made up, based on 
Christian names or surnames of persons or on a part thereof 
or on the styles of firms, always provided that such com- 
binations do not produce words which have a phonetic sense 
or meaning in other living languages. Compositions and com- 
binations of letters which, although they may have no gram- 
matical significance because they do not express an idea, take 
the place of words, or are used as such, shall be admissible as 
national manufacturing marks, always provided that they 
have no meaning in other living languages.” * 


The Patent Commissioner’s decision in this case was affirmed by 
the Court of Second Instance.‘ 


4. An application was filed to register the word PANETON in 
respect of foodstuffs or substances employed as ingredients in food 
in Class 22. The Patent Commissioner refused registration on the 
grounds that PpANETON in its appearance and sound suggested the 
phonetic equivalent, i.e. the Italian word panettToneg, which is the 
designation of a special bread. Therefore, in the Patent Commis- 
sioner’s opinion, PANETON was unregistrable in Class 22 by reason 
of not meeting the requirements of Article 1 of the Trademark 


2. Ea-Parte Novick Hnos.—La Ley, Vol. 81, p. 578, 1956. 
3. J. E. de Marval, Laws of Argentina. 
4. Eza-Parte Fernandez Leoncio.—La Ley, Vol. 61, p. 612, 1956. 
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Law, and on the other hand, in the light of prohibitions of Section 
3, Sub-Sections 4 and 5 of the same law, which read as follows: 


“3. The following are not considered as manufacturing, 
trade or agricultural marks: 


* * * * . 


(4) Terms or phrases which have passed into general use, and 
signs not presenting novel or special characters. 


(5) The expressions usually employed to indicate the nature 
of the products, or the class to which they belong.” 


The Patent Commissioner’s decision was reversed by the Court of 
Appeals, because (1) the word panretron was found arbitrary and 
fanciful, since it had no meaning in any language; (2) of the nature 
of the products included in Class 22, which are usually of domestic 
origin; (3) under the circumstances, consumers were not led to 
believe that the goods emanated from a foreign source.* 


Oppositions 

5. Application for registration of HESPERIDINA ELIXIR for non- 
medicinal beverages in general whether alcoholic or otherwise; 
alcohol, in Class 23, was opposed by the registrants of HESPERIDINA 
and ELIxir respectively. The oppositions were sustained by the 
Court and consequently registration was refused in view of the 
fact that HESPERIDINA ELIXIR was graphically, phonetically and 
ideologically confusingly similar to prior registrations HESPERIDINA 
and ELIxiR.® 


6. Application to register wiLmMor in respect of ready-made 
clothes, boots and shoes, tailored articles, headgear, trimming ma- 
terials, dresses, laces, fans, umbrellas, haberdashery, gloves, per- 
fumery, fine leather goods in Class 16, was opposed by registrant 
of wiicox covering the same products. The opposition was dis- 
missed upon a finding of the Court that although the first syllable 
of both trademarks was identical, the marks were dissimilar in 
sound and appearance.’ 


7. An application was filed to register La pangesa (The Danish 
Girl) in respect of foodstuffs or substances employed as ingre- 
dients in food in Class 22. The application was opposed by the 


5. Ea parte Luis P.A. Menin—La Ley, Vol. 82, p. 653, 1956. 
6. Mondy Salvador v. Bagley § Cia.—La Ley, Vol. 81, p. 407, 1956. 
7. Wéilmor 8.B.L. vy. Saenz Briones y Cia.—La Ley, Vol. 81, p. 584, 1956. 
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Agricultural Department of the Danish government, owner of 
trademark panMaRK/oo, Number 245,695, covering the same class 
of goods. The opposition was dismissed by the Court of Appeals, 
upon the following findings : 


(1) that the trademarks involved did neither look alike nor 
sound alike; 


(2) that confusion of purchasers was unlikely ; 


(3) that La DANESA was not a generic designation or a term in 
common usage in the trade to describe goods. Hence La 
DANESA application did not fall within the prohibitions of 
Article 3, Sub-Sections 4 and 5 of the Trademark Law ;* 


(4) that La panesa did not lead buyers to believe or assume 
that the source of the products was Denmark, since ac- 
cording to the provisions of Law 11725, Section 1, Argen- 
tine commodities are to be identified as follows: 


“1. All products or goods manufactured in the 
country shall bear the words ‘Industria Argentina’ 
(Argentine Industry) in a visible place on the con- 
tainers, wrappers or on the objects themselves.” 

(5) that likelihood of confusion, between LA DANESA and DAN- 
MARK/0O, that might occur or be presumed to take place 
in foreign countries, could not be considered or evaluated 
by the Court, since Trademark Law No. 3975 has a terri- 
torial limitation or, in other words, is circumscribed to 
domestic jurisdiction.° 


8. An application was filed to register Escupo porapo (gilded 
shield) in respect of heating, ventilating, lighting, refrigerating 
and hydro-therapeutic apparatus and goods; sanitary goods, clean- 
ing and washing machines, apparatus and goods in general in Class 
14. Registration was opposed by the registrant of escupo (shield) 
for identical goods. Applicant appealed from decision sustaining 
the opposition. The Court of Appeals’ opinion may be summarized 
as follows: 

(1) that the word gscupo was neither generic nor descriptive 

for goods in Class 14. 
(2) that the common portion Escupo of both trademarks was 
to be considered the predominant part. 
8. Supra, para. 4. 


9. Flandes 8.R.L. v. Ministerio de Agricultura de Dinamarca.—La Ley, Vol. 82, 
p. 478, 1956. 


| 
. 
| 


a EIS 


Pe ee ee wai ra eHCA: 





Pe eee ee eee eee ee 





Vol. 47 T.M.R. RECENT ARGENTINE COURT DECISIONS _ 


7 1453 

(3) that zscupo being a noun and porapo an adjective, the 
public would primarily remember the noun Escupo. 

(4) under the facts and circumstances shown by the record, 
the Court concluded that confusion was likely to result 
from concurrent use of the marks.*° 


9. An application was filed under Serial Number 404,737 to 
register MUSCOTON in respect of substances and products employed 
for medical, pharmaceutical, veterinary and hygienic purposes; 
natural or prepared drugs, mineral waters and medicinal wines 
and tonics; insecticides for domestic use, in Class 2. Registration 
was opposed by registrant of muscon for the same goods. The 
Tribunal sustained the opposition for the reasons hereafter briefly 
stated: (1) that the marks involved were very similar, since the 
substitution of the consonant “L” for the syllable ron was deemed 
insufficient to differentiate them; (2) that confusion would be likely 
to result through radio advertising; (3) that opposer had used 
MuscoL trademark 10 years previous to muscoton application; 
(4) that applicant had not submitted evidence to the Court, showing 
that the products to be identified by the mark muscoron are those 
dispensed on prescription.” 


10. Plaintiff filed application to register his surname RuLI 
in respect of non-medicinal beverages in general whether alcoholic 
or otherwise; alcohol in Class 23. Said registration was opposed 
by the owner-registrant of trademark rm in respect of foodstuffs 
or substances employed as ingredients in food in Class 22. The 
Court of Appeals sustained the opposition on the grounds: 


(1) that the marks were identical ; 


(2) that food products in Class 22 and beverages covered in 
Class 23, although comprised in different categories of 
the official classification of goods, are, however, closely 
related and sold in the same or similar outlets, thus pur- 
chasers are likely to attribute to the products a common 
origin, quality, ete. ; 

(3) that while it is true that Article 1 of Trademark Law 3975 
recognizes that every man has the right to register his 
own name as a trademark such right, however, is circum- 
scribed when the result of such registration is likely to 
cause confusion to the purchasing public; 


10. Alpex 8.R.L. v. Longvie 8.A.—La Ley, Vol. 83, p. 2, 1956. 
11. Macchi Leon v. Vda. de Paul Dupin—La Ley, Vol. 83, p. 17, 1956. 
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(4) that the fact that opposer had not used his trademark, 
was irrelevant, since according to Article 7 of the Trade- 
mark Law, use of trademarks is not compulsory.”’ 


11. An application was filed to register BEBENCIL in respect 
of a liquid for children’s gums, Class 2. Registration was opposed 
by registrant of BaBERSIN covering food products in Class 22. The 
facts pertinent to the controversy as established by the evidence 
were as follows: 


(1) the plaintiff had a laboratory for the preparation of oral 
antiseptics ; 


(2) defendant prepared a dietetic product ; 
(3) plaintiff’s product was a liquid for children’s gums; 


(4) defendant’s product was a powder to be dissolved in milk, 
and which is sold as a nourishment for infants. 


The Court taking into consideration, that products of both parties 
were sold in the same retail outlets (drugstores), that they were 
purchased by a multitude of consumers of very different levels, 
reached the conclusion, that although the products were included 
in different classes, the concurrent use of BEBENCIL and BABERSIN 
would be likely to result in confusion to the average purchasers.” 


Assignments 

12. Plaintiff while publisher of the newspaper TRIBUNA regis- 
tered with the Patent Office the word 'rrRipuNA as a trademark. 
Subsequently and by virtue of a Court decision rendered in the 
Criminal Jurisdiction, the premises, machinery and “other belong- 
ings” of the publishing concern were transferred and delivered to 
the defendant, the Democratic Party. Plaintiff then instituted an 
action before the Federal Courts, contending that the Court deci- 
sion handed down in the Criminal Jurisdiction was not final, and 
therefore, reviewable; he further alleged that the mark TrrmuNna 
was his personal property, and therefore not included within the 
purview of the above mentioned pronouncement of the Court of 
the Criminal Jurisdiction. On that ground plaintiff requested the 
Federal Court to seize the newspaper edition published under the 
mark tripuna; likewise plaintiff pleaded that a judicial inventory 
be prepared in order to determine the number of copies of the 


12. Sanzone Riili Jose C. v. Riili Raul T.—La Ley, Vol. 83, p. 441, 1956. 
13. Vanzo y Cia. v. Productos Redi (Cia. de Productos Dietéticos y Medicinales)— 
La Ley, Vol. 84, p. 585, 1956. 
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newspaper TRIBUNA published by the defendant. The Federal 
Court decided the controversy as follows: 


(1) that according to provision 57 of the Trademark Law, 
the registrant owner of a trademark, has the right to 
demand the seizure of the merchandise infringing his 
mark; 

(2) that Section 62 of the Trademark Act provides that a 
prerequisite for petitioning the seizure of merchandise 
is to file and produce in court the trademark certificate ; 


(3) that registration creates a presumption of ownership of 
the trademark, unless such presumption is contradicted 
by facts which would overcome the presumption of own- 
ership of plaintiff’s registration ; 

(4) that under Section 10 of the Trademark Law the transfer 
or sale of a business concern includes the trademarks, 
unless otherwise stipulated ; 

(5) that the factual situation shown by the record met the 
requirements of Section 10 of the Statute referred to. 
Hence, the Court construed that the mark trrsuna was 
included among “other belongings” transferred to the 
defendant by the above cited Criminal Court decision. 


In short, the Federal Court rejected the plaintiff’s petition to 
seize the newspaper tTriIBuNA; but an interlocutory decree was 
issued according to Section 59 Law 3975, ordering as a conserva- 
tory act to prepare a judicial inventory ascertaining the number 
of copies of the newspaper TripuNA published by the defendant.” 


Damages 

13. An application was filed to register a trademark, which 
was rejected by the Patent Commissioner. The applicant took 
an appeal to the Court and the decision refusing registration 
was reversed. The Court included in its pronouncement a pro- 
vision awarding costs to the plaintiff. The case in this respect, 
was then appealed by the State Attorney to the Supreme Court. 
The High Court overruled the Court of the Second Instance’s judg- 
ment, on the grounds that the State Attorney was representing the 
people on a matter involving public interest, and, therefore, no 
damages should be awarded.”* 


14. Graffigna Alberto v. Partido Demécrata.—La Ley, Vol. 83, p. 205, 1956. 
15. Ea parte Spedrog S.A.—La Ley, Vol. 81, p. 492, 1956. 
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NOTES FROM OTHER NATIONS 


Edited by Marcel Deschamps 


Australia 
Rejected Applications 


The following applications were rejected by the Deputy Regis- 
trar of Trade Marks for the reasons indicated: 
(a) optima, in respect of typewriters and parts and accessories 
therefor included in Class 6, was rejected because the mark is a 
form of the Latin word “Optimum” which is defined in Webster’s 
Dictionary as “the best, most favorable.” Accordingly, optima is 
directly descriptive of the goods in that it indicates them to be 
the best and most favorable machines for typewriting. 27 Official 
Journal of Patents, Trade Marks & Designs, 2307. 
(b) PLAY FLATS BY GRIFFIN and a picture of a fairy, in respect of 
women’s flat-heeled footwear, was rejected because of a prior mark 
consisting of a picture of a fairy in respect of similar goods. It 
was held that the words PLAY FLATS BY GRIFFIN would not be suffi- 
cient to avoid confusion. 27 Official Journal of Patents, Trade 
Marks & Designs, 2309. 
(c) oxrorD, in respect of heel guards, was rejected on the ground 
that the word is geographical. 27 Official Journal of Patents, 
Trade Marks & Designs, 2364. 


Great Britain 
Interim Injunction 


Notes on three recent British cases concerned with interim 
injunctions appeared at 47 TMR 1352. Another case, Associated 
Redefusion, Ld. v. Scottish Television Ld. (1957), R.P.C. 409, can 
now be added. In this latest case the plaintiffs are the publishers 
of a weekly magazine called “T.V. Times.” This publication cir- 
culates primarily in England with less than 300 copies going to 
the southwest corner of Scotland. Heretofore there were no tele- 
vision stations in Scotland and the English stations could not be 
received there. The Court explained that since “the blessings 
of television are now to be bestowed upon Scotland,” the plaintiffs 
entered negotiations with the defendants who are the owners of 
copyright on Scottish television programs. The negotiations broke 
down and when it became known that the defendants intended to 
publish a weekly magazine called “The Scottish T.V. Times,” the 
plaintiffs attempted to obtain an interim injunction. According 
to Salmon, J. of the High Court the novel aspect of the case is 
that the plaintiffs and the defendants are not actual competitors 
since the plaintiffs now operate almost exclusively in England and 
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the defendants exclusively in Scotland. Nevertheless, this did not 
affect the plaintiffs’ rights to the exclusive use of “T.V. Times” 
throughout all of Great Britain as covered by its one year old 
trademark registration. The Judge pointed out that the plaintiffs 
have no right to the exclusive use of the word “television” or the 
abbreviation “T.V.” nor can they have exclusive rights to the word 
“Times”; but the plaintiffs do have a monopoly on the combina- 
tion “T.V. Times” or “Television Times” and, since the use of 
“Scottish T.V. Times” or “Scottish Television Times” would be 
likely to lead to deception and confusion, the Judge granted the 
interim injunction. 
Passing-Off—Dishonest Trading 

The High Court decision by Roxburgh, J. in the rurMrx case 
(Oerth A. G. v. Bowman (London) Ld. and others (1956) R.P.C. 
282) was reported at 46 TMR 1346. The statement of facts is set 
forth fully in the previous note. On appeal to the Court of Appeal 
the Lower Court decision was reversed on the ground that the 
plaintiff had never acquired a reputation with respect to TURMIXx 
mixing machines in Great Britain and, therefore, the defendants 
could not be guilty of passing-off. Furthermore, after reviewing 
the evidence, the Court of Appeal held that the defendants had 
never represented their goods as being the goods of the plaintiffs ; 
the defendants had never held themselves out to be agents of the 
plaintiffs and had always done business in their own name. 

The plaintiffs did own a trademark registration for TuRMIx. 
Although establishing a “reputation” is not a material element 
in the cause of action for trademark infringement, the plaintiffs 
did not bring an action for trademark infringement. In this con- 
nection the following dicta in the Court of Appeal’s decision is 
of interest: 

“By a license for use of Trade Mark dated the 29th June, 1948, 
the plaintiffs granted or purported to grant to Pages the sole 
and exclusive license to use the plaintiffs’ English trade mark 
in connection with the manufacture, distribution, sale and 
advertising for sale of ‘machines for cutting, mixing and 
kneading fruits and vegetables known as TURMIXx machines.’ 
The requirements of Section 28 of the Trade Marks Act (the 
Registered User provisions) were not complied with in regard 
to this license which accordingly had the effect of invalidating 
the registration of the mark. It is, we understand, for this 
reason that no claim is now made for infringement of the 
plaintiffs’ Trade Mark.” (Emphasis added.) (1957) R.P.C. 388. 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 

Burger, Henry G. 

“Fun” Products: A New Market. (Tide, November 22, 1957, pp. 28-29.) 
Article describes how the manufacturer of utilitarian products can build himself 
a healthy fringe market. 
Diamond, Sidney A. 

“Blue Dot” Trademark Case. (Advertising Agency Magazine, November 22, 1957, 
p. 41.) 
Brief discussion on the decision in the case of: Sylvania Electric Products Inc. v. 
Dura Electric Lamp Company, Inc. et al. 
Fernand-Jacq. 

Letter from France. (Industrial Property Quarterly, No. 5, October 1957, pp. 
18-33.) 
Trademarks: pp. 27-33. 
Image-Building: Getting Customers to See You as You See Yourself. (Printers’ 
Ink, November 1, 1957, pp. 41, 44-45, 48-49.) 
“Brand Images” and “Corporate Images” and how they work. 
Kent, Cecil C. 

Make Your Mark Suggestive! (Marketing, November 1, 1957, pp. 8, 10.) 
Summary of address given before Fourth Annual New Products Seminar in New 
York. 
Libby, McNeil & Libby. 

Libby’s Evolving Labels. (Modern Packaging, v. 31, no. 3, November 1957, pp. 
144-147.) 
Article discusses packaging theory with regard to product identification, color and 
appetite appeal. 
McGregor-Danziger, Inc. 

Crazy about Tags! (Sales Management, November 1, 1957, pp. 108-109.) 
Interesting hang tags can help to increase sales. 
Parker Pen Co. 

How Parker has Built and Kept a Market the Whole World Covets. (Printers’ 
Ink, November 22, 1957, pp. 68, 70.) 
Parker “61” is one of the best-known American trademarks; it is the same in 42 
different languages to citizens in 109 countries. 
World Trade Information Service 

Part 2: Operation Reports. Trademark Information is included in the following 
Reports: No. 57-87: Labeling and Marking Requirements of the Belgian Congo 
and Ruanda-Urundi. No. 57-88: Pharmaceutical Regulations of Costa Rica. No. 
57-91: Preparing Shipments to the Belgian Congo and Ruanda-Urundi. No. 57-95: 
Patent and Trademark Regulations of Liberia. No. 57-105: Pharmaceutical Regu- 
lations of Lebanon. 


* Copies of these articles are available for reference in the Association’s library. 
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Part Il 


G. D. SEARLE & CO. v. INSTITUTIONAL DRUG 
DISTRIBUTORS, INC., et al. 


No. 19884-Y —D. C., S. D. Calif., Cent. Div.— May 20, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRABILITY—DESCRIPTIVE TERMS 
REMEDIES—INFRINGEMENT—SOOPE OF RELIEF—INJUNCTION 
REMEDIES—INFRINGEMENT—SOOPE OF RELIEF—DAMAGES 

Action for trademark infringement seeking injunction against use by defendant 
of mark DRAM-A-MINE as infringement of plaintiff’s trademark DRAMAMINE. Defen- 
dant contends plaintiff’s mark is descriptive and alleges it is guilty of monopolistic 
practices and price fixing in violation of antitrust laws. 

DRAMAMINE not descriptive of dimenhydrinate useful in motion sickness but 
is a strong mark entitled to highest protection as contrasted to weak marks con- 
taining descriptive words which are limited in protection to cases where applied 
to similar product. Relief limited to injunction. Damages denied. 

ANTITRUST—PRICE FIXING—MONOPOLY 

Evidence showed certain price discounts to wholesalers selling to hospitals but 
plaintiff did not exercise unreasonable monopoly powers since only monopoly was 
due to excellence of its products. Not all monopolistic practices violate law. Such 
restrictions condemned only if they affect a substantial segment of interstate com- 
merce. Unilateral refusal to deal is not a violation of law. No requirement here 
of “exclusive representation.” 


Action by G. D. Searle & Co. v. Institutional Drug Distributors, Inc., 
et al. for trademark infringement. Institutional Drug Distributors, Inc., 
filed third party complaint against plaintiff, Stephen Chase, Lewis 8S. Hoyt, 
and Julius K. Hornbein for violation of antitrust laws. Judgment for 


plaintiff as to trademark infringement. 
See also 46 TMR 1520. 


Sidley, Austin, Burgess & Smith and James E. 8. Baker, of Chicago, Il- 
linois, and McCutcheon, Black, Harnagel & Greene and Philip K. Ver- 
leger, of Los Angeles, California, for plaintiff. 

Elwood 8. Kendrick and Jack Corinblit, of Los Angeles, California for 
Institutional Drug Distributors, Inc. 

Fred Weller and McCutcheon, Black, Harnagel & Greene, of Los Angeles, 
California, for Chase and Hoyt. 

Nicholas & Mack and Augustus F. Mack, Jr., of Los Angeles, California, 
for Hornbein. 


Yanxkwicu, Chief Judge. 

The action is for infringement of a trademark and seeks injunctive 
relief and damages. The defendants in their Answer have attacked the 
validity of the trademark and have also urged that injunctive relief be 
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denied upon the ground that the plaintiff has been guilty of monopolistic 
practices and price-fixing in violation of the antitrust laws of the United 
States. 15 U.S.C. §§15, 26, 1115(b) (7). 

The facts out of which the controversy arises are stated briefly in the 
Memorandum filed when preliminary injunction was issued. G. D. Searle 
& Co. v. Institutional Drug Distributors, Inc., 141 F. Supp. 838, 110 USPQ 
524 (46 TMR 1520). 

A hearing on the merits confirms the conclusion arrived at previously 
on the basis of affidavits and depositions that the mark is valid and has 
been infringed by the defendants and that the plaintiff, to be referred to 
as Searle, has not been guilty of any practices in violation of antitrust 
laws which would call for denial of permanent injunctive relief. 


I. 
Tue Mark INVOLVED 


As stated in the previous Memorandum, the plaintiff drug manufac- 
turers registered on March 17, 1949 the mark DRAMAMINE which was first 
used in commerce on January 28, 1949. 

The mark referred to dimenhydrinate tablets used to combat motion 
sickness, nausea and vomiting. A chemist produced by the defendants 
stressed the fact that the phrase DRAMAMINE has a meaning in pharmacology 
when used in conjunction with the suffix “hydro” or others. In fact, the 
basic name of the drug to which the mark has been attached is 8-chloro- 
theophyllinate of diphenhydramine. Dimenhydrinate is the generic term 
of the product. 

One of the latest medical dictionaries lists DRAMAMINE as 


“Trademark for dimenhydrinate, the 8-chlorotheophyllinate of 
diphenhydramine, useful in motion sickness.” Blakiston’s New Gould 
Medical Dictionary, 2d Ed., 1956, 368. 


Another one lists it as; 


“A proprietary brand of dimenhydrinate.” Dorland’s Illustrated 
Medical Dictionary, 23d Ed., 1957, 411. 


“Hydro” is the Latin prefix for water and whenever it is used in con- 
junction with another chemical substance it denotes the presence of water 
in the chemical compound of a drug. From this the inference is sought to 
be drawn that because “dramine” is a suffix which has a meaning, DRAMA- 
MINE is not a valid mark because it is, as the defendant’s chemical expert 
stated, “of the genus hydramine” (as defined in Hackh’s Chemical Dic- 
tionary, 3d Ed., 1944, 416) and is merely descriptive of the chemical charac- 
ter of the product. 

The difficulty with this reasoning is the “hydro” and “dramine” used 
either together or with other prefixes have a definite meaning. But when 
you take “dramine” and break it up into syllables and insert “ma” after 
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the first one, you destroy the meaning of the word and create a word 
which is just as artificial and foreign to the genius of our language as the 
coined words KopaK (Elgin American Mfg. Co. v. Elizabeth Arden, 83 
F.2d 681, 684, 29 USPQ 539, 542 (26 TMR 416); Aunt Jemima Mills Co. 
v. Rigney & Co., 247 F. 407, 410-411) (8 TMR 163), or oxouin (Ball 
Chemical Co. v. Hodenfield, 1387 F.Supp. 484, 108 USPQ 359) (46 TMR 
450). In short, “hydro” has a meaning. So has “hydramine.” But prama- 
MINE has none chemically or linguistically. So we have clearly a mark 
which is unrelated to the chemical composition of the product. 


II. 
“STrrone” Marks 


The mark is not descriptive. By all standards it is a strong mark. 
Sunbeam Furniture Corp. v. Sunbeam Corporation, 191 F.2d 141, 144, 
90 USPQ 43, 45 (41 TMR 818). Marks of this character, especially when 
exploited on a national basis, have been given the highest protection by 
the courts both before and since the enactment of the Lanham Act. 15 
U.S.C. §§1051, 1127. For they are the means of identifying a person’s 
product. They are what Judge Learned Hand, in a noted decision, called 
the user’s “authentic seal,” adding: 

“by it he vouches for the goods which bear it; it carries his name for 

good or ill. If another uses it, he borrows the owner’s reputation, 


whose quality no longer lies within his own control.” Yale Electric 
Corp. v. Robertson, 26 F.2d 972, 974 (18 TMR 321). 


In that case the registration of the use of the word YALE on flashlights was 
denied at the behest of a prior user who had used it on locks, keys and many 
kinds of hardware. 

Other illustrations are: The word DEL MONTE although geographical, 
were denied use by an oleomargarine manufacturer at the behest of a 
prior user, a producer of food products under the registered trademark 
DEL MONTE BRANDS. Del Monte Special Food Co. v. California Packing 
Corp., 34 F.2d 774, 3 USPQ 15 (19 TMR 443). V-8 as used on containers of 
vegetable juices was protected as a non-descriptive word, although it con- 
sisted merely of a combination of a capital letter and a numeral. Standard 
Brands v. Smidler, 151 F.2d 34, 66 USPQ 337 (35 TMR 277). The word 
STORK used to designate a famous New York Restaurant was protected 
against use by a bar in San Francisco. Stork Restaurant v. Sahati, 166 
F.2d 348, 76 USPQ 374 (38 TMR 431). The use of the mark SArE-way on 
toilet tissue and paper towels was denied at the behest of a company which 
did a national grocery and market business under the name of SAFEWAY. 


1. Indicative of the wide acceptance of the mark and its identification with the 
plaintiff’s product is the fact that in one of the last scenes of the play “No Time 
for Sergeants”, which had over a year’s run in New York and is now presented under 
the auspices of the Theatre Guild by traveling companies throughout the country, one 
of the high-ranking officers asks, “Who has the DRAMAMINE?” 
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Safeway Stores v. Dunnell, 172 F.2d 649, 80 USPQ 115 (39 TMR 116). 
The use of the phrase RADIO SHACK was denied to one dealing in radio and 
electronic parts at the behest of a first user who had used a similar trade- 
mark. And this despite the fact that the first user did not manufacture 
the goods sold. Radio Shack Corp. v. Radio Shack, Inc., 180 F.2d 200, 84 
USPQ 410 (40 TMR 211). And see, Julius R. Lunsford, Jr., Woe Unto 
You Trademark Owners, 49 Mich. Law Rev. 1103. 

And even marks which are “weak” because they contain ordinary de- 
seriptive words will be protected if applied to a similar product. Dizt- 
Cola Laboratories v. Coca-Cola Co., 117 F.2d 352, 355-356, 48 USPQ 164, 
168 (31 TMR 39) ; Philco Corp. v. F. & B. Mfg. Co., 170 F.2d 958, 960-961, 
79 USPQ 376, 377-378 (39 TMR 23); Sunbeam Furniture Corp. v. Sun- 
beam Corporation, 191 F.2d 141, 90 USPQ 48; See, Lewis S. Garner, 
Narrow and Weak Trademarks, 22 George Washington Law Rev., p. 40. 

In the case before us we have an instance of a strong, fanciful mark, 
used by a pharmaceutical manufacturing company doing business on a 
national scale and spending millions in advertising the product and others 
it manufactures and sells under tradenames and trademarks, being in- 
fringed by one of the persons, the defendant, used by them in limited 
transactions in a certain California locality. 

By oral understanding, without any binding written agreement, the 
defendant was given the privilege of making bids to public institutions for 
sale of its products, at their catalogue prices. For this he received ten 
per cent of the price. After the relationship was terminated he proceeded 
to imitate the label of one of their most successful drug products. Ad- 
mittedly the cause for the severance was that the defendant offered the 
drug to institutions at a lower than its catalogued price and allowed a 
larger discount for cash payments within a certain period. Which brings 
us to the question whether this method of bidding, to be described in 
more detail later, amounted to the type of horizontal price fixing which is 
condemned as a restraint of interstate commerce under the antitrust laws 
of the United States. 


It. 
Tue NATURE OF THE PLAINTIFF’s ACTIVITIES 


Before considering the question just posited, it is well to state the 
nature of the activities in which Searle engages. Its business is that of 
pharmaceutical manufacturer limited to medicinal drugs in the human 
field. This means that they do not engage in producing medicines that 
might be used in the treatment of animals. But in the conduct of their 
business rather than relying on copying other formulae, they devote special 
attention to the actual discovery of new medicinal products. No medicinal 
products are marketed unless, as the Vice-President of the Company in 
charge of distribution stated, they have satisfied themselves 





Vol. 47 T. M.R. SEARLE & CO. v. INSTITUT’L DRUG DISTRIB. 1463 


“at least and are in a position to document their claims that that 
product is an improvement over anything that has previously been 
available to the medical profession in that particular field of medicine.” 


For this reason, they are not what is described as a full-time pharma- 
ceutical house, but restrict themselves to manufacture and sale of the 
relatively small number of medicinal drugs which have been developed by 
them. More than 300 of their employees are engaged in research. A 
great majority of them have PhD degrees in biology or chemistry. Their 
laboratory facilities consist of two buildings at Skokie, IIl., the first one of 
which is one story in height and occupies a ground area in excess of an 
acre. The second building is three stories in height and also occupies a 
ground area in excess of an acre. Between them they house between 150 
and 200 individual, fully-equipped laboratories. In order to facilitate re- 
search, there is maintained an animal colony and all the facilities that go 
with it. 

The manufacturing of a pharmaceutical product takes many forms, 
the first one being the manufacture of the chemical substance. The second 
is the manufacture of the tablet. The same witness described the process 
in this manner: 

“There actually are many forms of pharmaceuticals, but in the 
manufacture of a tablet, having satisfied everybody that is concerned 
that the chemical is pure, quite of the proper strength, then it is joined 
with other materials and is what is known as a granulation. Those 
materials are known as excipients and they are there purely for the 
purpose of making the tablet stand together rather than crumble too 
easily, or for the purpose of assuring that the tablet shall disintegrate 
in the body within the time in which it should, for the medicine to be 
effective. That then goes * * * to the compressing stage where it is 
compressed into the tablet. Froin that point on, it necessarily must 
be packaged and necessarily must be labeled and all of those things 
are very carefully controlled. 

“The obvious purpose of the manufacturing part of the business 
is to assure that the product is properly manufactured, that it is of 
proper potency, that it is in a form which will remain stable and above 
all, that it is properly packaged and properly labeled, because in this 
business there is no room for mistakes. It would be a pretty serious 
matter if the wrong tablet got into the wrong bottle, and actually in 
our business, in the manufacturing end of our business, we have more 
people analyzing and controlling the product than we do otherwise, 
actually manufacturing as we consider it to be that important.” 


In the manner of distribution of drugs, hospitals have a unique posi- 
tion. For this reason, the packaging of drugs for hospitals is different from 
that which, through wholesalers, reaches the retail trade. The retailer has 
need for a package which is in line with his rate of sale and distribution. 
This calls for a relatively small package. As a prescription is written by a 
doctor, the patient may take the prescription to any of the drug stores 
in his locality. So the retail druggist never knows exactly what his volume 
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will be and is therefore inclined to buy a smaller package. This, Searle al- 
lows him to do. In this manner, the drug will retain its potency even 
though it remains on the shelves for several months. Larger packages are 
provided for larger drug stores located in a medical building where the rate 
of prescription might be high. In a hospital in which the prescriptions are 
filled in the hospital pharmacy, it is possible to use, large packaging be- 
cause the hospital can anticipate the rate of use of a particular drug. So 
hospitals prefer larger packages and Searle supplies them. 

There is in evidence a package of the drug involved which, when filled, 
contains 5,000 tablets,—a size that could not be used by the average retail 
store without a good deal of repackaging involving the danger of con- 
tamination of the drug. The package normally used for the wholesale 
trade for distribution through retail outlets consists of a glass bottle con- 
taining 100 tablets. 

As a drug is of little value unless the medical profession knows of it, 
it is necessary that they be informed of the drug and of its nature in order 
that they may prescribe it, and that the drug be easily procurable by the 
patients. So a pattern of distribution is adopted which was followed with 
the particular product involved. The witness referred to described what 
he called the normal pattern of distribution in this manner: 


“That is accomplished by essentially three means: First, by a 
large number of representatives who travel in this country constantly, 
whose responsibility it is to call upon the physicians and give them 
this information by word of mouth. Secondly, it is accomplished by 
announcements that go through the drug literature channels. The 
third is accomplished by paid advertising in the medical journals of 
the country.” 


The representatives who eall chiefly on physicians, pharmacists, whole- 
salers and retailers, in regard to its products in order to keep them up-to- 
date on any new development that may come about, are called by Searle 
“medical representatives.” 

Searle prepares special manuals relating to its products, called “refer- 
ence manuals” which inform the profession about the product and the 
experience with it in laboratories or clinically. 

In the case of the drug to which the trademark pDRAMAMINE was adopted, 
its effect on motion sickness, nausea and vomiting was first noticed by a 
clinician at Johns Hopkins University, who had prescribed it for a woman 
patient who stated to him that in coming to the hospital on the street car 
she did not feel dizzy when she took the drug. Later experiments were car- 
ried on in 1948 by the United States Army on a transport. Two of the 
clinicians accompanied a rather ancient transport from the United States 
to Germany and gave the drug to the soldiers in order to observe its effect 
on motion sickness. These and other experiments ultimately resulted in 
the development of the Searle brand of dimenhydrinate to which the trade 
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name “Dramamine” was attached by their laboratory men and, as already 
appears, later registered and used in interstate commerce. 

This rather lengthy description is necessary in order to understand 
that in this case we are not dealing with an ordinary company engaged 
in the wholesale distribution of drug products, many of which they do not 
manufacture, like McKesson & Robbins or others, but with a manufactur- 
ing concern engaged in the manufacture and improvement of either recog- 
nized drug or drugs of their own invention applied to the cure of human 
illnesses. In considering the alleged violation of antitrust laws, these 
facts have a particular significance. 


IV. 
No ANTITRUST VIOLATION 


The violation of antitrust laws is pleaded in the Answer under the 
general claim of “unclean hands” which is used in cases of this character 
to prevent enforcement in equity when misuse of a trademark is alleged. 
87 C.J.S. Trademarks, Trade names, and Unfair Competition, §102; 
Morton Salt Co. v. G. 8. Suppiger Co., 314 U.S. 488, 494, 315 U.S. 788, 52 
USPQ 30, 33; Renaud Sales Co. v. Davis, 104 F.2d 683, 42 USPQ 42 
(29 TMR 413) ; Strey v. Devine’s, Inc., 217 F.2d 187, 190, 103 USPQ 289, 
291 (44 TMR 1422). The Lanham Act specifically provides for denial of 
relief in trademark cases when a violation of the antitrust laws is shown 
to exist. 15 U.S.C. §1115(b)(7). This provision was especially pleaded 
and evidence in the record was directed to prove violation of the Sherman 
Act. 15 U.S.C. §1 and §2. 

I am of the view that the defendant has not shown a violation of either 
section. On the contrary, the facts disclosed that whatever understandings 
plaintiff entered into with the defendant and other persons through whom, 
at times, it acted, were permitted under §16902 of the California Business 
& Professions Code. Consequently, they are excepted from the operation of 
antitrust laws both under the Miller-Tydings Act of 1937, 50 Stat. 693, 15 
U.S.C. §1 and the McGuire Act of 1952, 15 U.S.C. §45. 

As stated, Searle is a manufacturer of pharmaceutical products having 
a medical value in the human field. The product to which the mark under 
discussion is attached is one of them. Of the twenty-five products listed in 
one of their catalogues twenty-three are sold under coined trademarks or 
trade names, the other two under their chemical names. The plaintiff ts not 
a wholesaler or retailer. 

The evidence shows that while the plaintiff had in 1949 some one 
hundred and fifty representatives and in 1957 some three hundred repre- 
sentatives throughout the country, ninety per cent of them call on phy- 
sicians. They do not take orders from them nor do they sell them any prod- 
ucts. They merely offer them samples. And the only way they know that 
their mission has been successful is when the physicians on whom they 
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called prescribe the product, which is supplied through regular drug chan- 
nels. 

Prior to December, 1956, Searle adopted a system of selling to hospitals 
and public institutions which, in effect, functioned in this manner: In 
the Los Angeles area five wholesale druggists with whom they had “fair 
trade” agreements,” were given the right to make bids for Searle products 
to city or county hospitals or other institutions requiring bids. The prod- 
ucts were shipped by Searle from Skokie, Ill., a suburb of Chicago, IIL, or 
San Francisco, Calif., direct to the institution. The bills bore the legend 
“sold to (name of drug company),” shipped to (name of institution)” and 
the price. The drug companies were allowed ten per cent of the list price. 
The defendant was given the same privilege. They were not wholesalers. 
They carried no stock of drugs. They merely were permitted to make bids 
for Searle products at the list price. No formal agreement existed between 
them and Searle as to these matters, except that it was understood that 
the bids were to be made at the prices stated in the catalogue and that the 
drug companies and the defendant, were to receive as a commission ten 
per cent of the invoice price. Searle charged no sales tax, it being collected 
by the drug companies or the defendant. Searle looked to the drug com- 
panies and the defendant for payment of the invoices. They in turn col- 


2. The Fair Trade Agreement called “Manufacturer-Wholesaler Contract” con- 
tained these clauses: 

“Whereas, the Manufacturer is the producer or the distributor of various com- 
modities and the Wholesaler is engaged in the sale of such commodities at wholesale 
in various states which have enacted fair trade acts, and the Manufacturer and the 
Wholesaler desire to avail themselves of the provisions of such fair trade acts and of 
the fair trade acts of such other states as shall enact such statutes; 

“Now, Therefore, in consideration of the premises, and the mutual benefits and 
obligations accruing to and assumed by the parties hereto from and by the execution 
and delivery of this agreement, the parties hereto agree as follows: * * * 

“2. The Wholesaler will not (except as specifically permitted by statute) directly 
or indirectly, advertise, offer for sale or sell any of the Products to any buyer in any 
state in which at the time of such sale a fair trade act shall be in effect at less than 
the minimum wholesale selling price at that time stipulated therefor in such state by 
the Manufacturer. 

“3. The minimum wholesale selling prices stipulated by the Manufacturer for the 
Products in various states are those now or hereafter designated in Schedule A plus, 
in each sale, the amount of all sales and excise taxes applicable to such sale. 

“The Manufacturer, at any time and from time to time by written notice given 
to the Wholesaler as hereinafter provided, may (a) eliminate one or more Products 
from Schedule A; (b) add one or more Products to Schedule A and stipulate minimum 
wholesale selling prices therefor; and/or (c) change the minimum wholesale selling 
price of any one or more of the Products. 

“Each elimination from and each addition to Schedule A and each change in any 
minimum wholesale selling price, including each such change made pursuant to Article 
4 of this agreement, shall be effective at the opening of business on the date specified 
in the notice thereof, and such notice (which may take the form of a revised Schedule 
A which specifies its effective date) shall be mailed so that, in the ordinary course of 
the mails, it will be received by the Wholesaler before the date so specified. 

“4, In the event that, pursuant to any agreement similar to this one, the Manu- 
facturer shall stipulate a minimum wholesale selling price for any of the Products in 
any given state which shall be different from the minimum wholesale selling price at 
the time stipulated for such products in such state under this agreement, the Manu- 
facturer will give prompt written notice of such fact to the Wholesaler and such 
different minimum wholesale selling price shall be effective under this agreement as 
provided in Article 3 hereof.” 
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lected the full price from the institution, giving to Searle ninety per cent 
of it.® 

There is no denial that the privilege was withdrawn when it was 
learned that the defendant had made bids below the amount set forth 
in the catalogue and had offered higher discounts. It is doubtful, to say 
the least, whether this arrangement, regardless of any fair trade practices 
constituted an agreement to fix prices of the type which the courts have con- 
demned. See United States v. Colgate & Co., 250 U.S. 300; Adams-Mitchell 
Co. v. Cambridge Distributing Co., and see, Cutter Laboratories v. Lyophile- 
Cryochem Corp., 179 F.2d 80, 93, 84 USPQ 54, 65. 

Certain it is that Searle was not in competition with the drug com- 
panies and the defendant, nor they with it. While, at times, they sold direct 
to institutions, they did not do so during the period when this special 
arrangement called “drop shipments” obtained. 

I do not think that the sale to institutions of products under their own 
brands put them in the class of competitors of the drug companies and the 
defendant so as to subject them to the charge of horizontal price fixing. 
Dr. Miles Medical Co. v. John D. Park & Sons Co., 220 U.S. 373, 408; 
United States v. Masonite Corp., 316 U.S. 265, 274-275, 53 USPQ 396, 400; 
United States v. Bausch & Lomb Optical Co., 321 U.S. 707, 720, 61 USPQ 
61, 67 (34 TMR 158) ; United States v. Frankfort Distilleries, Inc., 324 U.S. 
293, 295-298; Schwegmann Bros. v. Calvert Distillers Corp., 341 U.S. 384; 
United States v. McKesson & Robbins, 351 U.S. 305, 311-313. 

In reality, the arrangement was one whereby the drug companies and 
the defendant, in a limited area, because the agents or representatives or 
“brokers” of the plaintiff in placing the products which they manufactured 
in institutions in exchange for the commission. The fact that the invoices 
spoke of the goods as “sold” to the druggist and to the defendants and 
that the plaintiff looked to them to collect the money does not, in my view, 
alter the situation. See Woodworkers Tool Works v. Byrne, 191 F.2d 667; 
Woodworkers Tool Works v. Byrne, 202 F.2d 530. The test applied in the 
tort case just cited is even truer in a case like this when realities must 
govern in determining the meaning of relationship, United States v. Rich- 
field Oil Corp., 99 F.Supp. 280, 293. And see, Federal Trade Commission 
v. Curtis Publishing Co., 260 U.S. 568 (138 TMR 25) ; United States v. Gen- 
eral Electric Co., 272 U.S. 476. 

We are inescapably led to the conclusion that Searle’s arrangements as 
to bids to public institutions and hospitals who received the products in 


3. The general form of agreement entitled “Manufacturer-Wholesaler Agreement” 
and entered into between Searle and the wholesale druggists in the Los Angeles area 
contained this clause relating to drop shipments: 

“7, We will allow you a handling discount of 10% (based upon our quotation) 
on drop shipments of Searle Tablets in Bulk Packages Only to any accredited hospital, 
physician or established clinic which orders such shipments through you. In the case of 
institutions which are city, county or state controlled, this handling discount arrange- 
ment extends to drop shipments of Any Searle Item or Package Size. Under no eir- 
cumstances will we allow a handling discount on Federal Government business.” 
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quantities not available to wholesalers or retailers were outside the purview 
of the antitrust laws whether we consider them in the light of the state 
fair trade laws or not. 

To amplify: Plaintiff’s Hospital Catalog states: 


“Sales of tablets in bulk quantities are restricted to physicians and 
hospitals.” 


We are, therefore, dealing with a commodity which was packaged for only 
the hospital trade and which was available only directly from Searle. As 
stated, there were two ways of supplying this commodity to the hospitals. 
One was by direct sales from Searle to the hospital, the other was by the 
“drop shipment.” These were not competing but supplementary methods. 
“Drop shipment” was used where a hospital did not wish to deal direct with 
Searle, but required a local source. Where the hospital dealt direct, there 
was a direct account, and no bidding. There were, in effect, two markets 
and two parallel sets of accounts. The plaintiff’s Vice-President in charge 
of distribution, Franklin P. O’Brien, testified : 


“The Court: Did you at times submit a bid direct or did you al- 
ways do it through a wholesaler? 

“The Witness: No, in the case where a hospital had a direct 
account with us, then they did not ask for bids. But in cases where a 
hospital asked for bids, we allowed anybody who wished to bid and 
we ourselves did not bid.” 


Other testimony indicates that Searle would not ship on a “drop shipment” 
order to a hospital where they had a direct account. There was also the 
testimony of Mr. Butler, the mainstay of the defendant, that as to Searle’s 
products, his concern bid only at Los Angeles County, Los Angeles City 
and San Bernardino County hospitals, so far as he could recall. He actually 
sold Searle goods to one account only, the County of Los Angeles. While 
the arrangement with the defendant continued Searle neither bid nor sold 
to these accounts. 

These and other facts, already alluded to, indicate the absence of com- 
petition between Searle and the defendant or others. Essentially, Searle 
was a manufacturer and such sales were merely incidental and accessory 
to its main business,—that of manufacturing. See General Electric Com- 
pany v. Kimball Jewelers, Inc., 333 Mass. 665. 

One other matter should be adverted to. The evidence shows clearly 
that both as to the pharmaceutical product to which the mark was at- 
tached, and as to other products which Searle manufactured and sold 
under various trade names, there were other products manufactured by 
other pharmaceutical companies in actual competition with each of them. 
So we are back to the fact that Searle did not exercise unreasonable 
monopoly powers, that they were not in a position to “control prices or 
exclude competition.” United States v. E. I. duPont de Nemours & Co., 
351 U.S. 377, 391. 
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Very apposite here are the following words of the Supreme Court in 
the case just cited: 


“Thus one can theorize that we have monopolistic competition in 
every nonstandardized commodity with each manufacturer having 
power over the price and production of his own product. However, 
this power that, let us say, automobile or soft-drink manufacturers 
have over their trademarked products is not the power that makes 
an illegal monopoly. Illegal power must be appraised in terms of the 
competitive market for the product. 

“Determination of the competitive market for commodities depends 
on how different from one another are the offered commodities in 
character or use, how far buyers will go to substitute one commodity 
for another. For example, one can think of building materials as in 
commodity competition but one could hardly say that brick competed 
with steel or wood or cement or stone in the meaning of Sherman Act 
litigation ; the products are too different. This is the interindustry com- 
petition emphasized by some economists. See Lilienthal, Big Business, 
ce. 5. On the other hand, there are certain differences in the formulae 
for soft drinks but one can hardly say that each one is an illegal 
monopoly. Whatever the market may be, we hold that control of 
price or competition establishes the existence of monopoly power 
under §2. Section 2 requires the application of a reasonable approach 
in determining the existence of monopoly power just as surely as did 
§1.” 351 U.S. at page 393. (Emphasis added.) 


So here the only monopoly is that which the excellence of its products may 
have given to Searle. Indicative of the freedom of action in the field is 
the fact that the defendant, after being deprived of the privilege of 
bidding for Searle products, caused a chemist to manufacture a kilo of the 
chemical product (dimenhydrinate) and attempted to sell it under the 
trademark name of DRAMAMINE. They did not go beyond that because, 
as stated, the injunction intervened and stopped in their incipiency their 
activities in infringing the mark. Only one advertisement appeared in which 
the mark DRAMAMINE was used, dividing the syllables in this manner: 
DRAM-A-MINE, and adding the letters 1..D.D., the initials of the defendant’s 
corporate name. 


SUMMARY AND CONCLUSION 


From what precedes the following conclusions may be drawn. The 
plaintiff has a valid mark which has been infringed by the defendant. The 
fact that the harm which the defendant might do to a concern such as the 
plaintiff with its large resources is not great, affects only the right to 
recover damages and makes the case one in which the remedy should be 
limited to injunctive relief. 15 U.S.C. §1117; Champion Spark Plug Co. v. 
Sanders, 331 U.S. 125, 130-131, 73 USPQ 133, 136 (37 TMR 323) ; National 
Dryer Mfg. Corp. v. National Machinery Co., 136 F.Supp. 886, 105 USPQ 
371 (45 TMR 949). Otherwise the plaintiff is entitled to the full relief 
as spelled out by the court in Mishawaka Rubber & Woolen Mfg. Co. v. 
8S. 8. Kresge Co., 316 U.S. 203, 205, 53 USPQ 323, 324-325 (32 TMR 254) : 
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“The protection of trademarks is the law’s recognition of the 
psychological function of symbols. If it is true that we live by symbols, 
it is no less true that we purchase goods by them. A trademark is a 
merchandising shortcut which induces a purchaser to select what he 
wants, or what he has been led to believe he wants. The owner of a 
mark exploits this human propensity by making every effort to im- 
pregnate the atmosphere of the market with the drawing power of a con- 
genial symbol. Whatever the means employed, the aim is the same— 
to convey through the mark, in the minds of potential customers, the 
desirability of the commodity upon which it appears. Once this is 
attained, the trademark owner has something of value. If another 
poaches upon the commercial magnetism of the symbol he has created, 
the owner can obtain legal redress.” 
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As already stated, the plaintiff has not been guilty of violation of any 
of the antitrust laws. The arrangements as to price are within the scope of 
the restrictions that a manufacturing company may place on sale on 
penalty of refusing to deal with a particular person. Not every monopolis- 
tic practice violates the antitrust law. Monopolistic restrictions are con- 
demned only if they affect a substantial segment of interstate commerce. 
Unilateral refusal to deal is not a violation of law. Charles F. Barber, Re- 
fusal to Deal Under the Antitrust Laws, 103 U. of Pa.L.Rev. 847. This 
is especially true where, as here, there was competition in the market as to 
every one of the products manufactured by the plaintiff including the trade- 
marked drug involved in this litigation. United States v. E. I. duPont de 
Nemours & Co., 351 U.S. 377. See Donald F. Turner, Antitrust Policy and 
the Cellophane Case, 70 Harv.L.Rev. 281. 

The only real advantages the plaintiff has are those flowing from the 
primacy which its trademarked and tradenamed products and their quality 
have given them over the course of years. To this they are legitimately en- 
titled. There can be no unlawful monopolization 
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“unless accompanied by a purpose or intent to exclude competi- 
tion.” Cutter Laboratories v. Lyophile-Cryochem Corp., 179 F.2d 80, 
93, 84 USPQ 54, 65. 








Here, the field was left open to those with whom Searle dealt to sell prod- 
ucts competitive to those manufactured by Searle. There was no require- 
ment of “exclusive representation” of the type which the antitrust laws 
condemn as a condition to dealing in Searle products or even DRAMAMINE. 
See Standard Oil Co. of California and Standard Stations v. United States, 
337 U.S. 293; Richfield Oil Corp. v. United States, 343 U.S. 922. 

So Judgment will be for the plaintiff for injunctive relief and costs. 

One observation should be added as to the form of the Judgment. The 
defendant by counterclaim seeks damages for violation of the antitrust 
laws (15 U.S.C. §15 and §26), and has asked for a jury trial. The scope 
of the trial of the counterclaim will be markedly affected by the correctness 
of the findings of this Court on the subject of the validity of the trademark 
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and of the lawfulness of the practices outlined in this opinion. So this 
is a case in which the provisions of Rule 54(b) of the Federal Rules of 
Civil Procedure should apply. The Judgment will, therefore, be declared 
final as to the issues involved within the meaning of that rule. Formal 
judgment and findings to be prepared by counsel for the plaintiff under 
local Rule 7. 


THE NATIONAL DRYING MACHINERY CO. v. ACKOFF 
et al.; THE NATIONAL DRYING MACHINERY CO. v. 
NATIONAL DRYER MFG. CORP. et al. 


No. 12117—C. A. 3—June 13, 1957 


REMEDIES—INFRINGEMENT—DECLARATORY J UDGMENT 
CourTS—APPELLATE PROCEDURE 
Petition for rehearing on basis of Supreme Court decision denied. (Dissent) 


Action by The National Drying Machinery Co. v. Jack Ackoff, National 
Dryer Mfg. Corp., and National Dryer Sales Corporation (World Dryer 
Corporation, successor in interest, substituted) for trademark infringement. 

Action by National Dryer Mfg. Corp. and National Dryer Sales Cor- 
poration (World Dryer Corporation, successor in interest, substituted) v. 
The National Drying Machinery Co. for declaratory judgment of non- 
infringement of trademark in which defendant counterclaims for trade- 
mark infringement. 

Appeals from District Court for Eastern District of Pennsylvania, 
from judgment for The National Drying Machinery Co. in civil con- 
tempt proceedings, Jack Ackoff, National Dryer Mfg. Corp., and National 
Dryer Sales Corporation (World Dryer Corporation, successor in interest, 
substituted) appealed. Judgment vacated at 47 TMR 827. On petition for 
rehearing. Petition denied; Biggs, Chief Judge, dissenting with opinion 
in which Maris, Circuit Judge, joins. 

Case below reported at 47 TMR 215. 

See also 45 TMR 449, 45 TMR 949, 46 TMR 314. 

Nochem 8. Winnet, of Philadelphia, Pennsylvania, for appellants. 
Louis Necho, of Philadelphia, Pennsylvania, for appellee. 
Before Biaas, Chief Judge, and Maris, GooprichH, McLAavuGHLIN, KALODNER, 

Stra.ey, and Hastiz, Circuit Judges. 

PER CURIAM. 
Appellee has urged reconsideration of our decision in this case argu- 


ing that it is in conflict with the decision of the Supreme Court in Leman 
v. Krentler-Arnold Co., 1932, 284 U.S. 448, 12 USPQ 306. This contention 
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has been fully considered by the entire court. The petition for rehearing 
is hereby denied. 


Biaas, Chief Judge, dissenting. 

I am of the view that the decision in Leman v. Krentler-Arnold Co., 
284 U.S. 448, 12 USPQ 306 (1932), permits the plaintiff in a civil contempt 
proceedings to be compensated without showing actual loss where, as here, 
an injunction prohibiting a course of action has been violated. In the 
Leman decision Mr. Chief Justice Hughes stated: “There is no question 
here that the respondent had made profits through the infringing sales in 
violation of the injunction, and the amount of the profits was ascertained, 
but the appellate court held that the petitioners were limited to the damages 
caused by such sales and that no damages had been shown. We think that 
the court erred in imposing this limitation. The fact that a proceeding for 
civil contempt is for the purpose of compensating the injured party, and 
not, as in criminal contempt, to redress the public wrong, does not require 
so narrow a view of what should be embraced in an adequate remedial 
award. 

“While the distinction is clear between damages, in the sense of actual 
pecuniary loss, and profits, the latter may none the less be included in the 
concept of compensatory relief. In a suit in equity against an infringer, 
profits are recoverable not by way of punishment but to insure full compen- 
sation to the party injured * * *,” 284 U.S. at pp. 455-456, 12 USPQ at 309. 

The Leman case overruled sub silentio Christensen Engineering Co. v. 
Westinghouse Air Brake Co., 135 F. 774, 782 (2 Cir. 1905), on which the 
majority relies. But the Leman decision was not overruled by United 
States v. United Mine Workers, 330 U.S. 258 (1947). That the Supreme 
Court was not focusing its attention on the issue of proof of profits as 
distinguished from the issue of proof of damages in the United Mine 
Workers case is demonstrated by the fact that the opinion in that case 
cites with approval in note 80, 330 U.S. cited to the text at p. 304, both 
the Leman case and Norstrom v. Wahl, 41 F.2d 910, 914, 6 USPQ 78, 82 
(7 Cir. 1930). Leman and Norstrom are directly contrary in their respec- 
tive ruling in relation to the issue of proof of profits in contradistinction 
to the issue of proof of damages. 

The majority also rely on the statement in the United Mine Workers 
opinion that where a fine is imposed as one kind of judicial sanction in a 
civil contempt proceedings, “Such fine must * * * be based upon evidence 
of complainant’s actual loss * * *.” 330 U.S. at p. 304. But the quoted 
statement was not dispositive of the civil contempt issue raised in United 
Mine Workers case for the fine imposed had as its objective coercion of 
compliance with the order of the court and not compensation to an injured 
private party. Id. at pp. 304-305. 

By the decision in the case at bar the salutary rule that an infringer 
may be held accountable in an action for civil contempt for profits resulting 
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from his violation of an injunction is brought to an end in this Circuit. 
At most the injured party can recover attorney’s fees and costs in a useless 
action in which he can receive no compensation whatsoever for the injury 
he has suffered. 

The issue involved is one of major importance. For these reasons I am 
of the view that rehearing should be had before the court en banc. 

I am authorized to state that Judge Maris joins in the views expressed 
in this opinion. 





LITWIN v. MADDUX et al. 
N. Y. Sup. Ct., Spec. Term, Queens Co. — July 1, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—OTHER 
CoPYRIGHTS 

A book title alone is not copyrightable and copyright of the book does not 
prevent use of a similar title by another for a different work. In the absence of 
a use which is likely to create public confusion, a book title is publici juris and 
may be used by all. 

CoMMON LAW TRADEMARKS—GEOGRAPHIC TERMS 

Geographical and place names may be used by all persons for the purpose of 
truthfully stating the origin of materials used or the location of a business, subject 
to the general rules of unfair competition. 

REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—OTHER 

A book title is not protectable unless it has acquired a secondary meaning by 
having become identified in the public mind with the source or origin of production 
so that the work bearing such title is recognized as the work of that particular 
author. A title possessing that significance may not be used by another except if 
adequate explanation is given to guard against mistake. 

In order to prevail in an action based upon similarity of book titles it is 
necessary that the plaintiff prove that defendant has acted unfairly or that defen- 
dant’s activities have caused confusion or mistake or are likely to do so. 

CoMMON Law TRADEMARKS—DESCRIPTIVE TERMS 
CoMMON LAW TRADEMARKS—GENERIC TERMS 

The use of a similar name by another to truthfully describe his own product 
does not constitute a legal or moral wrong even if public confusion results for the 
damage caused is damnum absque injuria, but even descriptive or generic words 
may not be used to pass off the goods of one for those of another. 

COURTS—PRELIMINARY INJUNCTION 

A preliminary injunction is a very drastic remedy not ordinarily granted 
except to maintain the status quo when there is a substantial showing of unfair 
competition. 

ComMMON LAW TRADEMARKS—SECONDARY MEANING MARKS 
In determining secondary meaning it makes no difference what effort or amount 
of money has been expended in advertising, for a secondary meaning comes gradu- 
ally and cannot be acquired overnight by intensive advertising. Mere advertising 
over a period of time is insufficient to show such significance. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—OTHER 

Priority in time is not controlling in determining whether a book title is entitled 
to protection and a plaintiff who has abandoned publication cannot prevail against 
a defendant who successfully used the title at a later time. 
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REMEDIES—UNFAIR COMPETITION—DEFENSES 
A plaintiff who six weeks prior to publication has or should have had knowledge 
of the publication of a book under a similar title and who waited until two months 
after publication to institute action, thereafter delaying six weeks before pressing 
for a temporary injunction, was deemed to have waived whatever objection he may 
have had. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—OTHER 
A motion for a temporary injunction brought by the author of a book on 
horticulture entitled “The Green Kingdom” against the author and publisher of a 
novel using the same title was denied where the proofs failed to establish that a 
secondary meaning had been acquired therein by plaintiff and the facts indicated 
no reasonable likelihood of deception or palming off. 


Action by Litwin v. Madduz et al. for unfair competition. Plaintiff 
moves for preliminary injunction. Motion denied. 


Bernstein, Margolin & Balin (Louis Soloway, of counsel), of New Hyde 
Park, N.Y., for plaintiff. 

Paul, Weiss, Rifkind, Wharton & Garrison (Edward N. Costikyan and 
Pauli Murray, of counsel), of New York, N.Y., for defendant. 


PETTE, Justice. 

Plaintiff in this action moves for an order, enjoining and restraining 
the defendants pendente lite, from further publishing, selling and dis- 
tributing their book entitled “The Green Kingdom.” 

The plaintiff in his complaint alleges, inter alia, that prior to 1955 he 
conceived the idea and design to create and publish a book of prose and 
poetry under the title and to be known as “The Green Kingdom,” and that 
thereafter, on or about August, 1955, he authored said book entitled “The 
Green Kingdom” containing poetry and prose, which was published by 
the Bond Wheelright Company, and that he is the only true, sole and 
lawful owner of the title “The Green Kingdom”; that thereafter during 
1955 and 1956 he expended time, energy and money in a campaign to 
advertise said book; that in January, 1957, the defendant Simon & Schuster, 
Ine., published a book written by the defendant, Rachel Maddux, entitled 
“The Green Kingdom,” which is so designed as to constitute simulation 
of the plaintiff’s book in that it is approximately the same size as plain- 
tiff’s and that the covers of the two books are done in approximately the 
same colors; and that persons ordering plaintiff’s book by mail and over 
the telephone have received copies of the defendants’ book so that sales 
of plaintiff’s book have been greatly injured thereby, and unless defen- 
dants are restrained during the pendency of this action from further pub- 
lishing, selling and distributing their book, plaintiff will suffer great and 
irreparable damage; and that plaintiff has no adequate remedy at law. 

Plaintiff’s allegations have been generally denied, except that defen- 
dant Simon & Schuster, Inc., admits having published in January, 1957, 
a book written by Rachel Maddux entitled, “The Green Kingdom,” and 
for an affirmative defense allege that Rachel Maddux conceived a novel 
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entitled “The Green Kingdom” prior to 1942; that neither she nor Simon & 
Schuster, Inc., knew of plaintiff’s book by that title until the Maddux novel 
was published; that the two books are wholly dissimilar in content; that 
Simon & Schuster, Inc., has spent large sums of money in publishing 
and distributing the Maddux book and that consequently, the title “The 
Green Kingdom” has come to be identified in the public mind with the 
Maddux novel; that plaintiff’s book is out of print, and therefore plaintiff 
is not entitled to relief. 

Plaintiff concedes that he is not the first user of a title containing 
the words “Green Kingdom.” It is undisputed that in 1940, Rowe, Petersen 
& Company published a book entitled “Green Kingdom” by William Ather- 
ton Du Puy, depicting the life of a forest ranger, as part of that publisher’s 
“The Way of Life” series, and that 20,000 copies of the Du Puy book 
were printed and distributed, and it is likely that some copies remain in 
depositaries and book stores. 

Plaintiff’s book was copyrighted in 1955, and the defendant’s book in 
1956. There is no claim of infringement of copyright in this action. 

Under the nom de plume “Harry Woodbourne,” plaintiff authored a 
310 page book of prose and poetry, with illustrations dealing with garden- 
ing in such an erudite, inspirational and practical approach as to qualify 
it as a classic in the literature of gardening, and to truly make it, what 
the author’s brochure terms “The ‘Do It Yourself?’ Home Gardeners’ 
Guide.” The book is entitled “The Green Kingdom,” and published by the 
Bond Wheelright Company, was placed on the market in August, 1955. It 
appears that a total of 3,000 copies were manufactured and shipped and 
that on June 29, 1956, upon the written authority of the plaintiff, the 
type for the book was destroyed. 

It has been appropriately said that “The love of a garden, like love 
itself, like charity, never fails.” Grand additions have been made to horti- 
culture, through the zeal, enterprise and skill of the cultivators—the gar- 
deners, and great improvement has been made in garden literature. But 
never since the days of Hooker, Loudon and Paxton, and the splendid 
works of William Robinson’s, “The Flower Garden,” Miss Amherst’s, “The 
History of Gardening,” and Miss Jekyll’s ““Wood and Garden,” has there 
been such an outstandingly refreshing work as Harry Woodbourne’s fas- 
cinating, sensitive and practical literary gem on horticulture, entitled 
“The Green Kingdom.” As some of the many commentators have described 
it, the author has given the work a true vernal touch, displayed with a 
poet’s eye and heart and a nurseryman’s intimate knowledge, for the benefit 
of garden lovers of all ages and degrees of experience. Its galaxy of garden 
verses will rejoice all who recite them, and song, fragrance and beauty 
comprise their symphony of peace. The author’s love of nature overflows 
in this book and shows that a garden, “like the burning bush, may be aflame 
with the presence of God.” This book truly fills a long unoccupied place 
in the literature of gardening, and is a book to give, and to dip into; with 
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all the garden tips and information, both the amateur and experienced 
gardener will find most helpful for specific garden problems. 

The sentimental element which Mr. Woodbourne has introduced into 
this unique work on gardening, appeals to the intellect and imagination, 
without the dullness and monotony of books written to instruct, and with 
its occasional gleam of humor, certainly is a most welcome and definite need 
in the literature of horticulture. The author, truly, converses with God 
through Nature, and as G. B. Cheever has so adequately expressed it: 
“The man who can really, in living union of the mind and heart, converse 
with God through Nature, finds in the material forms around him, a source 
of power and happiness inexhaustible, and like the life of Angels,—the 
highest life and glory of man is to be alive with God; and when this 
grandeur of sensibility to Him, and this power of communion with Him 
is carried, as the habit of the soul, into the forms of Nature, then the 
walls of our world are as the gates of Heaven.” 

It is due to people like the author that not only has the love of garden- 
ing increased, but there is a far more refined ambition as to the location 
and arrangement of the garden. A garden has been beautifully described 
as “a place of seclusion, of meditation and restful peace. * * * in which 
you collect the most beautiful things that you can procure and in which 
you arrange them to be as like Nature as ever you can make them.” The 
plaintiff has verily been enriched with a blessing of horticulture for: 
“He wanders away and away With Nature, the dear old nurse, Who sings 
to him night and day. The rhymes of the universe. And whenever the 
way seems long. Or his heart begins to fail, She will sing a more wonderful 
song, Or tell a more marvelous tale.”—-S. Reynolds Hole. 

“The Green Kingdom” by defendant Rachel Maddux, is advertised 
as an exciting and suspense-filled novel with all the adventure of Robinson 
Crusoe, Gullivers Travels and Lost Horizon. It is the story of five be- 
wildered people who wander one day through a Rocky Mountain pass into 
a strange green country. Their consternation grows as they find that 
there is no escape, but each has a chance to start life afresh in this unex- 
plored new land: for, says the author, the Green Kingdom has a climate 
of potentiality. Geologically, it is a sort of bubble formed when the earth 
was cooling, a territory in which all plant and animal life are green, and 
in this steamy, jungle-clad land the men and women of the tale hack 
out a home like the Swiss Family Robinson, and in that home each of 
them becomes the person he was meant to be. The book was published 
on January 3, 1957, and contains 561 pages; 11,500 copies have been 
printed and approximately 7,250 copies have already been sold and the 
sum of nearly $15,000 has been expended in printing and promotion ac- 
cording to the defendants. 

The court has gone to considerable lengths to comment on the contents 
of both these books, as well as upon the inspirational attributes of horti- 
culture and nature in general, from which it is clearly apparent that the 
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only similarity between the books is their common title, “The Green King- 
dom,” which truthfully, if allegorically, describes the subjects with which 
they deal. Plaintiff’s book retails for $3.75 while the defendant’s retails 
for $4 per copy. The dust jackets in which the books are sold are decidedly 
dissimilar, and although when these are removed, the covers use a com- 
bination of green and yellow colors, the design and printing on said covers 
are sufficiently dissimilar as to readily identify the one from the other, 
and especially so, the defendant’s book, which is almost twice as thick as 
the plaintiff's. 

The court and the public in general are aware that in public libraries 
and in modern book stores, books are displayed and kept on shelves or 
other depository in various sections, according to their classification, for 
convenience as well as to avoid confusion. Thus, books of fiction, non- 
fiction, history, science, travel and adventure, poetry, biography, garden- 
ing, &c., will be found in the respective section allotted according to their 
literary classification. 

It must also be noted, that a book classified as “The ‘Do It Yourself’ 
Home Gardeners’ Guide,” may not be one of general appeal to non-garden- 
ers and those who are among the greater number of the reading public, 
for as Carlyle has observed: “Nature is the time-vesture of God that re- 
veals Him to the wise, and hides Him from the foolish.” Therefore, a work 
of fiction, such as an allegorical novel, will in all probability have a wider 
and more extensive reading public to appeal to. 

The owner of an intellectual composition has an absolute and exclu- 
sive incorporeal right prior to publication, which differs in no respect from 
other forms of personal property in the protection which the common law 
throws about it, and such right continues until abandoned or lost by a 
general publication. C. J. 18, sec. 5. 

After publication, at common law, the author no longer can have any 
proprietary rights in his intellectual composition, including the name or 
title thereof, and it is well settled that a title alone is not copyrightable 
and that a copyright does not carry with it the exclusive right to the use 
of the title of the copyrighted matter, even for the term of the copyright, 
and it does not prevent the use of a similar title by another in connection 
with a different work (2 Nims, sec. 274, p. 892; Corbett v. Purdy, 80 F 
901) and in the absence of the use of the name in such a way as to create 
a likelihood that people will be misled, the name is publici juris, and may 
be used by all. Gotham Music Service, Inc. v. Denton & Haskins Music 
Pub. Co., Inc., 259 N.Y. 86. 

Where such words or names, by long use, have become identified in the 
minds of the public with the goods or business of a particular trader, it is 
unfair competition for a subsequent trader to use them in connection with 
similar goods or business in such manner as to deceive the public and pass 
off his goods or business for that of his rival. C. J. 87, sec. 104, p. 355, 
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and cases cited; Nu-Enamel Corp. v. Nate Enamel Co., 243 App. Div. 292, 
aff’d 268 N.Y. 574. 

Use of a descriptive word or phrase will not be enjoined, however, 
where it has not acquired a secondary meaning, particularly where the 
dress of defendants’ product is so unlike that of the complainant that the 
two will not be confused. (Time, Inc. v. Life Color Laboratory, 107 N.Y.S. 
2d 957, 279 App. Div., 51, 91 USPQ 306 (42 TMR 56), aff’d 303 N.Y. 965, 
106 N.E., 2d 56, 93 USPQ 455; Collyrium v. John Wyeth & Bros., 3 N.YS. 
2d 42, 167 Mise. 231; Ideal Pub. Co. v. Margood Pub. Co., 64 N.Y.S. 2d 870, 
69 USPQ 556 (36 TMR 162); Smiling Irishman v. Juliano, 45 N.Y.S. 2d 
361, 59 USPQ 378 (34 TMR 10) and where the descriptive terms are not 
deceptively used or imitated, there is no cause of action, as the true name 
and description of goods may be used. Dizi-Cola Lab. v. Coca-Cola Co., 
117 F. 2d 352, 48 USPQ 164 (31 TMR 39), cert. denied 314 U.S. 629, 51 
USPQ 546. 

Geographical and place names may be used by all persons for the 
purpose of truthfully stating the origin of materials used or the location 
of a business, subject, however, to the general rules governing unfair 
competition. 

Generic and descriptive words will not ordinarily be protected by 
injunction, particularly where no fraud or deception in the use of a 
similar title by another was intended; but the name as it is a symbol de- 
scriptive of the old work is not protected unless it is identified with the 
source or origin of production, as where the title of a book has acquired a 
secondary meaning, so as to denote a particular production coming from 
a particular source. Gotham Music Service case, supra; Magazine Publish- 
ers v. Ziff-Davis Pub. Co., 147 F. 2d 182, 64 USPQ 249. 

Thus a name which has become descriptive and is closely identified in 
the public mind with the work of a particular author may not be used 
even after expiration of the copyright unless adequate explanation is 
given to guard against mistakes. Patten v. Superior Talking Pictures, 
8 F. Supp. 196, 23 USPQ 248 (24 TMR 550); Hemingway v. Film Alli- 
ance, 174 Misc. 725, 21 N.Y.S. 2d, 827, 46 USPQ 568 (30 TMR 593). 

Neither plaintiff nor defendants can claim that they were the first 
to use the title, “The Green Kingdom” in any published work. Defendant 
Maddux contends that she conceived her manuscript with that title in 
1942 and submitted, the same to Harper & Bros., for publication in 1942, 
1946 and in 1951; also that but 3,000 copies of plaintiff’s book were 
printed and that on June 29, 1956, the type for his book was destroyed 
and that his book is out of print. 

Plaintiff in his reply affidavit denies his book is out of print, and 
alleges that once a book has been published, it is no longer necessary to 
retain the type, since under the present practice a book may be reproduced 
at will by the process of photostating or photo-offset. However, the court 
is advised that to reproduce the book by photo-offset necessitates photo- 
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graphing and from the negatives of such photographs metal plates are pro- 
duced which replace the original type, and from which metal plates, as in 
the case of the original type, printed pages are made. This process, the 
court is constrained to note, would entail considerably more expense than 
the cost of printing from the original type, and to reproduce the book 
by the process of photostating would be commercially prohibitive. Fur- 
thermore, it is significant that plaintiff has failed to allege or contend that 
plaintiff is reproducing his book by either of said processes or that he 
intends to do so, and the court may not infer that he is doing so or intends 
so doing because he avers that the book can be reproduced by photostating 
or photo-offset. Plaintiff also has failed to allege or contend that he has 
any books to sell or that he intends to sell any of his books in the future, 
whereas it appears from the opposing affidavits that all his books have 
been sold. 

Allegorically, “The Green Kingdom,” as that phrase may be generally 
understood, is not the creation of any mortal; it is nature’s endowment to 
this earth. The fact that “The Green Kingdom” has been a part of any 
individual for all his life cannot create for that individual any exclusive 
proprietary right to “The Green Kingdom,” which in reality is but nature’s 
gift to mankind, nor any exclusive right to the use of the phrase “The 
Green Kingdom” because thereof or because he has been referring to 
the scenes of his activity as “The Green Kingdom.” Plaintiff admittedly 
does not claim priority of use of the name because of his activity for 
forty years in the realm of horticulture described as “The Green Kingdom.” 

The ascertainment of probability of confusion because of similarity of 
names presents a problem not solvable by a precise rule or measure, but 
rather it is a matter of varying human reactions to situations incapable 
of exact appraisement. Colburn v. Puritan Mills, Inc., 108 F. 2d 377, 378, 
43 USPQ 482, 484 (30 TMR 57). 

When the precedents are examined carefully, they disclose that a 
plaintiff, in order to prevail in an action for injunctive relief, must prove 
(1) that defendant has acted unfairly in some manner, or (2) that de- 
fendant’s activities have caused confusion or mistake, or are likely to cause 
confusion or mistake, in the minds of the public, with plaintiff’s activities. 

In Pollock v. Paul H. Pollock, Inc., 282 App. Div. 930, 125 N.Y.S. 2d 
647, the court said, a plaintiff cannot succeed where “ * * * evidence fails 
to disclose any fraud, misrepresentation, deceit, unfairness, or palming 
off by defendants, and that there was no proof of confusion or likelihood 
of confusion on the part of the public, or other proof of unfair trade on 
the part of the defendants.” 

In the case at bar there is no allegation of fraud, misrepresentation, 
deceit or any statement of fact from which the court may determine that 
the defendants deliberately selected the title “The Green Kingdom” in 
order to create confusion and mistake in the minds of the public, and to 
capitalize and trade on plaintiff’s reputation, and to deceive the public into 
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believing that they or their book are in any way connected with the plaintiff. 
In the absence of such showing and proof plaintiff cannot prevail. Long’s 
Hat Stores Corp. v. Long’s Clothes, Inc., 224 App. Div. 497, 231 N.Y.S. 
107; Tiffany & Co. v. Tiffany Productions, Inc., 147 Misc. 679, 264 N.YS. 
459 (23 TMR 1) ; Dunhill of London v. Dunhill Shirt Shop, 3 F. Supp. 487. 

The use of a similar name by another to rightly and truthfully describe 
his own product does not constitute a legal or moral wrong, even if its 
effect is to cause the public to mistake the origin or ownership of the prod- 
uct (Warner & Co. v. Eli Lilly & Co., 44 8S. Ct. 615, 265 U.S. 526, (14 TMR 
247)) and any damage necessarily caused thereby to a prior trader who 
has previously used such terms or names is damnum absque injuria. 
Nevertheless, even descriptive and generic names may not be used in such 
a manner as to pass off the goods of one man as and for that of another. 
But the case at bar is not such a case and the court can find no evidence 
of unfair competition on the part of the defendants. 

Preliminary injunction is a very drastic remedy and is ordinarily not 
granted, except to maintain the status quo, and even then, only upon a 
very substantial and convincing showing that there has been unfair competi- 
tion; and in order to establish a cause of action on that ground, plaintiff 
must necessarily allege and prove that the title has attained such a sec- 
ondary meaning, that the title is identified in the public mind with the 
plaintiff, to such an extent that the title has become well known and the 
work bearing that title at once recognized as the plaintiff’s work. Plaintiff 
must also establish that the defendants are trading upon the plaintiff’s 
name and good will, and are palming off their book upon plaintiff’s reputa- 
tion. Munro v. Tousey, 129 N.Y. 38, 29 N.E. 9; Brondfield v. Paramount 
Pictures Corp., 200 Misc. 883, 107 N.Y.S. 2d 698, 93 USPQ 49; Sherwood v. 
Twentieth Century-Fox Film Corp., 173 Mise. 871, 18 N.Y.S. 2d 388, 44 
USPQ 550; Whitman v. Metro-Goldwyn-Mayer Corp., 159 Misc. 850, 289 
N.Y.S. 961; Manners v. Triangle Film Corp., 247 F. 301; Crescent Tool 
Co. v. Kilborn & Bishop Co., 247 F. 299; Collins v. Metro-Goldwyn-Mayer 
Pictures Corp., 25 F. Supp. 781, 39 USPQ 520 (29 TMR 126). 

Plaintiff did not invent the name, “The Green Kingdom” and has 
failed to show or allege that the acts of the defendants amount to an un- 
lawful abuse of competition by creating a reasonable likelihood of deception. 
Both books are comparatively recent publications, and from the moving 
papers this court cannot say that plaintiff was so identified in the minds 
of the general public as the creator of the horticultural book entitled “The 
Green Kingdom” that it would be unfair to him to permit the defendants 
to use that name for their book. The title is descriptive and it truthfully 
describes the contents of both books. Plaintiff’s book had an original issue 
of 3,000 copies perhaps because it was intended to reach that limited por- 
tion of the reading public which is interested in gardening. Defendants’ 
book has had a printing of 11,500 copies and 7,250 copies have already 
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been sold, which is some indication that the book was intended to reach a 
much larger portion of readers than plaintiff's. 

Plaintiff, as well as the defendants, had to advertise in order to make 
their books known to the public. Books are largely sold through the medium 
of advertising which convey a general idea of what the book deals with. 
In such advertising it must be assumed that there could be no confusion 
about the subject matter or authors of either books. Furthermore, to avoid 
confusion the books had entirely dissimilar dust jackets and were readily 
distinguishable in appearance. As one does not judge a book by its cover, 
so one does not buy a book by its title, without some knowledge or idea 
of what the book is about or who the author is. Under all the circum- 
stances, the court cannot find that there has been any simulation or unfair 
competition in the publication, sale or distribution of defendants’ book, 
or that it could possibly be palmed off as plaintiff’s. Gotham Music Service, 
Inc. v. Denton & Haskins Music Pub. Co., Inc., 259 N.Y. 86; Fisher v. 
Star Co., 231 N.Y. 414; Underhill v. Schenck, 238 N.Y. 7. 

It makes no difference what effort or money the plaintiff expended in 
order to persuade the public that “The Green Kingdom” means a composi- 
tion of prose and poetry written by the plaintiff which every lover of 
horticulture should read as the product of plaintiff’s pen. So far as such 
effort and expense did not succeed in actually converting the public to his 
gospel, plaintiff can have no relief. A secondary meaning comes gradually 
and the court does not think that it can be acquired overnight by intensive 
advertising, and mere advertising over a period of time is insufficient to 
show that a secondary meaning has been acquired, since the criterion is 
the achievement of a result rather than the effort expended to achieve the 
result. DuPont Cellophane Co. v. Waxed Products Co., 85 F. 2d 75, 30 
USPQ 332 (26 TMR 513), cert. denied 299 U.S., 601, 57 Sup. Ct., 194. 

It has been repeatedly held that priority in time is not controlling in 
determining whether the title of a book or play has achieved the right to 
protection. Frohman v. Morris, Inc., 68 Misc. 461; Underhill v. Schenck, 
114 Mise. 520 modified and affirmed 201 App. Div. 46. 

Plaintiff’s exhibits show that his major promotional efforts were under- 
taken in the fall of 1955 and early in 1956, and that thereafter he aban- 
doned attempts to advertise and promote his book. If he abandoned pub- 
lication, he cannot prevail against the defendants who have used the 
title successfully at a later time. Golenpaul v. Rosett, 174 Misc. 114, 18 
N.Y.S. 2d 889, 45 USPQ 45 (30 TMR 192). 

Whether or not the title “The Green Kingdom,” under the circum- 
stances disclosed in the case at bar, was so publicized and known to be 
associated in the public mind with plaintiff’s book is, at best, rather 
doubtful; and in the absence of such a clear and convincing association 
in the public mind, and where the ultimate success of the moving party 
is in doubt, such drastic and extraordinary relief as a temporary injunc- 
tion will be denied. Brondfield v. Paramount Pictures Corp. 
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Plaintiff has failed to show any damage by the continued sale and 
distribution of the defendants’ book, nor as already noted, that he has any 
books to sell, and it is not disputed that he has destroyed the type for 
his book, after the first and only edition of 3,000 copies, nor does he claim 
that a second edition is in process or even contemplated. The law is clear 
that a mere statement of intention or claim of prospective harm is not 
sufficient to support an action for relief. Manners v. Triangle Film Corp., 
247 F. 301, 303; Golenpaul v. Rosett, supra; see also Monroe v. Tousey, 
supra; McGraw-Hill Pub. Co. v. Am. Aviation Associates, 117 F. 2d 293, 
47 USPQ 494 (31 TMR 150). “Probable confusion cannot be shown by 
pointing out that at some place, at some time, someone made a false iden- 
tification.” (McGraw-Hill case, supra) and the Reiss and Shannon in- 
stances to which plaintiff lays stress to show confusion seem so transparent 
and questionable as to be of any probative force on a motion for a pre- 
liminary injunction. 

Defendants’ book was announced in trade papers as early as June, 
1956, and again in the Fall list of Simon & Schuster, Inc., well-known pub- 
lishers, in 1956 and review copies and press release were sent out six weeks 
prior to publication. Defendants contend that plaintiff knew or should 
have known that this Maddux novel was about to be released, but he waited 
until just prior to publication to complain and then waited two months 
before commencing his present action, and during the pendency of this 
instant motion for a temporary injunction asked for and obtained three 
successive adjournments and delayed another six weeks. On such facts 
eases like Brown v. Williams, 148 N.Y.S. 841, 846, lead to the conclusion 
that plaintiff has waived whatever right he may have to the relief he now 
seeks. Forstman v. Joray Holding Co., Inc., 244 N.Y. 22, 154 N.E. 652, 
is authority for the rule that where injunctive relief is sought, the one 
seeking it must invoke the process of the court with reasonable diligence 
in order to preserve the status quo. 

Although, neither in his moving papers nor in his complaint, did plain- 
tiff specifically predicate the grounds for the relief he seeks pursuant 
to the provisions of section 964 of the Penal Law, in his reply affidavit and 
brief on this motion, he urges the alleged violation by defendants of that 
statute as ground for relief. 

Section 964, Penal Law, is contained in article 86 of McKinney’s Con- 
solidated Laws under the classification “Frauds and Cheats.” The statute, 
in part, reads as follows: “No person, firm or corporation shall, with 
intent to deceive or mislead the public, assume, adopt or use as, or as part 
of, a corporate, assumed or trade name, for advertising purpose or for the 
purposes of trade, or for any other purpose, any name, designation or style, 
or any symbol or simulation thereof, or a part of any name, designation or 
style, or any symbol or simulation thereof, which may deceive or mislead 
the public as to the identity of such person, firm or corporation or as to 
the connection of such person, firm or corporation with any other person, 
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firm or corporation; nor shall any person, firm or corporation, with like 
intent, adopt or use as, or as part of, a corporate, assumed or trade name, 
for advertising purposes, or for the purpose of trade, or for any other 
purpose, any address or designation of location in the community which 
may deceive or mislead the public as to the true address or location of such 
person, firm or corporation * * * .” (Emphasis supplied.) 

The statute, by its terms, is directed to the assumption, adoption or use 
by a person of a name which may deceive or mislead the public as to the 
identity of such person or as to the connection of such person with any other 
person. A title of a book does not seem to fit the prohibition of the use 
of a name as contemplated by the Legislature. Furthermore, plaintiff has 
not alleged nor even contended that defendants used the title “The Green 
Kingdom” with any intention of deceiving or misleading the public. And 
as already stated, his failure to allege or prove an intent to deceive the 
public or to establish that the title has acquired a secondary meaning, 
precludes granting the temporary injunction he seeks. Assn. of Contract- 
ing Plumbers of the City of N.Y., Inc. v. Contracting Plumbers Assn. of 
Brooklyn and Queens, Inc., 302 N.Y. 495, 89 USPQ 629 (41 TMR 697). 

Furthermore, a temporary injunction would be of little value to the 
plaintiff as compared to the incalculable harm to the defendants who have 
an investment in their book of nearly $15,000 should plaintiff’s motion 
be granted. 

After a careful consideration of the pleadings and the affidavits and 
exhibits submitted on this motion, the court is constrained to hold that 
there has been no deception on the part of the defendants or attempt to 
mislead the public, nor sufficient proof that the public is likely to be or 
has been misled or deceived by reason of the publication, sale and dis- 
tribution of defendants’ books; nor is there any proof from which the court 
may properly determine that the title “The Green Kingdom” has acquired 
a secondary meaning so as to associate plaintiff and identify him with his 
composition of that name; nor is there sufficient proof to show that defen- 
dants are trading upon plaintiff’s name and good will, and that they are 
palming off their book upon his reputation. 

While the plaintiff has failed to establish the proof required to entitle 
him to the relief sought on this motion, the court nevertheless believes 
that this case should be tried early and that the plaintiff should move 
for an early trial, if so advised. 

Motion denied. Submit order. 
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HESSE et al. v. GROSSMAN 
No. 22,087 — Calif. D. Ct. App. 2d D.— July 16, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—F'ALSE DESIGNATION OF ORIGIN 
REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—DAMAGES 

Lower court awarded $4,700 in damages to plaintiff, also enjoining defendant 
from reproducing and dealing in any of the three-dimensional pictures produced by 
respondent. Defendant appeals from this judgment. 

Defendant-appellant committed acts of unfair competition by distributing 
inferior copies of plaintiff’s three-dimensional pictures that are bought in the belief 
that they were made by plaintiff. Thereby, plaintiff’s reputation has been injured. 
Fact that plaintiff’s pictures are not protected by patent or trademark does not 
bar plaintiff from relief, since the issue is whether defendant was guilty of fraudu- 
lent practices and whether the pictures deceived purchasers. 

Anyone selling merchandise or services to the public is entitled to protection 
against competitor who uses fraudulent practices and diverts business to his advan- 
tage, and he should be enjoined from committing such wrongful acts. 

Facts on record show that damage of $4,700 represents actual damage only 
suffered by respondent and should be awarded. 


Action by Paul A. Hesse et al. v. George Grossman for unfair competi- 
tion. Defendant appeals from judgment of California Superior Court, 
Los Angeles County for plaintiffs. Affirmed. 


Murray Jackson, of Los Angeles, California, for appellant. 
Laurence J. Rittenband and Morris Kastle, of Los Angeles, California, 
for respondents. 


MoorE, Presiding Justice. 

From a judgment for damages in the sum of $4,700 and for an injunc- 
tion against defendant Grossman permanently enjoining him from re- 
producing or dealing in any of the three-dimensional pictures produced by 
respondent, comes this appeal. 

Paul A. Hesse since 1949 has been and now is engaged in the experi- 
mentation with and improvement of the French camera, preparatory to 
the manufacture of three-dimensional pictures and photographs. They 
are made after an ingenious fashion and since 1953 respondents have 
more particularly manufactured pictures depicting religious themes. At 
great expense, Hesse assembled the sets and objects to be used in making 
three-dimensional pictures. He was joined by one Harvey Prever who is 
part owner of the Three Dimensional Corporation. Together they improved 
the patented camera. They made it so that it took three-dimensional 
pictures. After designing and building elaborate miniature stage sets, 
they made many photographs in order to obtain the most artistic and 
desirable picture. Much time and money were consumed in the creation 
and assembly of the materials used and in lighting and photographing 
the sets. For illustration: in preparing to make a picture of “The Last 
Supper” they employed a New York sculptor who modeled Christ and His 
disciples at the Supper against the background appearing in the great 
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work of Leonardo da Vinci. Exclusive of the time of Hesse and Prever 
in that work, the cost to them of that picture alone was $5,000. 

After a photograph has been taken, the original film is sent to a film 
laboratory for development. Numerous duplicate slides may be obtained 
from the master, the original always being used from which the duplicates 
are processed. The duplicate slide or transparency is then laminated between 
panes of glass. The top pane, or lenticular glass, contains screen coordi- 
nates which are instrumental in producing the three-dimensional effect. 
Thereafter the duplicate slide is mounted in a picture frame to which is 
attached a shadow box. The three-dimensional effect is produced when 
the bulb behind the picture is lighted. 

Photographs made by respondents copied and pirated by appellant 
included The Last Supper, Crucifixion, Lady Fatima, and Lady Guadalupe. 
All except the Last Supper were Hesse’s own artistic conception and were 
not copied from any particular painting. At times a statuette was pur- 
chased or borrowed and the remainder of the scene was built around it. 
The products of respondents are of unique design and have never been 
previously distributed. 

After Hesse and Prever had perfected the photography of the religious 
subjects, Three Dimensionals granted to Victory Vending Company exclu- 
sive rights to sell the pictures throughout the United States and it in turn 
appointed Monique Pictures Corporation as its exclusive distributor in the 
16 western states. Pursuant to its contract, Victory purchased the duplicate 
slides from Three Dimensionals at $5.00 each, prepared the frames and 
installed them in the shadow boxes. Prior to the trial, Victory had ex- 
pended $37,000 in constructing a film laboratory wherein to make the 
duplicates from the originals. Also, the distributors have invested in 
advertising and promoting the pictures and creating a consumer demand 
therefor in excess of $50,000. Such expenditures were in a large measure 
made in California where the pictures have become known and accepted 
as creations of Hesse. 

As to appellant Grossman, he had been previously employed as a sales- 
man by one Victor Ansaldo who had rented a three-dimensional camera 
from Hesse and made pictures of his own. When he moved to San Jose, 
Grossman took over the premises formerly occupied by his employer 
in Los Angeles. He had never used the three-dimensional camera which 
had been improved by Hesse and Prever, but he merely purchasd at retail 
the three-dimensional religious pictures that had been created by Three 
Dimensionals, Inc., and removed a duplicate of the mother slide from 
the shadow box, used it as a master from which to make duplicates by 
“eontact printing” whereby an unexposed piece of film was placed on the 
master and light was passed through. The reproduction resulting from 
such process was inferior to the copies processed from the original slide. 

Appellant knew that the slides which he copied had been created by 
Hesse. Also, his distributors had the same knowledge and they and appel- 
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lant allowed the ultimate purchasers to believe they were buying copies 
of the three-dimensional religious photographs. Such incited belief was 
important in that Paul A. Hesse’s name had become synonymous with 
superior quality in the production of such pictures by reason of their 
excellence and of the extensive advertising of respondents. It was proved 
also that some of plaintiff Monique’s distributors had lost customers because 
Grossman’s distributors were able to sell at a lesser price. 

Now, appellant has emphasized certain issues that are not significant 
in this controversy as appears from the following findings: 


“That the defendant George Grossman had committed acts of 
unfair competition against the plaintiffs and had engaged in fraudu- 
lent trade practices against the plaintiffs in copying and simulating 
religious three-dimensional pictures manufactured and distributed by 
the plaintiff and diverted customers from the plaintiffs to himself. 

“That the three-dimensional pictures being distributed and sold 
by such defendants, and each of them, are calculated to deceive and 
mislead the purchasers and consumers of plaintiffs’ pictures and 
actually has deceived and continues to deceive and mislead the pur- 
chasing public and caused them to buy the inferior pictures sold by 
such defendants in the belief that they are products manufactured, 
sold and distributed by the respective plaintiffs; that thereby the 
general reputation of said pictures of the plaintiffs has been injured 
and will continue irreparably to be injured thereby.” 


The evidence is ample to sustain such findings. Grossman violated 
the rules of common honesty and accepted business ethics as codified in 
the Civil Code, section 3369, subdivision 3. His proceeding without seeking 
legal advice, his copying the three-dimensional religious pictures and so 
copying them as to make them appear as creations of Hesse; his attempt to 
purchase the slides directly from the very laboratory with which Hesse 
had contracted to process the original films; his indication that he would 
employ the same laboratory to do his developing and processing; his re- 
moval of the slide and using it as a master to duplicate it by “contact 
printing”; his counterfeiting respondents’ pictures—these were such acts 
under the circumstances of the case as were clearly calculated to convince 
a disinterested mind that his intentions were seriously resolved to under- 
mine the established good will of respondents, to deceive the purchasers 
of the latter, to pirate upon their business; and to injure their reputation 
by selling an inferior product as a Hesse creation. Appellant’s sales of the 
three-dimensional pictures were facilitated by the facts that he incurred 
no expense in creating them or in constructing a plant or equipment for 
their production. 

Appellant contends that because respondents had no patent for their 
creations and that they had obtained no trademark, the pictures were in 
the public domain and could be legally copied by any person; that since 
they were intentionally made public, appellant was free to reproduce them 
without responsibility to respondents, citing Civil Code, section 983. But 
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that is not the issue raised by the pleadings or determined by the findings. 
The pictures had long been identified with Paul A. Hesse’s studio and as 
having been produced by a gifted photographer. Such reputation had 
grown among jobbers and wholesalers. It was impossible for the average 
layman to tell the difference between them. The issue here is whether ap- 
pellant was guilty of fraudulent trade practices and whether the pictures 
he had made deceived and misled the purchasers of respondents and caused 
the public to buy the cheap merchandise sold by appellant. That the 
latter was guilty was established by the facts herein recited, by the testi- 
mony that Hesse’s name was a great asset when used as the creator of the 
three-dimensional pictures. Appellant violated Civil Code, section 3369, 
subdivision 3, when he engaged in unfair business practices. His conduct 
was not unlike that of the defendant in a recent case tried in the United 
States District Court. There the defendant had exactly copied and foisted 
upon the public in unfair competition with plaintiff an ash tray previously 
and currently designed, manufactured and sold by the plaintiff. The 
only claim asserted to the court was for unfair competition. In the course 
of his opinion, after reviewing the authorities, Judge Mathes said: “The 
easebooks are replete with cases which hold that the essence of unfair 
competition lies in the simulation and imitation of the goods of a rival or 
competitor with the purpose of deceiving the unwary public into buying 
the imitation under the impression that it is purchasing the goods of such 
competitor. American Philatelic Society v. Claibourne, 3 Cal. 2d 689. 

“But where ‘likelihood of deception’ and hence a secondary meaning 
is shown, the prior user is entitled to injunctive relief under California 
law without the necessity of establishing actual injury to his business 
or reputation. ‘If articles which are not produced by him are attributed 
to him or associated with his name, the injury is obvious.’ 

“The affidavits which have been filed by plaintiff in support of the 
application for a preliminary injunction serve as proof * * * that a sec- 
ondary meaning as to plaintiff’s ash trays has been established to the extent 
that the ultimate purchaser of defendant’s imitations believes he is buying 
Haeger pottery of this very design, identical in size, shape and color; 
and if defendant’s products are inferior, as is manifest from the exhibits 
at bar, plaintiff’s good will, as well as its trade, will be damaged.” 

Judge Mathes held that defendant’s placing his own name on the 
bottom of the ash tray was not sufficient to prevent deception and enjoined 
the defendant from selling in unfair competition with the plaintiff. Haeger 
Potteries, Inc. v. Gilner Potteries, 123 F. Supp. 261, 268, 269, 102 USPQ 
106, 110, 111. Likewise, in a controversy between two publications, 
McCord’s Daily published five times a week a Daily Notification Sheet 
showing credit items of interest to banks and mercantile firms. The defen- 
dants published three times weekly a paper called “Credit Briefs” con- 
taining credit information of interest to the textile trade and alleged that 
they could not be competitors because the plaintiff’s sheet carried ten times 
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the number of items appearing in “Credit Briefs.” Because defendants 
copied items from plaintiff’s sheet into their “Credit Briefs” and thereby 
diverted customers from plaintiff to themselves, the court held that it was 
not material that plaintiff had no copyright on its Sheet but was entitled 
to an injunction against a competitor for misappropriating the contents 
of its publication for the purposes of profits to the defendants and disad- 
vantage to the plaintiffs. McCord Co. v. Plotnick, 108 Cal. App. 2d 392, 
395, 92 USPQ 151, 152. Any institution that sells merchandise or services 
to the public is entitled to be protected against a competitor who by a 
fraudulent practice diverts business of such institution and causes it to 
flow to the wrongdoer or to others and will be enjoined from committing 
such wrongful acts. Wesson v. Galef, 286 F. 621; Scudder Food Products 
v. Ginsberg, 21 Cal. 2d 596, 56 USPQ 542 (33 TMR 243) ; Haeger Potteries, 
Inc. v. Gilner Potteries, supra, p. 270, 102 USPQ at 112. 

As in the Haeger decision, appellant contends that he did nothing more 
than copy the “functional” features of respondents’ work and that such 
plagiarism is not actionable because no secondary meaning can be at- 
tributed to functional features. The same contention was made in the 
Haeger case but it was rejected. The court held that innumerable designs 
could be used to make a tray to hold ashes, the functional purpose, without 
copying the plaintiff’s design. It is at once apparent that our appellant 
could have made religious sets of his own design and have photographed 
them without invading the legal and equitable rights of respondents. 

In the light of the record, appellant’s contention that the award of 
damages in the sum of $4,700 was excessive is a feeble reminder that the 
amount thereof is measured by only the actual damage suffered by virtue 
of profits on sales actually diverted from respondents. 

Appellant would have us rewrite the judgment* by prescribing how 
appellant may continue his acts of unfair competition and cites authorities 
which are not in point. 

The court made positive findings that respondents’ products are unique 
in design; that defendants committed unfair practices and copied respon- 
dents’ products and thereby injured the general reputation of respondents’ 
pictures and caused them to suffer great detriment and diminution in their 
profits. In view of such findings, the injunction against appellant is just. 

But appellant argues “the Court should not grant an injunction 
requiring defendant to refrain from all competition with plaintiffs with 
respect to these pictures. Since the photographs are in the public domain 
and the mere reproduction of them is not in and of itself unlawful or 


* The lower court restrained the defendant as follows: 


“It is hereby ordered, adjudged and decreed that defendant George Grossman, 
his employees, agents, servants and sales agents be, and they are hereby, perpetually 
enjoined and restrained from in any manner directly or indirectly copying, repro- 
ducing or counterfeiting, and from manufacturing, distributing, selling, offerin 
for sale, or in any manner, or anywhere dealing in any of the three-dimension 
pictures, produced, or reproduced, manufactured, sold or distributed by the plain- 
tiffs or any of them.” 
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unfair competition * * * the Court should at least modify the injunction 
to require defendant to merely distinguish his reproductions from the 
plaintiffs’ production so as to avoid any possibility or likelihood of cus- 
tomer-confusion.” 

This is equivalent to saying: “Let me keep on copying Hesse’s photo- 
graphs, taken at great expense to him, and put them in a different frame. 
The public won’t be confused.” 

But the evidence shows that appellant was putting his pirated repro- 
ductions in a different frame and the public was still confused. There is 
nothing in the injunction that prevents appellant from designing and con- 
structing his own miniature stage sets, photographing them, making copies 
and selling them as his own. All it does is to prevent appellant from copy- 
ing Hesse’s photographs and selling them as appellant’s own. This is as it 
should be. 

Affirmed. 
Fox, Justice, and ASHBURN, Justice, concurred. 


FIAT SOCIETA PER AZIONI et al. v. VAUGHAN 
N. Y. Sup. Ct., Spec. Term, New York Co. — July 25, 1957 


REMEDIES—UNFaIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
REMEDIES—UNFAIR COMPETITION—SOOPE OF RELIEF—INJUNCTION 
An auto parts and service dealer who allegedly received permission to use the 
manufacturer’s name FIAT as part of his trade name and who refused to discontinue 
use of that name at the manufacturer’s request ten years later was enjoined from 
continuing such use and was further ordered to surrender the telephone numbe: 
listed for such name and to advise all persons calling the new number for FIAT 
cars or service that he is not affiliated with the rlaT companies. 


Petition by Fiat Societa per Azioni et al. v. Vaughan under Section 
964 of New York Penal Law. Petition granted. 


Edward Garfield, of New York, N.Y., for plaintiff. 
John R. Jones, of New York, N.Y., for defendant. 


FinE, Justice. 

This is a special proceeding for an order, pursuant to section 964 of 
Penal Law, granting petitioners injunctive relief. It is well settled that a 
proceeding under section 964, supra, may be successfully maintained only 
where (1) the respondent’s intent to deceive or mislead the public and (2) 
the possibility that such deception may result, unless injunctive relief is 
granted, are established without substantial controversy. In the Matter 
of Fischer Spring Co., Inc. v. Emanuel M. Fischer, 118 USPQ 421 (47 
TMR 1057). “The proof by affidavit and absence of factual issue must be 
tantamount to that which would authorize a summary judgment in an 
appropriate case under Rule 113 of the Rules of Civil Practice.” Industrial 
Plants Corp. v. Industrial Liquidating Co., 286 App. Div. 568, 571, 107 
USPQ 334, 336 (46 TMR 103). If no triable issue is raised, the summary 
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remedy provided for in section 964, supra may be obtained on affidavits 
alone and without the necessity of trial. Assn. of Contracting Plumbers 
of City of N.Y. v. Contracting Plumbers Assn., 302 N.Y. 495, 498, 89 
USPQ 629 (41 TMR 697). 

A triable issue is presented as to whether defendant Vaughan’s 
original adoption of the name FIAT SALES AND SERVICE, in June, 1947, was 
with intent to deceive or mislead the public, an intent required in order 
to make out a case for granting the summary remedy authorized by section 
964, supra, (to the extent that such remedy may be based on the original 
adoption). Vaughan submits an affidavit in which he swears that in the 
early part of 1947, prior to his filing on June 27, 1947, of a certificate of 
doing business under the name FIAT SALES AND SERVICE, he was asked by 
petitioner, Fiat Societa per Azioni, to form a company to supply parts and 
service for Fiat cars and was authorized “to maintain the Fiat name in 
the United States as well as I could” until “Fiat could do business again in 
this country, and get its property back from the Alien Property Custodian.” 
Vaughan also deposes that he has done business with Fiat since that time; 
that he has sold and serviced many of its cars; and that “during all this 
time Fiat knew that one of the companies under which I was doing 
business was Fiat Sales and Service” * * * and that “they never objected 
to the use of the name by me since I adopted it in 1947 until the early part 
of this year when I received from their attorney the letter set forth in 
the moving papers herein, asking me in effect to discontinue the use of 
the name which I refused to do.” Vaughan listed the name FIAT SALES 
AND SERVICE in the 1956-1957 alphabetical telephone directory for Man- 
hattan and the 1957 Classified telephone directory for Manhattan, both 
directories being issued in 1956. It was not until January 31, 1957, that 
Vaughan was requested, by letter dated that day, to cease using the name 
Fiat, in any manner, shape or form. A triable issue is also presented as 
to whether those listings, applied for prior to Vaughan’s receipt of the 
letter dated January 31, 1957, were made with intent to deceive or mis- 
lead the public or were made pursuant to Fiat’s permission to Vaughan 
to maintain the Fiat name in the United States as well as he could. 

A different situation is, however, presented as to the period subse- 
quent to Vaughan’s receipt of the letter of January 31, 1957. From that 
time on, it was made clear to Vaughan that he no longer had petitioners’ 
authority to continue to use the name Fiat in connection with Vaughan’s 
automobile business. Vaughan had never acquired a permanent property 
right in the name. At most, crediting his version of what occurred, he 
had been temporarily allowed to use the name. Once the temporary per- 
mission was revoked, Vaughan’s continued use of the name Fiat was a 
wrong to petitioners and could have as its purpose only the deception and 
misleading of the public into the erroneous belief that Vaughan was an 
authorized agent, dealer or affiliate of petitioners. 
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Section 964 applies not only to the assumption of a name with intent 
to deceive, but also to the “use” of a name with like intent. It reads, in 
part: “No person * * * shall, with intent to deceive or mislead the public, 
assume, adopt or use * * * any name * * * which may deceive or mislead 
the public.” (Italics supplied.) The section empowers the court to enjoin 
a person from “assuming, adopting or using such name.” (Italics supplied.) 
It appears, without contradiction, that Vaughan has been using the name 
Fiat since early in February, 1957, without authority from petitioners 
and with the intent to receive and mislead the public. It is also clear that 
such use may, and is indeed likely to, receive and mislead the public. It 
follows that petitioners are entitled to enjoin further use by Vaughan of 
the name Fiat in any manner whatsoever in connection with his business. 

The question remains whether petitioners are also entitled to compel 
Vaughan “to permanently cancel and surrender” the telephone number 
presently used by him by surrendering that number to the telephone 
company and instructing the company that his new number should not be 
given to persons calling his present number. Were it not for the fact that 
Vaughan’s present number is also listed in the telephone directories for a 
number of other trade names not using the name Fiat (such as Singer 
Motor Sales, Peugeot Sales Service, Vaughan Motors, Vaughan Imported 
Cars, Inc.), the petitioners would clearly be entitled to the relief referred to 
in the preceding sentence. In view, however, of the fact that to grant such 
relief would mean that persons calling Vaughan’s present number as the 
result of his other listings (not using or involving the name Fiat) would 
be left with no way of knowing Vaughan’s new number, the relief sought 
is too harsh, in the light of the fact that Vaughan did not affirmatively re- 
quest the renewal of the telephone listings since receiving the letter of 
January 31, 1957, but merely failed to cancel them. The relief as to the 
telephone listings will be limited to directions to Vaughan (1) to cancel 
his present number, (2) to notify the telephone company, forthwith, to 
cancel his Fiat listing in the next classified directory, which notification 
must be received by the telephone company by August 9, 1957, to prevent 
automatic renewal, (3) to forthwith notify the telephone company to 
cancel his Fiat listing in the next alphabetical directory to be issued, and 
(4) to notify all persons calling his new number and inquiring about 
Fiat cars or service that he is not an agent, distributor, representative or 
affiliate of the Fiat companies. 

The motion is granted to the extent indicated. This disposition is with- 
out prejudice to a plenary action for the more extensive relief herein 
sought, viz., a direction to the telephone company not to give Vaughan’s 
new number to persons calling his present number. If, in such plenary 
action, the present petitioners establish that Vaughan did not, in fact, 
ever receive permission to use the name Fiat, it may be that the court 
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would grant the additional relief herein sought but not awarded in this 
summary proceeding. 
Settle order. ; 
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IOWA FARMERS UNION et al. v. FARMERS’ 
EDUCATIONAL AND COOPERATIVE 
UNION OF AMERICA 


No. 15635 —C. A. 8 — August 5, 1957 


SARA 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 

Plaintiffs sued to restrain defendant, a former charter member from using its 
registered trademarks which are, a service mark consisting of a plow, rake and 
hoe; a collective mark for goods consisting of the words, UNION FARMER used for 
newspapers and a service mark consisting of the words FARMER UNION used by 
plaintiff in advertising its services. Since its organization in 1906 plaintiff has 
expanded into 29 states. The weekly newspaper and publications are widely circu- 
lated. Defendant’s charter was revoked in 1954 but they reincorporated and refuse 
to discontinue use of UNION FARMER and FARMER UNION and appeal from the in- 
junction granted plaintiff. Defendant publishes Iowa Union Farmer and in its 
other activities defendant’s use of plaintiff’s mark is in direct competition with 
plaintiff. The evidence shows confusion resulting from defendant’s activities. 

TRADEMARK ACT OF 1946—SECTION 2(f) 

While the activities of defendant have been intrastate they have had an adverse 
effect upon interstate commerce and have come within the scope of the Lanham Act. 
Plaintiff’s registrations created prima facie evidence of the validity of the regis- 
trations and of plaintiff’s exclusive right to use said marks which defendant has 
failed to overcome. Defendant asserts descriptiveness of marks in question but 
evidence shows that the marks have acquired a secondary meaning and were regis- 
tered under Section 2(f) and hence are entitled to protection. 

TRADEMARK ACT or 1946—SEcTION 45 
Act provides for registration and protection of trademarks and trade names 
and for remedies against unfair competition. 
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Action by Farmers’ Educational and Cooperative Union of America v. 
Iowa Farmers Union (formerly Farmers Educational and Cooperative 
Union of America, Iowa Division), Iowa Union Farmers Association, Fred 

W. Stover, Charles Shearn, George Wharam, Betty Lownes, Lee Harthan, 

Elmer Gustafson, LeRoy Martin, George Rose, Gustav Mohr, Lester 
Muhlenbruch, Emil Ronfeldt, Annis Thorson, and Lynn Potter for trade- 

mark infringement. Defendants appeal from District Court for Southern 
District of Iowa from judgment for plaintiff. Affirmed. 

Case below reported at 46 TMR 1502. 

See also 47 TMR 1054. 















James R. McManus (George Cosson and Clarence Cosson on the brief), of 
Des Moines, Iowa, for appellants. 
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Frederic M. Miller, of Des Moines, Iowa (Sherwin J. Markman, of Des 
Moines, Iowa, and Charles F. Brannan, of Denver, Colorado, on the 
brief), for appellee. 


Before WooprouGH, VOGEL, and VAN OosTERHOUT, Circuit Judges. 


WooprovueH, Circuit Judge. 

This action was brought by Farmers’ Educational and Cooperative 
Union of America, a Texas corporation, against Farmers Educational and 
Cooperative Union of America, Iowa Division, and Service Association, a 
corporation, and others, to enjoin the defendants from an alleged infringe- 
ment of three of plaintiff’s trademarks, all of which are registered on the 
Principal Register of the United States Patent Office. The trademarks are, 
(1) a symbol and service mark, consisting of a plow, rake and hoe, sur- 
rounded by a circle, (2) a collective mark for goods, consisting of the words, 
UNION FARMER, used for newspapers published by plaintiff and its divi- 
sional organizations, and (3) a service mark, consisting of the words 
FARMERS UNION, used by plaintiff in the sale and advertisement of services. 

On the trial of the case the court held that federal jurisdiction was 
conferred by the Lanham Act of 1946, 15 U.S.C.A. §1051 et seq., and 
rendered judgment for plaintiff in accord with the opinion reported at 
141 F.Supp. 820, 110 USPQ 531, and findings of fact and conclusions of 
law which are appended.” 


1. FINDINGS OF FACT AND CONCLUSIONS OF LAW FILED JUNE 13, 1956 


1, This action was commenced on February 14, 1955, by the plaintiff, Farmers 
Educational and Cooperative Union of America, a Texas Corporation duly authorized 
to transact business in the State of Iowa, against the corporate and individual defen- 
dants, above named, to enjoin said defendants from infringement of three of plaintiff’s 
trademarks, all of which are registered on the Principal Register of the United States 
Patent Office, to-wit: (1) a symbol and service mark, consisting of a plow, a rake and 
hoe, surrounded by a circle, (2) a collective mark for goods, consisting of the words, 
UNION FARMER, used for newspapers published, and (3) a service mark, consisting of 
the words, FARMERS UNION, used by plaintiff in the sale and advertisement of services. 

2. It was stipulated that the Farmers Educational and Cooperative Union of 
America, Iowa Division, and Service Association, a corporation, is no longer in existence 
and was not in existence at the time of the commencement of this action, was not served 
and is not a party to these proceedings. The defendants, Farmers Educational and 
Cooperative Union of America, Iowa Division, and the Iowa Union Farmers Association, 
are both Iowa Corporations. 

3. Jurisdiction is invoked under the Lanham Act. 

4. The defendants conceded at the trial that plaintiff is entitled to the exclusive 
use of its symbol and service mark, consisting of a plow, a rake and hoe, surrounded 
by a circle and asserted that they are not using and will not use said symbol and 
service mark in the future. Defendants admit that they are using the other marks, 
namely, UNION FARMER and FARMERS UNION and asserted that they intend to continue 
to use said marks unless restrained from so doing. 

5. The evidence is undisputed that the use by the defendants of the marks, UNION 
FARMER and FARMERS UNION is in direct competition with the plaintiff. 

6. The plaintiff, a Texas corporation duly authorized to do business in Iowa, 
has been operating on a national scale since 1906. Its purposes, as stated in its articles 
of incorporation, include “to protect its members engaged in the various branches of 
the farming industries, in their various pursuits, which in promoting and safeguarding 
their interests, is partially educational, fraternal, benevolent, and cooperative.” 

7. In furtherance of its purposes aforesaid, plaintiff publishes and distributes a 
newspaper, various pamphlets and a Washington Newsletter, examples of which were 
introduced in evidence. Each of them displayed plaintiff’s service mark, FARMERS UNION 
and most of them displayed, in conjunction therewith, plaintiff’s symbol, the plow, 
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The injunction ordered is also appended.” 

It appears from the record that there are three old and generally well- 
known farmers’ organizations in the United States, namely, the raRM 
BUREAU, THE NATIONAL GRANGE and the FARMERS UNION which have endured 
a long time more or less in the public eye and the plaintiff in this action 





rake and hoe surrounded by a circle. The plaintiff’s newspaper is published under the 
name of NATIONAL UNION FARMER and has displayed therewith the aforesaid symbol. 
In 18 of the 29 States in which plaintiff has members it has set up State organizations 
and of these at least nine publish newspapers that use plaintiff’s mark, UNION FARMER. 
The ag division of plaintiff has published its KANSAS UNION FARMER continuously 
since 1, 

8. The defendant, Farmers Educational and Cooperative Union of America, Iowa 
Division, was originally an unincorporated association located in Iowa, which, in 
December, 1924 became a corporation pursuant to the laws of Iowa. On October 8, 
1917, this defendant was issued a charter by the plaintiff whereby it became an integral 
part of the plaintiff in the State of Iowa, continuing to be such until 1954. In March, 
1954, plaintiff revoked the charter of its Iowa Division and the legality of such revo- 
cation was conceded at the trial by the defendants. 

9. On September 24, 1955, subsequent to the filing of the complaint herein, this 
defendant, by amendment to its articles of incorporation, changed its name to Iowa, 
Farmers Union. This new name is identical with the name by which plaintiff’s state 
organizations are commonly, or colloquially, known, and hence is almost identical with 
the name by which said corporation was commonly, or colloquially, known before the 
Iowa Charter was revoked by plaintiff in 1954. 

10. The defendant, Iowa Union Farmer Association, publishes a newspaper under 
the name of IOWA UNION FARMER, whose mark resembles those of plaintiff’s state organi- 
zation newspapers. Prior to the revocation of the charter the defendant corporation 
by plaintiff, such publication was authorized by the then legally constituted Iowa 
Farmers Union and it continues to be so authorized by said organization. 

11. Plaintiff’s service mark, the symbol, with the plow, the rake and the hoe, 
surrounded by the circle, was registered in the Principal Register of the Patent Office 
on November 4, 1952; plaintiff’s collective mark for goods, UNION FARMER, usually used 
for newspapers, published by plaintiff and its divisional organizations, was registered 
in the Principal Register of the Patent Office on November 2, 1954; and plaintiff’s 
service mark, FARMERS UNION, was registered in the Principal Register of the Patent 
Office on April 1, 1952. 

12. Defendants’ activities in Iowa have affected plaintiff’s interstate activities 
as well as in Iowa and defendants’ activities have received some national publicity. The 
use by the defendants of the marks UNION FARMER and FARMERS UNION is in direct 
competition with the plaintiff. The types of service offered and the names used are 
so similar that there is bound to be confusion. The evidence shows that confusion has 
occurred and demonstrates that confusion will reoccur. Defendants’ activities adversely 
and seriously affect plaintiff’s national organization and its nation-wide program. 

13. Defendants failed to produce any evidence that plaintiff’s trademarks are 
invalidly registered. The evidence shows that plaintiff’s marks have acquired a_sec- 
ondary meaning and the Patent Office did not err in so determining. The evidence 
of Iowa corporations using the words, FARMERS and UNION, demonstrates that all of 
said corporations, some of whom are licensees of the National Farmers Union, dispense 
goods and services different from plaintiff so that they are not in competition with 
plaintiff and their existence is no aid to defendants. ; 

14. Defendants’ evidence on its asserted issue of “unclean hands” is not clear. 
It seems to refer to the revocation of the charter of the Iowa division because the 
Iowa division did not see eye to eye with the national organization on political matters. 
Such actions have no intrinsic connection with the subject matter of this litigation 
having to do with inter-organizational strife whereas the subject matter of the litigation 


is trademark infringement. 
The Court makes the following 


CONCLUSIONS OF Law 
1. Plaintiff’s registration of its three marks aforesaid in the Principal Registen 
of the Patent Office creates prima facie evidence of the validity of the registration 
and of plaintiff’s exclusive right to use said marks on the goods and services specified 
in such registrations. Section 1057(b) Title 15, U.S. Code, expressly so provides. 
Accordingly the presumption arises therefrom that the statutory prerequisites to valid 
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is the last named, to-wit: FARMERS UNION. Its general plan is and has 
always been to have local unions formed which are federated with county 
units and these with a state organization and when there has been due 
compliance with its requirements, it issues a charter to the state organiza- 
tion, and in that way every individual member of a local union becomes a 
member of the national Farmers Union and entitled to share in its many 
and varied activities and advantages. Since 1906 the national organization 
has actively sought and enlisted members, organized farmer cooperatives, 
published numerous books and pamphlets and a weekly newspaper named 





registration have been met, i.e. (1) their dissimilarity to other registered marks for 
similar goods or services, (2) the secondary meaning of said marks, (3) their owner- 
ship by plaintiff, and (4) plaintiff’s exclusive right to use said marks in commerce in 
connection with the goods and services specified by plaintiff. See Curtis-Stephens- 
Embry Co. v. Pro-Tek-Toe Skate Stop Co., 199 F.2d 407, 413, 95 USPQ 130, 135-136. 
Defendants have wholly failed to overcome plaintiff’s prima facie case herein, Plain- 
tiff’s said Registered Marks, to-wit: No. 557,013, No. 556,390 and No. 597,624, are 
valid, subsisting and legally registered marks. 

2. This Court has jurisdiction under the Lanham Act (Section 114 and 1121, Title 
| US. Code), to enjoin the infringement of plaintiff’s said marks by the defendants 
erein. 

3. Defendants are infringing plaintiff’s said registered marks in such a manner 
that confusion has resulted and is bound to reoccur in the future unless injunctive 
relief, prayed for by the plaintiff, is granted by this Court. 

4. Defendants’ activities have affected plaintiff’s interstate activities as well as 
plaintiff’s activities in Iowa and defendant’s activities have received some national 
publicity. The use by the defendants of the marks UNION FARMER and FARMERS UNION 
is in direct competition with the plaintiff. 

5. Defendants’ half hearted issue of “unclean hands” presents a purported defense 
which the Courts are reluctant to apply and will always scrutinize with a very critical 
eye. Coca-Cola v. Koke, 254 U.S. 143 (10 TMR 441). The actions of plaintiff, of which 
defendants complain, have no intrinsic connection with the subject matter of this 
litigation. The contentions of defendants with reference to alleged “unclean hands” 
are wholly without merit. 

6. Plaintiff is entitled to a permanent injunction, enjoining the defendants, both 
corporate and individual, from the use of plaintiff’s service mark, FARMERS UNION, plain- 
tiff’s collective mark, UNION FARMER, and plaintiff’s service mark, the aforesaid symbol 
of a plow, a rake and a hoe surrounded by a circle. Bulova Watch Co. v. Steele, 194 
F.2d 567, 92 USPQ 266 (42 TMR 299), Pure Foods v. Minute Maid Corp., 214 F.2d 
792, 102 USPQ 271 (44 TMR 1408), and Natl. Tuberculosis Assn. v. Summit County 
Tuberculosis § Health Assn., 122 F.Supp. 654, 101 USPQ 387. 

2. JUDGMENT AND DECREE 

It is hereby Ordered, Adjudged and Decreed that the defendants, Iowa Farmers 
Union (formerly Farmers Educational and Cooperative Union of America, Iowa Divi- 
sion), Iowa Union Farmer Association, Fred W. Stover, Charles Shearn, George Wharam, 
Betty Lownes, Lee Harthan, Elmer Gustafson, LeRoy Martin, George Rose, Gustav 
Mohr, Lester Muhlenbruch, Emil Ronfeldt, Annis Thorson and Lynn Potter, and each 
of them, be and they are permanently enjoined from making any use whatever, directly 
or indirectly, of plaintiff’s collective mark, UNION FARMER, in connection with the print- 
ing, publication and distribution of any newspaper or like periodical, and from making 
any use whatever, either directly or indirectly, of plaintiff’s service marks to wit: the 
words, FARMERS UNION, and the symbol, consisting of a plow, a rake and a hoe sur- 
rounded by a circle, in connection with the dissemination of information pertaining to 
farming and related industries, and particularly information in connection with co- 
operatives to aid the farmer in marketing his produce, information relating to educa- 
tional and entertainment programs, for farmers and their families, information as to 
proposed legislation that directly or indirectly may affect those engaged in farming 
and related industries, and services to and for the farmer relating to storage of produce, 
the making of mortgages, loans, the brokerage of produce and livestock, the sale of 
insurance, and the servicing of farm equipment, and from in any way, directly or 
indirectly attempting to compete with the plaintiff in its use of said trade marks. 

It Is Further Ordered that Judgment be entered against the said defendants for 
the costs of this action. 
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NATIONAL UNION FARMER. Many of its component unions under the author- 
ity of their respective charters have for many years published newspapers 
with UNION FARMER as part of the name completed with the name of the 
state or locality. 

Plaintiff’s function in connection with its 18 state divisions and in the 
29 states in which it has members is to foster and maintain local and state 
organizations and through organization aid in improving conditions of life 
of the farmers. The various agricultural publications, the weekly news- 
paper and the Washington news letter are sent to some 375,000 farm fami- 
lies in the United States on a paid subscription basis and the record shows 
the budget for the weekly newspaper to be in the neighborhood of $70,000 
a year. In terms of all publications issued to members bearing the name 
FARMERS UNION the cost is in excess of one million dollars a year. 

The first local Farmers Union in Iowa was chartered on January 25, 
1915, and between January 20, 1915, and September 24, 1917, a total of 236 
local unions and 8 county unions were chartered in Iowa. The charter of 
the defendant corporation was granted in 1917, and conferred upon it the 
right to use the trademarks and name IOWA FARMERS UNION or FARMERS 
UNION IN I0WA in soliciting funds and members and identifying itself and 
its activities as a component division of the plaintiff. It always availed 
itself of that right and so held itself out. In March of 1954, its charter 
was legally revoked by plaintiff as was conceded on the trial and all rights 
under it were withdrawn. 

Notwithtanding the revocation, the individual Iowa defendants and 
through them, the Iowa organizations have continued to carry on the same 
activities under the name IOWA FARMERS UNION Or FARMERS UNION IN IOWA 
and to use the same trademarks as they did before the revocation. They 
caused a new Iowa corporation to be organized, bearing the name by which 
the plaintiff is commonly called and they carried on as before. They admit 
they have no right to use the registered symbol and service mark consisting 
of the plow, hoe and rake belonging to plaintiff and will desist from such 
use, but they admit they are using and will use the plaintiff’s registered 
trademarks, UNION FARMER and FARMERS UNION. They appeal from the 
decree of injunction rendered against them forbidding them to do so. 

Although the court’s findings of fact were extended and comprehen- 
sive, appellants assert insufficiency of evidence only as to the paragraphs 
of the findings numbered five, ten, twelve and thirteen. 

In paragraph five the court found that defendants’ use of the marks 
UNION FARMER and FARMERS UNION was in direct competition with the plain- 
tiff and we think the finding is fully supported by the evidence. From 1917 
to 1954 defendant Iowa Farmers Union operated under a charter from 
plaintiff as an integral part of plaintiff as plaintiff’s Iowa division. In 
March, 1954, the charter was lawfully revoked as conceded and since the 
revocation the individual defendants have operated the corporations the 
same as before, but without contact with plaintiff. Plaintiff is conducting 
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a campaign to reestablish its Iowa division and replace the disfranchised 
organization and in direct opposition defendants conduct their campaign 
for members. Defendants continue to publish the Iowa Union Farmer the 
same as they did when they were members of the Iowa Division of plaintiff. 
The plaintiff has operated on a national scale for fifty years. It publishes 
the newspaper National Union Farmer and has State organizations in 18 
of the 29 States in which it has members and at least nine of these publish 
newspapers using plaintiff’s mark UNION FARMER. Defendants in using the 
name Iowa Farmers Union not only use plaintiff’s registered mark FARMERS 
UNION, but also use a name that is identical with the name by which plain- 
tiff’s State organizations are commonly known as well as the name by 
which defendant was known when it belonged to and constituted the Iowa 
Division of the plaintiff. Obviously the plaintiff and defendants are 
engaged in the same line of endeavor by the same kind of activities in the 
same field and defendants use of plaintiff’s mark is in direct competition 
with plaintiff as found by the court. 

In paragraph ten of the findings, the court found that defendant Iowa 
Union Farmer Association publishes a newspaper under the name 10WA 
UNION FARMER, whose mark resembles those of plaintiff’s state organization 
newspapers. Such publication was admitted in defendant’s pleading. The 
name of plaintiff’s national newspaper is NATIONAL UNION FARMER. Plain- 
tiff’s Kansas Division publishes a newspaper named the “Kansas Union 
Farmer” ; Illinois, the “Illinois Union Farmer”; Arkansas, the “Arkansas 
Union Farmer”; Indiana, the Indiana Union Farmer”; the Rocky Moun- 
tain Division, the “Rocky Mountain Union Farmer”; North Dakota, the 
“North Dakota Union Farmer”; Nebraska, the “Nebraska Union Farmer” ; 
South Dakota, the “South Dakota Union Farmer”; Oklahoma, the “Okla- 
homa Union Farmer” and Virginia, the “Virginia Union Farmer.” 

The court’s finding of fact No. 10, that the defendant, Iowa Union 
Farmer Association, publishes a newspaper under the name of I0oWA UNION 
FARMER, whose mark resembles those of plaintiff’s state organization news- 
papers is supported by and in accord with the evidence. 

In paragraph 12 the court found as follows: 


“12. Defendants’ activities in Iowa have affected plaintiff’s inter- 
state activities as well as in Iowa and defendants’ activities have 
received some national publicity. The use by the defendants of the 
marks, UNION FARMER and FARMERS UNION is in direct competition with 
the plaintiff. The types of service offered and the names used are so 
similar that there is bound to be confusion, The evidence shows that 
confusion has occurred and demonstrates that confusion will re- 
occur. Defendants’ activities adversely and seriously affect plaintiff’s 
national organization and its nationwide program.” 


Following the cancellation of the charter of its Iowa Division, the 
plaintiff employed one Maurice O’Reilley as organizing director for Iowa, 
who testified for plaintiff on the trial concerning the confusion that exists 
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between the Iowa defendants and the plaintiff National Farmers Union. 
He said many Iowa farmers said they did not want to join any Farmers 
Union until it was determined that there was only one, that many have 
shown they did not know which organization was which and whether or 
not the old group was still affiliated with the national organization; that 
some knew there were two organizations and some did not and some did 
not distinguish between the two. Some attending meetings called by 
O’Reilley have said that they appear to have joined the wrong union. The 
defendants are asserting the right to use the plaintiif’s registered marks 
and claiming that the name FARMERS UNION belongs to the defendant Iowa 
Farmers Union and not to the plaintiff. The confusion exists and is in- 
evitable and will continue to result. The same types of service are offered 
by both sides under the names that belong to the plaintiff alone and the 
defendants infringe in the field of activity for which plaintiff’s marks are 
registered. Defendants’ activities in Iowa impede and hinder the reorgani- 
zation of plaintiff’s Iowa division as an integral part of its national organi- 
zation. The Iowa part is vital and essential as a part of the national 
organization and defendants’ activities there directly and materially affect 
plaintiff’s national operation. Finding No. 12 is substantially supported 
and in accord with the evidence. 
The trial court’s finding of fact No. 13 is as follows: 

“13. Defendants failed to produce any evidence that plaintiff's 
trademarks are invalidly registered. The evidence shows that plain- 
tiff’s marks have acquired a secondary meaning and the Patent Office 
did not err in so determining. The evidence of lowa corporations 
using the words, FARMERS and UNION demonstrates that all of said 
corporations, some of whom are licensees of the National Farmers 

Union, dispense goods and services different from plaintiff so that 
they are not in competition with plaintiff and their existence is no aid 
to defendants. 


The Lanham Act provides that five years use of a mark may be con- 
sidered as evidence of its having acquired a secondary meaning. The evi- 
dence here shows that plaintiff’s marks FARMERS UNION has been used by 
plaintiff in operating on a national scale since 1906 and that plaintiff has 
used the service mark UNION FARMER continuously since 1911. The only 
evidence offered by defendants in respect to the secondary meaning in 
plaintiff’s marks was the stipulation that many corporations in Iowa had 
FARMERS UNION in their names, but all of them showed by their corporate 
names that they were mercantile corporations engaged in activities dis- 
similar to those of the plaintiff. 

This finding and each and all of the findings were in accord with the 
evidence. 

Turning to the conclusions of law. 

In its conclusions numbers 3 and 4, the court stated that defendants 
were infringing plaintiff’s registered marks in such a manner that confu- 
sion has resulted and is bound to reoccur unless enjoined and that defen- 
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dants’ activities have affected plaintiff’s interstate activities and have 
received some national publicity. That defendants’ use of plaintiff’s regis- 
tered marks UNION FARMER and FARMERS UNION was in direct competition 
with the plaintiff was reiterated as a conclusion of law. 

It being conceded that intra-state activities of the defendants, whose 
actions have a substantially adverse effect upon interstate commerce, comes 
within the protection of the Lanham Act, the court’s declarations in these 
conclusions are clearly in accord with the Act. The last paragraph of 
Section 1127, Title 15, U.S.C.A., provides that the intent of the Lanham 
Act includes the intent “to protect persons engaged in such commerce 
against unfair competition.” Section 1114, Title 15, U.S.C.A., provides 
that “any person who shall, in commerce, (a) use, without consent of the 
registrant any production * * * of any registered mark in connection with 
the sales * * * or advertising of any goods or services on or in connection 
which such use is likely to cause confusion or mistake * * * or (b) repro- 
duce * * * any such mark and apply such reproduction * * * in connection 
with the sale in commerce of such goods or services, shall be liable to a civil 
action by the registrants for any or all of the remedies hereinafter provided 
in this chapter * * *.” The provisions of said Section 1127 and 1114 are 
interpreted in the Commentary, page 268, Title 15, U.S.C.A., as follows: 


“The Supreme Court has held that an activity which is local in 
its nature may be regulated by Congress if it exercised substantial 
economic effect on interstate commerce. It is therefore apparent that 
purely intrastate uses may come under the provisions of the Act if 
they have a substantial economic effect on interstate, territorial or for- 
eign commerce.” 


The pronouncement last above quoted has been announced and applied 
repeatedly by the Federal Courts. The following cases are illustrative: 
Bulova Watch Co. v. Steele, 5 Cir., 194 F.2d 567, 92 USPQ 266 (42 TMR 
299) ; Pure Foods v. Minute Maid Corp., 5 Cir., 214 F.2d 792, 102 USPQ 
271 (44 TMR 1408) ; Stauffer v. Exley, 9 Cir., 184 F.2d 962, 87 USPQ 40 
(40 TMR 960) ; Nat. T. B. Assn. v. Summit Co., etc., 122 F.Supp. 654, 101 
USPQ 387; Cole of Calif., Inc. v. Collette of Calif., 79 USPQ 267 (39 TMR 
42); Time, Inc. v. Life T. V. Corp., 123 F.Supp. 470, 103 USPQ 131 (45 
TMR 174) ;s Mendes v. N. Eng. Dup. Co., 94 F.Supp. 558, 88 USPQ 62 (41 
TMR 255) ; Admiral Corp. v. Penco, Inc., 106 F.Supp. 1015, 94 USPQ 228 
(42 TMR 853), aff. 203 F.2d 517, 97 USPQ 24 (43 TMR 616). 

When the charter of the plaintiff’s Iowa division was canceled the 
defendants were no longer authorized to use plaintiff’s registered marks, 
but they have used them and admit they intend to continue. At one of his 
meetings, defendant Stover stated, “Membership in the lowa Farmers 
Union does not just mean that you belong to the Farmers Union, but that 
the Farmers Union belongs to you.” He plainly meant his hearers to 
understand that the name they were using was not the plaintiff’s, but 
belonged to the defendants’ organization and that its members belong to 
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the Farmers Union but not to plaintiff. Obviously defendants use the name 
in direct competition with plaintiff and infringe in the field of activity for 
which the marks are registered. It is material that defendants were for- 
merly associated with plaintiff and are no longer so associated. The former 
association makes defendants’ infringement and misuse of plaintiff’s regis- 
tered marks much more injurious to plaintiff than if the same wrong were 
committed by a stranger. The evidence shows clearly that defendants’ 
conduct greatly increases the cost and difficulty plaintiff encounters in its 
undertaking to reestablish the Iowa division which is essential to its 
national organization and interstate operation. 

The court’s conclusion of law No. 1 states that plaintiff’s registration 
of its three marks in the Principal Register of the Patent Office created 
prima facie evidence of the validity of the registration and of plaintiff’s 
exclusive right to use said marks on the goods and services specified in the 
registrations and gave rise to the presumption that prerequisites to valid 
registration had been met; that defendants had failed to overcome plain- 
tiff’s prima facie case and that plaintiff’s registered marks, to-wit: No. 
557013, No. 566390 and No. 597624, are valid, subsisting and legally regis- 
tered marks. 

It is argued for appellants that the plaintiff's marks FARMERS UNION 
and UNION FARMER are merely descriptive and generic terms and are not 
eligible for registration or exclusive appropriation and that the court erred 
in enjoining their use. 

But the Lanham Act provides for the “registration of a mark which 
has become distinctive of the applicants goods in commerce.” Section 
1052(f), Title 15, U.S.C.A. The subsection further provides: “The Com- 
missioner may accept as prima facie evidence that the mark has become 
distinctive, as applied to the applicant’s goods in commerce, proof of sub- 
stantially exclusive and continuous use thereof as a mark by the applicant 
in commerce for the five years next preceding the date of the filing of the 
application for its registration.” 

In 4 Callmann “Unfair Competition and Trademarks,” 2124, Section 
98.4(a), it is stated: 


“A registrable mark under the Lanham Act must, of course, be 
capable of distinguishing the goods and services of the trademark 
owner. Under the old Act, the acid test of the registrability of the 
mark was the primary or common meaning, and the mark was rejected 
if it consisted of a name or a descriptive or geographical term, no 
matter how famous it had become. The new Act, however, permits 
the registration of marks that have lost such primary meaning and 
have acquired a secondary significance, so as to symbolize the goods 
or services of a particular business and distinguish them.” 


Not only does the Lanham Act provide that a mark which has acquired 
a secondary meaning can be registered and be entitled to full protection 
thereunder but it also contains a provision, which is new, that registration 
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in the Principal Register of the Patent Office is prima facie evidence of 
valid registration of a mark. Subsection (b), Section 1057, Title 15, 
U.S.C.A., provides as follows: 


“(b) A certificate of registration of a mark upon the principal 
register provided by this chapter shall be prima facie evidence of the 
validity of the registration, registrant’s ownership of the mark, and 
of registrant’s exclusive right to use the mark in commerce in connec- 
tion with the goods or services specified in the certificate, subject to any 
conditions and limitations stated therein.” 


Subsection (a), Section 1115, Title 15, U.S.C.A., provides that regis- 
tration of a mark in the Principal Register of the Patent Office, as provided 
by said chapter, “shall be prima facie evidence of the registrant’s exclusive 
right to use the registered mark in commerce on the goods or services 
specified in the certificate, subject to any conditions or limitations stated 
therein.” 

In interpreting the statutory provision above quoted, this Court, in the 
ease of Curtis-Stephens-Embry Co. v. Pro-Tek-Toe Skate Stop Co., C.C.A. 
8, 199 F.2d 407, 413, 95 USPQ 130, 135-136, stated as follows: 


“By subsection (b) of Sec. 7 of the Act of 1946 15 U.S.C.A., 
section 1057(b), a certificate of registration of a mark on the principal 
register is made prima facie evidence of the validity of the registra- 
tion, the registrant’s ownership of the mark, and of registrant’s exclu- 
sive right to use the mark in commerce in connection with the goods 
specified in the certificate, subject to any conditions and limitations 
stated therein. Therefore, when a mark is registered upon the principal 
register under the Act of 1946, the presumption arises that the statu- 
tory prerequisites to its valid registration have been met, i.e. (1) its 
dissimilarity to other registered marks for similar goods, (2) its 
secondary meaning, (3) its ownership by the applicant, and (4) the 
applicant’s exclusive right to use the trademark in commerce in con- 
nection with the goods specified.” 


The above pronouncement has been repeatedly recognized and applied. 
The following cases are illustrative: Feil v. American Serum Co., 8 Cir., 
16 F.2d 88 (17 TMR 90) ; Weiner v. Nat. Tinsel Mfg. Co., 7 Cir., 123 F.2d 
96, 51 USPQ 246 (31 TMR 438) ; Pastifico Spiga, etc. v. DeMartini, 2 Cir., 
200 F.2d 325, 95 USPQ 305 (43 TMR 104) ; Rolly Inc. v. Younghusband, 
9 Cir., 204 F.2d 209, 97 USPQ 252 (483 TMR 855); Jas. Heddon Sons v. 
Millsite Steel & Wire Wks., 6 Cir., 128 F.2d 6, 53 USPQ 579 (32 TMR 410) ; 
See also Nims, Unfair Competition and Trademarks, 4th Ed. 1075, 1076. 

The evidence herein shows that plaintiff’s mark, FARMERS UNION, has 
been used on a nation wide basis continuously since 1906. The only other 
two national organizations of farmers that have been in existence during 
that time are the Patrons of Husbandry, which is known as the National 
Grange, and the American Farm Bureau Federation, which is usually 
known as the Farm Bureau. The record is undisputed that no organization 
of farmers, other than the plaintiff and its subordinate organizations, have 
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used the name, FARMERS UNION for the last fifty years. Obviously, the 
record shows that plaintiff’s mark, FARMERS UNION has acquired distinction 
and a secondary meaning. 

In addition to the foregoing, Subsection (b) of Section 1057, Title 15, 
U.S.C.A., places the burden on the defendants to overcome the presumption 
arising from the registration of plaintiff’s marks in the Principal Register 
of the Patent Office. This presumption includes the following: (1) the 
dissimilarity of plaintiff’s marks to other registered marks for similar 
goods or services, (2) the secondary meaning of plaintiff’s marks, (3) the 
ownership of the marks by plaintiff, and (4) plaintiff’s exclusive right to 
use said marks in commerce in connection with the goods and services 
specified by the plaintiff in such registration. The trial court correctly 
held that the defendants had wholly failed to overcome this presumption. 

We find no error in the court’s conclusion of law No. 1. 

Appellant also argues that the marks in question FARMERS UNION and 
UNION FARMER if validly registered at all are at best weak marks entitled 
to only limited protection, but we find no error in the court’s conclusion 
that the doctrine of hierarchy of marks is not applicable in this case. The 
plaintiff's marks have acquired a secondary meaning during the many 
years of their exclusive use by the plaintiff in the field of its operation 
and defendants’ infringement of them in the same field is violative of 
the Act. 

Appellants complain of the provision of the judgment which enjoins 
them “from in any way attempting to compete with plaintiff in its use of 
said trademarks.” They argue that the court rested its jurisdiction on the 
Lanham Act and that that Act does not confer jurisdiction to protect from 
unfair competition. We do not sustain the contention. 

Section 1127, Title 15, U.S.C.A., in the last paragraph thereof, pro- 
vides that the intent of Congress, in adopting the Lanham Act, included 
intention to protect persons engaged in interstate commerce against unfair 
competition and Section 1114, Title 15, U.S.C.A., provides an adequate 
remedy to afford such protection. 

In the Commentary, Title 15, U.S.C.A., page 269, it is stated: 


“Federal Courts have jurisdiction of all actions arising under the 
Act, and for the first time their jurisdiction clearly extends to the 
interstate user of a mark which infringes a mark registered under the 
Federal Act, as well as to intrastate acts of unfair competition irre- 
spective of the amount in controversy or diversity of citizenship.” 


In the present case, defendants’ infringements are in interstate com- 
merce within the intendment of the Lanham Act and we are in accord with 
the declaration of the ninth circuit in Stauffer v. Exley, 184 F.2d 962, 963, 
964, 87 USPQ 40, 41: 

“The trial court reached the conclusion that the Trademark Act 


of July 5, 1946 does not confer original jurisdiction upon the district 
court of the United States in actions for unfair competition in the 
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absence of diversity of citizenship of the parties where there is no 
substantial and related claim under the copyright, patent or Trade- 
mark laws joined with such actions. We do not agree.” 


The Lanham Act of July 5, 1946, 15 U.S.C.A., sections 1051 and 1127 
hereinafter referred to as the Act, provides comprehensively for federal 
registration and protection of trademarks, for protection of trade names 
and for remedies against unfair competition. 

We are satisfied the court had jurisdiction and substantial grounds to 
protect plaintiff from defendants’ unfair competition under the Lanham 
Act. 

We find no error in the proceedings, opinion, findings, conclusions or 
judgment of the trial court. 

Affirmed. 





SIMMONDS AEROCESSORIES, LTD. v. ELASTIC STOP NUT 
CORPORATION OF AMERICA 


No. 259-57 —D. C. New Jersey — August 7, 1957 


CoMMON Law TRADEMARKS—DECLARATORY JUDGMENT ACTION 

Invention for red fiber lock nut patented and licenses issued to defendant to 
manufacture and sell in U. S. and then to plaintiff for other parts of world. Patent 
expired and product entered public domain. Defendant protested shipment of lock- 
nuts into U. 8S. by plaintiff and secured registration for elastic lock nut with red 
insert. Defendant filed registration with Customs and barred further shipments. 
Plaintiff seeks declaratory judgment of non infringement, invalidity of registration 
and injunction against interference with plaintiff’s shipments into U. 8S. and defen- 
dant moves to dismiss complaint. Court has jurisdiction of declaratory judgment 
action only if actual controversy exists. In essence plaintiff seeks cancellation of 
defendant’s registration in order to revoke Customs embargo but relief should be 
by way of cancellation proceeding and not by declaratory judgment action. How- 
ever action for damages based on fraudulent procurement of registration will lie 
and comes within jurisdiction of Court by reason of diversity of parties. Non- 
joinder of importer or U. S. Customs not fatal. 


Action by Simmonds Aerocessories, Ltd. v. Elastic Stop Nut Corpora- 
tion of America for declaratory judgment of invalidity of registered trade- 
mark and for unfair competition. Defendant moves to strike complaint. 
Motion granted in part and denied in part. 


Riker, Emery & Danzig, of Newark, New Jersey, Hamilton Hicks, of New 
York, N. Y., and Curtis F. Prangley, of Chicago, Illinois, for plaintiff. 


Weisman & Freedman and Joseph A. Weisman, of Newark, New Jersey, 
for defendant. 


WoRTENDYEE, District Judge. 
In this diversity action for a declaratory judgment as to the validity 
of defendant’s registered trademark and for damages for unfair competi- 
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tion, the defendant directs a six-pronged attack upon the complaint. The 
defendant’s motions may be placed in four categories: 

(1) A motion to strike the entire complaint for failure to state a claim 
upon which relief can be granted under Rule 12(b) (6). 

(2) A motion to strike the complaint for failure to join indispensable 
parties, under Rule 12(b) (7). 

(3) A motion to strike the first count of the complaint for lack of 
jurisdiction of the subject matter thereof, pursuant to Rule 12(b) (1). 

(4) A motion to strike paragraph 16 of the first count of the complaint 
for failure to particularize the charge of fraud therein made as required 
by the provisions of Rule 9(b) or, in the alternative, to dismiss the entire 
complaint under Rule 12. 


THE COMPLAINT 


The plaintiff, a business corporation of the United Kingdom, claims 
that it manufactures and sells throughout the world, except in the United 
States of America, lock nuts provided with a red fiber insert which fur- 
nishes the necessary elastic properties for the locking of the nut to its bolt. 
Although originally patented by the inventor in the British Isles and in 
the United States of America, with licenses issuing first to the defendant 
for manufacture and sale in the United States and certain other countries, 
and subsequently to the plaintiff for manufacture and sale in parts of the 
world other than the United States, the patents and licenses in due time 
heretofore expired, and the product thereupon entered the public domain. 
Plaintiff alleges that, from the very inception of their manufacture and 
marketing, the fiber inserts in the lock nuts of both parties have been 
colored red, and in this form have been universally accepted as denoting 
the product of Rennerfelt, the inventor. 

It appears further from the complaint that certain quantities of the 
plaintiff’s product were shipped into the United States in 1953, in con- 
tainers clearly labelled with the plaintiff’s name, and that on June 1, 1954 
defendant wrote to the plaintiff asserting the defendant’s claim of an 
exclusive and proprietary right to use the color red for the fiber insert 
of elastic lock nuts, and demanding that the plaintiff desist from further 
use of that color for that purpose. Plaintiff rejected this demand by its 
letter of July 16, 1954 to defendant. On November 3, 1954, defendant 
applied to the United States Patent Office for registration, as its trademark, 
of a cut or picture of an elastic lock nut with a red insert. Upon this 
application a certificate of registration was duly issued to defendant on 
September 6, 1955. In accordance with 16 U.S.C.A. §1124, defendant 
recorded this registration in the Customs Bureau of the Department of 
the Treasury of the United States. Facsimiles of the registered trademark 
were circulated at United States ports of entry to customs officers who, 
by Section 1124, are prohibited from allowing into the United States a 
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product bearing a trademark the same as or similar to a mark registered 
in this country. 

Claiming that it had no knowledge of defendant’s application for regis- 
tration, plaintiff continued to export its product to the United States after 
June 1, 1954, and on October 4, 1955 a shipment of 143 drums of plaintiff’s 
product was seized by the Collector of Customs at the Port of New York, 
and by plaintiff then withdrawn from importation to prevent forfeiture. 
Denying that defendant had any exclusive right to use a red color for the 
fiber insert of its lock nuts, and that its claim of monopoly of that color 
for that purpose is invalid, the plaintiff herein charges that defendant’s 
registration was procured “by a false or fraudulent declaration, misrepre- 
sentation or means” and alleges that unless defendant’s registration is 
canceled and the embargo upon plaintiff’s importation of its product into 
the United States is lifted, plaintiff will suffer substantial and irreparable 
damage. Plaintiff accordingly seeks: 


(1) A declaratory judgment 


(a) that plaintiff has the right to manufacture and import 
its product; 


(b) that defendant never had any monopoly of the red color 
for its fiber insert ; 


(c) that defendant had no lawful right to procure the trade- 
mark registration ; and 


(d) that said registration is void; 


(2) An injunction against interfering with plaintiff’s sale of its 
elastic lock nuts in the United States; 


(3) A cancellation of defendant’s registration ; 


(4) A directive to defendant to notify the Collector of Customs 
that defendant removes all objection and consents to the importation 
of plaintiff’s product ; 


(5) An injunction against the assertion of any claim that plain- 
tiff’s product infringes that of the defendant; 


(6) An adjudication that defendant’s registration was procured 
by false or fraudulent representation; and 


(7) Compensatory and punitive damages. 


The second count of the complaint incorporates the allegations of the 
first count by reference, charges that the acts and omissions therein set 
forth constituted unfair competition with plaintiff’s business, and seeks 
damages in the sum of $1,000,000. 


QUESTIONS PRESENTED BY THE MOTION 


(1) Has this Court jurisdiction of the subject matter of this action 
as disclosed by the allegations of the complaint? 
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(2) Does the complaint set forth a claim or claims upon which relief 
can be granted to the plaintiff in this action? 


(3) Have all indispensable parties been joined herein? 


(4) Is paragraph 16 of the first count of the complaint vulnerable 
to attack under Rule 9(b) ? 


Plaintiff alleges that the action arises under the Trademark Laws of 
the United States. Plaintiff apparently charges as tortious conduct on the 
part of the defendant the latter’s actions in applying for and obtaining a 
registration of its trademark, with the consequent instigation of the Cus- 
toms embargo against the importation of plaintiff’s merchandise by the 
filing of a copy of the certificate of registration in the Bureau of Customs 
of the Treasury Department of the United States, as provided for by law 
(15 U.S.C.A. §§1124 and 1125). 

Section 2201 of Title 28 of the United States Code provides that “in 
a case of actual controversy within its jurisdiction * * * any court of the 
United States, upon the filing of an appropriate pleading, may declare 
the rights and other legal relations of any interested party seeking such 
declaration whether or not further relief is or could be sought * * *.” To 
the foregoing provisions a liberal construction has invariably been applied 
by and in the federal courts. Dewey & Almy Chemical Co. v. American 
Anode (3 Cir. 1943), 1387 F.2d 68, 58 USPQ 456, cert. den. 320 U.S. 761, 
59 USPQ 495. 

It is obvious in the language of the Statute creating the remedy that 
unless (1) an actual controversy exists between the parties, and (2) the 
case is within its jurisdiction, this Court is without power to grant declara- 
tory relief. Maryland Casualty Co. v. Pacific Coal & Oil Co., 312 US. 270. 
What, if any, is the actual controversy in the present case as it appears 
from the allegations of the complaint? 

The Third Circuit Court of Appeals has construed the “actual con- 
troversy” requirement of 28 U.S.C.A. §2201 as applied to cases involving 
patent infringement claims in Treemond Co. v. Schering Corp. (1941), 122 
F.2d 702, 50 USPQ 593; Dewey & Almy Chemical Co. v. American Anode, 
Inc. (1948), 187 F.2d 68, 58 USPQ 456; and Aralac, Inc. v. Hat Corpora- 
tion of America (1948), 166 F.2d 286, 76 USPQ 337. While recognizing 
that the Declaratory Judgment Act should be accorded a liberal interpre- 
tation, the Court is respectful of the admonition in Altvater v. Freeman, 
319 U.S. 359, 363, 57 USPQ 285, 288, that “the requirements of case or 
controversy are * * * no less strict under the Declaratory Judgment Act 
* * * than in case of other suits.” In that case, jurisdiction was found 
insupportable under the Patent Laws (28 U.S.C.A. §1338) because plaintiff 
failed to claim some right, title or interest under the Patent Laws, or to 
allege that some right or privilege would be ‘defeated by one construction 
or sustained by the opposite construction of these laws’” (quoting from 
Pratt v. Paris Gas Light & Coke Co. (1897), 168 U.S. 255, at p. 259). 
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Judge Murphy’s language at p. 291, 76 USPQ at 342, in the Aralac case 
(supra) affords us helpful guidance toward comprehension of the utility 
of the Declaratory Judgment Act as a remedy in cases of patent infringe- 
ment charges: 


“Prior to the passage of * * * Act the patentee was the only one in a 
position to initiate a suit against the alleged infringer or his dealers. 
An alleged infringer could not sue the patentee for a declaration that 
the plaintiff was not infringing or that the patent was invalid. Today 
the alleged infringer, once he is threatened by a patentee, has a remedy 
by a complaint for a declaratory judgment. Now the controversy be- 
tween the parties as to whether infringement exists is in either instance 
essentially one arising under the Patent Laws.” 


Using the language of the same (Third Circuit) Court in Treemond Co. v. 
Schering Corp. (supra, at p. 705, 50 USPQ at 596), Judge Murphy adds: 
““There can be no doubt that an actual controversy does not exist until 
the patentee makes some claim that his patent is being infringed.’” Be- 
cause the defendant had never charged the plaintiff “with doing anything 
by way of direct or contributory infringement” the court in Aralac held 
that plaintiff lacked the “interest in a controversy necessary to support 
an action for declaratory judgment relief to test the validity of a patent.” 
The Court is, of course, aware that the diversity status of the parties in 
the case at bar was not present in Aralac. Jurisdiction was lacking in 
Aralac because the action did not arise under the Patent Laws. The form 
of action was improper because of absence of justiciable controversy. 

Jurisdiction of the parties to this suit is based upon 28 U.S.C.A. 
§1332(a) (1). Section 1338 of the same Title accords to this Court juris- 
diction of actions arising under the trademark laws, as well as of actions 
“asserting a claim of unfair competition when joined with a substantial 
and related claim under the * * * trademark laws.” Jurisdiction is not 
based upon 15 U.S.C.A. §1119, which empowers a court to determine the 
right to registration and to order cancellation of registrations, inasmuch 
as this is a case arising under the trademark laws but it does not involve 
a registered mark within the meaning of §1119. 

In effect the facts pleaded and the relief sought are reducible to an 
effort by the plaintiff to bring about a cancellation of the defendant’s regis- 
tration of trademark upon the ground that it was procured by fraud or 
misrepresentation. The plaintiff seeks such a cancellation only as a step 
toward its ultimate objective of removing the Customs’ embargo against 
the import of its merchandise into the United States. In causing its trade- 
mark to be registered, defendant was simply availing itself of the provi- 
sions of the Statute as passed by the Congress. Upon the accomplishment 
of registration and the filing of a copy of the certificate in the Bureau of 
Customs the embargo against the importation of plaintiff’s merchandise 
automatically followed. Defendant cannot be charged with wrong in 
availing itself of a statutory right, even if in so doing the consequence 
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thereof may cause damage to the plaintiff. Plaintiff admits that prior to 
the registration both parties in the areas designated by their Rennerfelt 
licenses had for some time used the red color for the fiber insert of their 
respective products. While the registration did not create the trademark, 
a strong presumption of the trademark’s validity results from the regis- 
tration. Once registered the trademark becomes invulnerable except by 
direct attack in the form of proceedings for cancellation before the Com- 
missioner, under 15 U.S.C.A. §1064. §1065 of the same Title provides that 
the right of a registrant to the use of his trademark becomes incontestible 
(with certain exceptions) after continuous use for five consecutive years 
following the date of registration. 

Despite the prima facie validity of defendant’s registration, and the 
explicit statutory provision for the means of questioning that validity by 
cancellation proceedings before the Commissioner, the plaintiff here, with- 
out being vested with any interest in the trademark as registered, and in 
the absence of a charge of infringement by the defendant coupled with a 
threat of litigation by reason thereof, has seen fit to attempt, by way of a 
declaratory judgment, to achieve by indirection an adjudication of the 
invalidity of the defendant’s registration. This Court feels that such an 
attempted attack upon a presumably valid registered trademark, by one 
who has not brought and is not a party to any proceedings for the registra- 
tion or its cancellation in the Patent Office, if encouraged and permitted, 
would completely nullify the purpose and effect of the registration of every 
trademark and should therefore not be permitted. The Declaratory Judg- 
ment Act has not enlarged the jurisdiction of the Courts over the subject 
matter and parties. It created no new rights, but merely introduced an 
additional remedy for the determination of an already existing right. 

Plaintiff here does not charge that it has a right which it would seek 
to have vindicated. Rather, it charges that defendant should be deprived 
of its prima facie right to its registered trademark because of misrepresen- 
tation in its application therefor. Defendant’s citation of Elastic Stop Nut 
Corp. of America v. Greer, 62 F.Supp. 363, 67 USPQ 257 (35 TMR 353), 
in its letter of June 1, 1954 to the plaintiff, merely called the plaintiff’s 
attention to that adjudication as holding that Greer was enjoined against 
using a red fiber collar in his lock nut product.' The letter made no con- 
tention with respect to any registered trademark of the defendant because 
at that time no such trademark had been registered. In substance, the 
letter reference to the Greer case merely warned the plaintiff that the 
defendant had been adjudicated as entitled to the possession and enjoyment 


1. The Greer case was based on a charge of unfair competition against which the 
defendant filed a counterclaim charging patent infringement. The counterclaim was dis- 
missed and the evidence was held to establish proof of the unfair competition charged. 
The injunctive relief granted in Greer restrained defendant “from applying the terms 
STOP NUTS or ELASTIC STOP NUTS to self-locking nuts not of plaintiff’s manufacture 
that have the style and dress of the plaintiff’s self-locking nuts” and “from using a 
red fibre insert or any colorable imitation thereof in connection with any product not 
the plaintiff’s. * * *” 
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of a common law trademark in a red color for its fiber insert. There is 
nothing on the face of the present complaint which indicates that the 
defendant had charged the plaintiff with infringement of its registered 
trademark and threatened the plaintiff with litigation based upon such 
infringement. Accordingly, there is no justiciable controversy manifest on 
the face of the complaint and, therefore, no jurisdiction in this Court to 
grant the relief invoked under the Declaratory Judgment Act. Moreover, 
this Court is of the opinion that the remedy available to the plaintiff in the 
form of cancellation proceedings before the Commissioner of Patents, if 
the plaintiff is able to show fraud or misrepresentation in the application 
which resulted in the registration, is adequate. Therefore, this Court 
concludes that the first count of the complaint fails to disclose jurisdiction 
in this Court over the subject matter thereof and fails to state a claim 
upon which relief can be granted. 

The allegations of the first count of the complaint are incorporated by 
reference in the second count thereof which charges that what the defen- 
dant did or did not do, as set forth in the first count, amounted to unfair 
competition by the defendant with the plaintiff for which the plaintiff 
seeks damages. 

§1120 of Title 15 provides a remedy by a civil action for damages for 
any person injured by the procurement of a trademark registration be 
false or fraudulent declaration or representation. Jurisdiction of such an 
action is conferred upon this Court by §1121 of the same Title. §1120 is 
construed in Landstrom v. Thorpe (8 Cir. 1951), 189 F.2d 46 at p. 50, 89 
USPQ 291, 294: 


“We think that §1120 means that any person who procures regis- 
tration of a trademark by a false declaration is liable in a civil action 
in the federal court to any person injured by the trademark ‘for any 
damages sustained in consequence thereof,’ that is, resulting from the 
use of the ‘mark’ while falsely registered, and not an injury resulting 
from the false declaration solely.” 


In Walworth Co. v. Moore Drop Forging Co. (1 Cir. 1927), 19 F.2d 496 (17 
TMR 255), defendant’s counterclaim for damages for fraudulent procure- 
ment of registration was sustained in plaintiff’s action for infringement 
of its registered trademark. There was no diversity of citizenship between 
the parties; jurisdiction being supported by the registration of the trade- 
mark. The counterclaim was based upon §25 of the Trademark Act of 1905, 
which is the source of present section 1120. 

15 U.S.C.A. §1057(b) provides that “A certificate of registration of a 
mark upon the principal register provided by this chapter shall be prima 
facie evidence of the validity of the registration, registrant’s ownership 
of the mark, and of registrant’s exclusive right to use the mark in com- 
merce in connection with the goods or services specified in the certificate, 
subject to any conditions and limitations stated therein.” The presumption 
of validity referred to in the foregoing language is, of course, rebuttable. 
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Farmers’ Educational, etc., Union of America v. Farmers Educational, etc. 
(D.C. Iowa 1956), 141 F.Supp. 820, 110 USPQ 531 (46 TMR 1502) ; Curtis- 
Stephens-Embry Co. Inc. v. Pro-Tec-Toe Skate Stop Co. Inc. (9 Cir. 1942), 
199 F.2d 407, 95 USPQ 130. The invalidity of a registered trademark 
obtained fraudulently is contemplated by §1064 of Title 15, which provides 
for cancellation of registrations. The presumption of validity referred to 
in §1057 merely casts the burden of proving invalidity upon one who appro- 
priately raises an issue thereon. 

The conceded possession by the present defendant of a certificate of 
registration does not, in this Court’s opinion, render the defendant invul- 
nerable to an action for damages based upon a charge of fraudulent pro- 
curement of the registration by a party injured thereby; provided, of 
course, jurisdiction of such an action is vested in the Court in which the 
same is brought. There is ample jurisdiction in this Court to entertain such 
an action by reason of the diversity of citizenship of the parties and the 
provisions of 15 U.S.C.A. §1121. 

As properly contended by the defendant, the allegations of fraud 
embodied in paragraph 16 of the first count of the complaint offend against 
the requirements of Rule 9(b) of the Rules of Civil Procedure, and for 
that reason, the defendant has moved to strike that paragraph of the com- 
plaint. In response to plaintiff’s oral request during the argument, and 
in the interest of substantial justice, leave is granted to the plaintiff to 
amend paragraph 16 in accordance with the language and intent of Rule 
15(a) ; provided such leave is availed of by the filing of an amended com- 
plaint (the entire first count having been dismissed) within thirty days 
next succeeding the filing of this opinion, to bring into conformity with 
Rule 9(b) the allegations of fraud upon which plaintiff seeks to support 
its claim for damages in the second count. Defendant may thereafter 
address an appropriate motion to the complaint, as amended, for the pur- 
pose of testing the sufficiency of the particularization of fraud anticipated 
as forthcoming in such amendment. 

There remain for consideration the contentions of the defendant that 
the non-joinder of the American importer of the plaintiff’s merchandise 
as a party plaintiff, and of the United States Collector of €ustoms as a 
party defendant, are respectively and collectively fatal to the complaint. 
Defendant urges that the defendant’s consent would not suffice to lift the 
embargo imposed by the Collector of Customs upon the importation of 
plaintiff’s goods, and that, therefore, unless the Collector of Customs is 
made a party defendant, the Court would be unable to grant effective relief 
to the plaintiff under the allegations of the complaint. Defendant accord- 
ingly asserts that the Collector of Customs of the Port of New York is an 
indispensable party defendant to this action, and that failure to join him 
as such requires a dismissal of the complaint. Defendant also contends 
that the real party claimant in interest must be the importer of plaintiff’s 
merchandise, the identity of whom has not been disclosed, and who, con- 
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cededly, has not been made a party plaintiff. Because Rule 17(a) of the 
Federal Rules of Civil Procedure requires that every action shall be prose- 
cuted in the name of the real party in interest, defendant insists that the 
action may not proceed without the joinder of this unidentified importer, 
apparently upon the ground that he or it is an indispensable party. I con- 
clude that neither the Collector of Customs nor the plaintiff’s importer, if 
any, is an indispensable party. Therefore, non-joinder of either does not 
render the complaint vulnerable to the motions based upon that ground. 
The interest of each of the absent parties is distinct and severable. See 
Judge Leibell’s opinion in Photometric Products Corp. v. Radtke (D.C. 
N.Y. 1954), 17 F.R.D. 103, 105 USPQ 255. If the present plaintiff is able 
to prove that defendant’s registration was procured by false or fraudulent 
declaration or representation or by any false means and can show that 
it sustained damages in consequence thereof, its right of recovery, if estab- 
lished, will not affect the rights of either the Collector of Customs or of 
plaintiff’s American importer, if any; nor will the presence of either of 
these absent parties be necessary to enable the Court to determine the 
rights of the plaintiff as against the defendant, including the amount of 
damages, if any, under 15 U.S.C.A. §1120. Defendant’s motion for non- 
joinder of parties is ineffective as against the second count in view of the 
foregoing determination of the essential nature and validity of that count, 
subject to the amendment of the allegations of fraud in paragraph 16. Since 
the defendant’s motion addressed to the first count has prevailed, a con- 
sideration of the effect of non-joinder on that count becomes unnecessary. 

For the reasons hereinabove set forth, this Court concludes that the 
motion to dismiss the first count of the complaint must prevail; but the 
motion addressed to the second count thereof is denied subject to the exer- 
cise by the plaintiff of the leave to amend as hereinabove indicated. An 
order may be presented in accordance with the foregoing opinion. 





SYLVANIA ELECTRIC PRODUCTS, INC. v. DURA 
ELECTRIC LAMP COMPANY, INC. et al. 


No. 12,089 —C. A. 3— August 27, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 

Registration of a circular blue dot at the inside top of a flashbulb was invalid 

because it was descriptive of the goods. 
REGISTRABILITY—PACKAGES AND CONFIGURATIONS 

Registration of a circular blue dot at the inside top of a flashbulb was invalid 
because it was a functional feature of the goods. 

Where a patent on a functional feature of a product has expired, a perpetual 
monopoly of the functional feature cannot be obtained by the issuance of a trade- 
mark registration. 

REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—F'ALSE DESIGNATION OF ORIGIN 

The salient requirement of an action for unfair competition is that one manu- 

facturer sells his goods by creating the impression that the goods are the products 
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of another. It must further be shown that consumers purchased the article because 
they were concerned with the origin, and not merely because of certain attractive 
features. 

One may imitate the functional features of a product in every characteristic 
provided reasonable steps are taken to inform prospective purchasers that the goods 
are of a different manufacture, 

EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 

Registration of a trademark by the Patent Office furnishes an evidentiary pre- 
sumption of validity but it may be collaterally attacked in any action where the 
validity of the mark is properly in issue. 


Action by Sylvania Electric Products Inc. v. Dura Electric Lamp Com- 
pany, Inc. and Michael Portnow for trademark infringement and unfair 
competition. Plaintiff appeals from District Court of New Jersey from 
judgment for defendant. Affirmed. 

Case below reported at 47 TMR 51. 


Pitney Hardin & Ward and Arthur J. Martin, Jr., of Newark, New Jersey, 
(Watson, Leavenworth Kelton & Taggart, Leslie D. Taggart, Robert 
C. Nicander, Nicholas John Stathis, and Howard M. Cohen, of New 
York, N.Y., of counsel), for plaintiff. 

Alexander Friedman, Asher Blum and Mock & Blum, of New York, N.Y., 
Harry B. Rook, of Newark, New Jersey and A. D. Caesar, of Philadel- 
phia, Pennsylvania, for defendants. 


Before StatEy and Hastm, Circuit Judges, and Sore, District Judge. 


Statey, Circuit Judge. 

The argument is advanced upon this appeal that a certain symbol 
descriptive of a feature of a product may be registered as a trademark not- 
withstanding the fact that the feature admittedly performs a utilitarian 
function. 

Sylvania Electric Products, Inc., brought an action in the district 
court under the Lanham Trademark Act, 15 U.S.C. §1051 et seq., for 
alleged trademark infringement, and for injunctive relief against unfair 
competition. The complaint prayed relief in the form of accounting, treble 
damages pursuant to 15 U.S.C. §1117, delivery up for destruction of the 
alleged offending products, and a temporary and permanent injunction to 
restrain defendants from using the features to which plaintiff claims ex- 
clusive right. 

From the year 1936, plaintiff’s predecessor began the manufacture 
of photographic flash-bulbs with the air leakage indicator which is the 
subject of the dispute in this case. This indicator is known as the BLUE DOT, 
and is composed of cobalto- cobalti-cyanide, which is applied in an appropri- | : 
ate suspension on the top of the inside of the glass globe, opposite the base. 
It takes the form of a circular dot about one-eighth of an inch in diameter. | 
Upon its application, this cobalt salt possesses a pink color. The vehicle 
in which the salt is suspended is evaporated during the course of manu- 
facture when the atmosphere is exhausted from the globe and the globe 
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is sealed to the stem. The cobalt salt applied to the inside of the flash-bulb 
changes to blue when the exhaustion of atmospheric air is complete. If 
the bulb is defective so as to permit air leakage, the spot remains pink. 
The color of the spot serves a dual purpose: it readily indicates to the 
producer those bulbs which were defective in the course of manufacture; 
it indicates also to the consumer those bulbs which later developed air 
leakage and thus were unsuitable for use at that time. 

Defendant Dura Electric Lamp Co., Inc., began in 1950 to sell photo- 
graphic flash bulbs with a blue dot similar in all material respects to the 
blue dot used by Sylvania. Although plaintiff Sylvania had registered the 
blue dot as a trademark with the Patent Office in 1951, defendant Dura 
had never claimed the blue dot as a trademark. On July 11, 1952, approxi- 
mately two years prior to the commencement of this suit by Sylvania, 
Dura had filed a petition in the United States Patent Office against Sylvania 
for the cancellation of Sylvania’s registration of the blue dot alleging that 
it was functional in character and therefore not the proper subject of 
trademark registration. The cancellation proceedings were suspended 
upon Sylvania’s motion, pending the final disposition of the present suit. 

The district Court in this case found that Sylvania’s use of the 
blue dot on its photographic flash-bulb was functional in shape, color, and 
position, and as such, could not be the subject of a trademark registration: 
that the blue dot acquired no secondary meaning; and that Dura did not 
engage in unfair competition. 144 F. Supp. 112 (47 TMR 51) (D.C.N.J. 
1956). From the judgment of the district court dismissing the complaint, 
plaintiff Sylvania has taken this appeal. 

A determination of the validity of the BLUE por trademark is, of 
course, prerequisite to any discussion of trademark infringement. The 
registration of a trademark by the Patent Office furnishes an evidentiary 
presumption of validity. A registered trademark may be canceled by 
direct attack as prescribed by statute. However, it may also be collaterally 
attacked in any action where the validity of the mark is properly in issue. 
James Heddon’s Sons v. Millsite Steel & Wire Works, Inc., 128 F.2d 6, 9 
(32 TMR 410) (C.A. 6), cert. denied, 317 U.S. 674 (1942). Here Dura 
attacks the validity of Sylvania’s registration of the blue dot with the 
argument that since it is functional it is not registrable. The district court 
agreed with Dura’s contention and so do we. 

Appellant frankly admits that the blue dot on its bulb is functional. 
Indeed, from the record, the finding of the district court to this effect is 
inescapable. Although the issue of whether an identifying mark which per- 
forms a function is registrable as a trademark is not new, appellant has 
been unable to direct our attention to any case or authority which permits 
such registration and our independent research has uncovered none. The 
general rule inhibiting the registration of functional marks is given in 
the Restatement of the Law of Torts, §715 (1938) : 
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“A trademark is any mark, word, letter, number, design, picture 
or combination thereof in any form of arrangement, which * * * 
(ec) is not * * * a designation descriptive of the goods or of their 
quality, ingredients, properties or functions * * * .” 


The purpose of this rule is obviously to prevent the grant of perpetual 
monopoly by the issuance of a trademark in the situation where a patent 
has either expired, or for one reason or another, cannot be granted. See 
In re Walker-Gordon Laboratory Co., 53 F.2d 548 (22 TMR 66) (C.C. 
P.A., 1931). 

Case authority uniformly denies registration as a trademark to a 
functional feature of an article. In re Winchester Repeating Arms Co., 
69 F.2d 567 (24 TMR 131) (C.C.P.A. 1934) ; In re Walker-Gordon Labora- 
tory Co., supra; Sparklets Corp. v. Walter Kidde Sales Co., 104 F.2d 396 
(29 TMR 386) (C.C.P.A. 1939); In re Forged Steel Products Co., 121 
F.2d 492 (32 TMR 80) (C.C.P.A. 1941). 

Reliance of appellant is placed principally upon Capewell Horse Nail 
Co. v. Mooney, 172 Fed. 826 (C.A. 2, 1909). In that case the mark in ques- 
tion consisted of a symbol in the form of small checks on the head of horse- 
shoe nails. In upholding the validity of the trademark in that infringement 
suit, the court expressed doubt as to whether the mark performed any 
function, but made it quite clear that it recognized the rule that function- 
ality prevents registration when it expressed the issue in the following 
manner : 


“Whether the defendant used the check mark in manufacturing 
horseshoe nails, as a gripping surface or for the purpose of imitating 
the complainant’s mark and manufacture so as to pass off his nails as 
those of the complainant.” 172 Fed. at page 828. 


The alleged trademark under consideration would be invalid even 
if the only objection raised against it were that it performs a function 
apart from any identifying characteristic. However, the Lanham Trade- 
mark Act, 15 U.S.C. §1052, spells out gn independently sufficient reason 
to deny registration to Sylvania’s symbol of the blue dot. That section 
recites that no distinguishing mark shall be refused registration unless it: 


“(e) Consists of a mark which, (1) when applied to the goods of 
the applicant is merely descriptive seiln nag i ‘allan 


The specific prohibition of the act denying registration to descriptive marks 
precludes the valid registration of the blue dot, whether it takes the form 
of a symbol, as it did here, or whether the mark be composed of the 


1. “The substance or any useful part or feature of the article itself * * * cannot 
be appropriated as a trade-mark, since otherwise all substances and methods useful in 
manufacturing and packing goods for the market would soon be monopolized without 
the formality of obtaining a patent even in cases where a patent could be obtained. 
However, a trade-mark may be an integral part of the product if it is of no added 
functional use or value.” (Emphasis supplied.) 87 C.J.S. Trade-Marks, Trade Names, 
and Unfair Competition, § 49 (1954). 
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words BLUE DoT. It is of no significance that the alleged trademark may 
not be descriptive of the entire article, but rather only of the blue dot 
feature. Perhaps the closest case in point is Goodyear Tire & Rubber 
Co. v. Robertson, 25 F.2d 833 (18 TMR 270) (C.A. 4, 1928). There a 
bill in equity was filed pursuant to statute to require the Commissioner 
of Patents to register as a trademark a diamond-shaped symbol repre- 
senting the impression used by complainant on the tread of the tires it 
manufactured. The court upheld the denial of registration of the mark, 
since although it might have indicated the source of origin, it did perform a 
utilitarian function. Further the court held that the mark was descriptive 
of the goods in prohibition of the act, notwithstanding the fact that ap- 
pellant had argued that the symbol did not describe the tire itself, but 
rather only part of the tread. And if the alleged mark were the words 
DIAMOND-SHAPED TREAD, registration would certainly be denied as descrip- 
tive of the goods. Application to register the symbol itself stands on no 
better ground. In summation, the court said, at page 834: 


“#* * * The prohibition of section 5 of the Trademark Act against 
the registration of descriptive words is unqualified, and does not au- 
thorize their registration, if adopted to indicate origin, or if publicly 
used for any particular period of time. No matter how long the use 
continues, the mark will never become a technical trademark. * * * 
Here we have an effort to register an alleged trademark, consisting 
of something which is a mechanically functional feature of an auto- 
mobile tire, and not registerable at all, and is descriptive of the par- 
ticular type of tire, the registration of which is expressly inhibited by 
the provisions of section 5.” 


The registration of the blue dot symbol as a trademark was invalid 
because of its functional feature and because it was descriptive of the 
goods within the prohibition of the Lanham Trademark Act. It follows 
that there can be no trademark infringement. 


Apart from the issue of trademark infringement, appellant charges 
Dura with unfair competition in marketing flash-bulbs alleged to be de- 
ceptively similar to those of appellant. 

The salient requirement of an action for unfair competition is that 
one manufacturer is selling his goods in such a manner that he creates 
the impression on the minds of prospective purchasers that the articles are 
the products of a rival manufacturer. It must further be shown that con- 
sumers purchased the article in question because they were concerned with 
the origin, and not merely because of certain attractive features. Gum, 
Inc. v. Gumakers of America, Inc., 136 F.2d 957, 959 (33 TMR 381) 
(C.A. 3, 1943). 

Whatever patent protection the blue dot might have had has expired.” 
It is not registrable as a trademark. As a manufacturing method or process, 


2. N. V. Philips Gloeilampenfabrieken, a Dutch corporation, was issued a British 
patent on October 3, 1935, for its invention of the blue dot. A United States Patent 
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the blue dot is in the public domain. Dura may imitate this functional fea- 
ture in every characteristic, so long as it takes reasonable steps to inform 
prospective purchasers that the bulbs it sells are not of the manufacture 
of Sylvania. Restatement Torts, §741 (1938); Vaughan Novelty Mfg. Co. 
v. G. G. Greene Mfg. Corp., 202 F.2d 172 (48 TMR 386) (C. A. 3), cert. 
denied, 346 U.S. 820 (1953). 

The district court found that Dura was not engaging in unfair com- 
petition with Sylvania because: 


“ * * © (1) the blue dot has not acquired generally in the 
market a special significance identifying Sylvania’s goods, and (2) 
the imitation is not likely to cause prospective purchasers to regard 
Dura’s goods as those of Sylvania, and (3) the imitated feature is 
functional, and (4) the evidence clearly shows that defendants have 
taken reasonable steps to inform prospective purchasers that the 
goods which Dura markets are not those of Sylvania by means of the 
shape of the globe of Dura’s bulb and the prominent display of Dura’s 
name upon the racks, cartons and sleeves by means of which its goods 
are marketed. * * * ” 144 F. Supp. at page 131. 


The court further found that “At most the evidence shows that many pur- 
chasers purchase Sylvania bulbs because of the advantage afforded by the 
blue dot thereon.” The district court thus found that the blue dot had not 
acquired a secondary meaning identifying it with Sylvania. If this be 
the case, any charge of unfair competition must fail. Gum, Inc. v. 
Gumakers of America, Inc., 136 F.2d at page 959 (33 TMR 381). But even 
assuming that the blue dot had acquired a secondary meaning, all that the 
law demands of Dura is that it take reasonable steps not to deceive prospec- 
tive purchasers into believing that the bulbs it sells were made by Sylvania. 
The district court found that Dura had taken reasonable steps to avoid con- 
fusion of source, and there is substantial evidence to support this finding. 
See Restatement, Torts, §741, comment j (1938). Appellant urges that 
Dura could have varied the color or positioning of the dot indicating air 
leakage, and thus could have more reasonably avoided confusion. But 
the issue does not require second-guessing as to what steps could have been 
taken, but rather a determination of whether the steps actually taken were 
reasonable and sufficient. Plaintiffs in unfair competition cases are always 
able to conceive of other courses which defendants might have pursued. 
See Vaughan Novelty Mfg. Co. v. G. G. Greene Mfg. Corp., 202 F.2d 


No. 1,989,572 was issued to the Dutch corporation for the blue dot. This patent expired 
on January 29, 1952. Appellant’s predecessor manufactured flash-bulbs with the blue 
dot under license from the patentee Philips. Since 1946, Sylvania undertook by adver- 
tisement to condition the public to identify its bulb by the blue dot, obviously seeking 
to attribute to the symbol a secondary meaning. On October 30, 1951, about three 
months before the patent for the blue dot expired, Sylvania had the blue dot symbol 
registered as a trademark. It was to prevent just such a situation that the rule was 
expounded denying registration to functional marks—in other words, Sylvania would 
have been granted a monopoly by trademark to continue exclusive use of a functional 
element the patent for which had expired. 
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at pages 175-176, note 10. Here, even assuming secondary meaning, the 
steps taken by Dura to differentiate its product from Sylvania were reason- 
able. See Vaughan Novelty Mfg. Co. v. G. G. Greene Mfg. Corp., supra at 
page 176. 

In the absence of trademark infringement and unfair competition, the 
relief sought by appellant was properly denied. 

The judgment of the district court will be affirmed. 


ARMOUR AND COMPANY v. ORGANON INC. 
Appl. No. 6266 —C. C. P. A.—June 25, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRABILITY—GENERIC TERMS 

The mark CORTROPHIN is not a mere misspelling or contraction of, nor is it 
similar in sound or meaning to the word “corticotrophin” which is the generic 
word for the products involved. The fact that the said products were sold only 
on prescription minimized the likelihood of confusion between the mark and the 
descriptive term and, accordingly, the mark was not found to constitute the generic 
or descriptive name of the goods but rather was held capable of functioning as a 
valid trademark. 

REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRABILITY—DESCRIPTIVE TERMS 

The degree of similarity which is permissible between marks consisting of 
ordinary words, especially those which are descriptive or geographical, is greater 
than that permissible between arbitrary or fanciful marks. 

REGISTRABILITY—GENERIC TERMS 

In determining whether a mark is a mere misspelling, contraction or tele- 
scoping of a generic word, the test to be applied is the same as that used in 
determining likelihood of confusion between two trademarks. 

Among the reasons for the prohibition of registration of descriptive words 
are the prevention of a monopoly by the registrant over the sale of goods other 
than his own and the avoidance of harassment of competitors who use the descrip- 
tive term. 

REGISTRABILITY—GENERIC TERMS 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 

Opposition to an application for the mark CORTROPHIN for the drug “corticotro- 
phin,” opposer being a competing producer of the same drug who contended that 
the mark was particularly suited as an abbreviation of the generic term and thus 
likely to replace it for that purpose, was dismissed. Opposer’s argument was too 


remote and, in addition, there was no likelihood of confusion between the mark 
and the said generic word such as would prevent it from functioning as a trademark. 


Opposition proceeding by Armour and Company v. Organon Inc., ap- 
plication Serial No. 608,175 filed December 28, 1950. Opposer appeals from 
decision of Commissioner of Patents dismissing opposition. Affirmed ; Rich, 
Judge, concurring with opinion; Worley and Jackson, Judges, dissenting 
with opinion. 

Case below reported at 45 TMR 1250. 
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Carl C. Batz and Frank T. Barber, of Chicago, Illinois, for appellant. 
Alexander, Maltitz, Derenberg & Daniels (Walter J. Derenberg and Joe 
E. Daniels of counsel) of New York, N.Y., for appellee. 


Before JoHNSON, Chief Judge and O’CoNNELL, WorLEY, Ricu, and Jack- 
son (retired), Associate Judges. 


JOHNSON, Chief Judge. 

This is an appeal in an opposition proceeding from the decision of 
the Commissioner of Patents, 106 USPQ 220 (45 TMR 1250), speaking 
through the Assistant Commissioner, reversing the decision of the Ex- 
aminer of Interferences which sustained the opposition and which ad- 
judged that applicant (appellee here) was not entitled to the registra- 
tion sought. The Assistant Commissioner was of the opinion that opposer 
(appellant here) had not alleged facts in its notice of opposition from 
which likelihood of damage could be presumed and, accordingly, dis- 
missed the opposition. From this decision, opposer brings this appeal. 

Appellant, a manufacturer of medicinal hormone preparations known 
as ACTH (adrenocorticotropic’ hormone), filed its notice of opposition to the 
proposed registration of CORTROPHIN, applied to the same product, and 
which was claimed in appellee’s application to have been used since May 
17, 1949. 

Appellant, in its notice of opposition, included the following perti- 
nent allegations: 


1. The opposer, Armour and Company, is the manufacturer of an 
extensive line of medicinal preparations, its business is an old and 
established one, and its products have been and are widely sold through- 
out this country and the principal foreign markets of the world. 


2. Long prior to the date of first use claimed by applicant, namely, 
May 17, 1949, opposer began to produce and sell medicinal hormone 
preparations, consisting of ACTH (adrenocorticotrephic hormone), 
has continually and extensively sold said preparations since prior to 
said date until the present time, and is now selling said preparations. 


3. Continuously since a date prior to May 17, 1949, until the 
present time, opposer has sold medicinal hormone preparations under 
the generic names acTH “adrenocorticotrophin,” “adrenocorticotrophic 
hormone,” and “adrenotropin,” and opposer has also used and is now 
using the generic name “corticotrophin” for its said hormone prepara- 
tions. Two specimens showing how opposer sells its goods are attached 
hereto, marked “Exhibit A.” 


4. On information and belief, opposer alleges that other manu- 
facturers of pharmaceutical preparations have used continuously since 
a date prior to May 17, 1949, and are using at the present time, the 


1. Throughout this opinion, the suffix “tropic” or the like will be alternately 
spelled “trophic” and “tropic.” Apparently, the practice in the trade has been to so 
alternate the spellings, at the will of the user. This should explain the apparent 
inconsistencies between portions of quoted material and our own usage of the terms. 





(| 
[7 
ia 


ene eee e reer eeeeeeen enn 








ti a 


— 





Vol. 47 T.M.R. 





ARMOUR & COMPANY v. ORGANON INC. 1519 





generic names AcTH, “adrenocorticotrophin,” “adrenocorticotrophic 


> «6 


hormone,” “adrenotrophin,” and “corticotrophin” for their medicinal 
hormone preparations. 


5. The word “corticotrophin” is defined in medical and chemical 
dictionaries as the generic term for “adrenocorticotrophic hormone.” 


6. The word “corticotrophin” has been adopted by the United 
States Pharmacopeia, the American Medical Association Council on 
Pharmacy and Chemistry, and the World Health Organization as the 
official generic nomenclature for the medicinal hormone preparation 
named in applicant’s application. 


Each of these allegations was admitted by appellee in its answer. 
Appellant further contended in its notice of opposition that: 


7. Applicant’s alleged trademark cORTROPHIN is a mere contrac- 
tion, telescoping, or misspelling of the generic name “corticotrophin,” 
is confusingly similar thereto, and must be considered to be in the 
same category with “corti¢otrophin” as constituting merely the generic 
or descriptive name of the goods and to be incapable of functioning 
as a trademark or distinguishing applicant’s goods from the goods 
of others and therefore to be not properly registrable under the Trade- 
mark Act of 1946 in view of Sections 2 and 2(e) thereof. 


8. Opposer avers that it will be damaged by the granting to 
applicant of a registration which would constitute presumptive ex- 
elusive ownership of a term practically indistinguishable from the 
generic name of the goods, which name opposer and others in the 
industry are presently using, and have an equal right to use; and 
opposer further avers that the registration of applicant’s alleged 
trademark will interfere with and embarass the opposer and other 
members of the entire pharmaceutical industry in the exercise of 
their right to describe their goods by means of the common generic 
terms for the goods. (Emphasis added.) 


Appellee, in its answer, denied the latter two allegations and urged 
that “applicant has no objection to the use of this generic term by opposer 
or any other person. Hence opposer is not and cannot be damaged by the 
registration sought by applicant.” 

Neither party took testimony. 

The Examiner of Interferences, on the foregoing set of facts, con- 
cluded that “The goods being the same and opposer’s priority of use be- 
ing admitted by applicant, the only issue left is that of confusing similarity 
of the marks.” (Emphasis added.) He then proceeded to hold the two 
“marks” confusingly similar and denied appellee’s registration. 

The Assistant Commissioner, due no doubt to the examiner’s inad- 
vertent use of the word “marks,” held that the examiner had “erroneously 
treated the case as one involving two trademarks” and stated that, 106 
USPQ at 221 (45 TMR 1252), 


Confusion, mistake or deception of purchasers is not the issue here, 
since applicant’s CORTROPHIN is in fact “corticotropin” (adrenocorti- 
cotropin). The issue, it seems to me, is whether or not the applicant’s 
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registration of CORTROPHIN, with the presumptions flowing from such 
registration, is likely to damage opposer. 


The Assistant Commissioner then noted that 


Both parties, and others in the industry use adrenocorticotropin, 
corticotropin and adrenotropen—indeed, judicial notice is taken of the 
fact that they are required by the Federal Food, Drug and Cosmetic 
Act to use one of the recognized generic designations for the adreno- 
corticotropic hormone, (sic) This being true, it is not seen how regis- 
tration of CORTROPHIN by applicant can possibly “interfere with and 
embarrass the opposer and other members of the entire pharmaceutical 
industry in the exercise of their right to describe their goods by 
means of the common generic term for the goods” as alleged by opposer 
in its pleading. 


Thus, on the face of the record, it would appear that the single issue 
on appeal relates to appellant’s standing jn this opposition proceeding, 
viz—is there a likelihood of damage to appellant from the proposed regis- 
tration of appellee’s coRTROPHIN. It is rather obvious, however, that the 
only possibility of damage to appellant would reside in the correctness of 
its allegation that cORTROPHIN is, in fact, descriptive of the product in 
conjunction with which it is used (assuming for the moment that if 
CORTROPHIN were descriptive, appellant would be likely to be damaged by 
the registration thereof). It is necessary, therefore, to consider at this 
point the question of descriptiveness of CORTROPHIN (or, as appellant 
states it, the “confusing similarity of cORTROPHIN to the generic term 
“eorticotrophin”). If, in fact, the mark is not descriptive, it is clear 
that the decision of the Assistant Commissioner must be affirmed. 

There was no clear decision in the opinion below with respect to the 
question of descriptiveness. We are of the opinion that coRTROPHIN is not a 
“mere contraction, telescoping, or misspelling” of the generic name “cor- 
ticotrophin,” as alleged by appellant in its notice of opposition; that it 
accordingly is not “in the same category” with that name and does not 
constitute the generic or descriptive name of the goods; that it is therefore 
capable of functioning as a trademark and distinguishing appellee’s goods 
from the goods of others; and that it is accordingly properly registrable 
under the Trademark Act of 1946. 

Comparison of the two words readily justifies our conclusion. The 
word CORTROPHIN has only three syllables whereas “corticotrophin” has 
five. The latter, due to the inclusion therein of “tico,” would unquestion- 
ably be aurally distinct from the former. The two terms differ in appear- 
ance as well. Furthermore, we cannot ignore the fact that the goods to 
which the mark is applied are prescription drugs. Where such products 
are involved, the likelihood of confusion between the mark and the descrip- 
tive term is unquestionably minimized. 

It must, as well, be borne in mind that we are here concerned not 
with two arbitrary or fanciful marks but with a descriptive term and a 
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term alleged to be a “mere misspelling thereof. As was ably stated by 
Judge Worley in Intercontinental Mfg. Co., Inc. v. Continental Motors 
Corp., 43 C.C.P.A. (Patents) 841, 230 F.2d 621, 109 USPQ 105, 106 (46 
TMR 609) : 


Normally, the degree of similarity which is permissible between 
trademarks consisting of ordinary words, especially when such words 
are descriptwe or geographical, is greater than that permissible be- 
tween arbitrary or fanciful marks. * * * (Emphasis added.) 


How, then, can it be said that corTROPHIN is a “mere” contraction, 
telescoping or misspelling of “corticotrophin”? In our view, while appel- 
lee’s CORTROPHIN is not completely arbitrary, having its roots in the generic 
term, it is sufficiently different from said generic term to avoid the evils 
inherent in the registration of a descriptive term. It is, at best, merely 
suggestive of the generic term. 

It is to be noted that, in our determination of whether or not cor- 
TROPHIN is a mere misspelling, contraction or telescoping of the generic 
word “corticotrophin,” we have given weight to considerations normally 
made where two trademarks are involved and the question is one of con- 
fusing similarity of the marks as applied to the goods in question. From 
our study of the cases on this question we have concluded that the test 
which must be made in each case is similar to that made in the other. 
Cases such as Selchow v. Baker, 93 N.Y. 59 (1883); Ex parte Pillsbury 
Flour, 1935 C.D. 1, 23 USPQ 168 (24 TMR 590) ; Canal Co. v. Clark, 13 
Wall. 311 (1871) ; and Model Brassiere Co., Inc. v. Bromley-Shepard Co., 
Inc., 18 C.C.P.A. (Patents) 1294, 49 F.2d 482, 9 USPQ 238 (21 TMR 382), 
indicate that amongst the reasons for the statutory proscription of the 
registration of descriptive words are (1) to prevent the applicant from ac- 
quiring a monopoly in the sale of any goods other than those produced or 
made by himself and (2) to avoid the possibility of harassment by the 
registrant of the descriptive term, by means of threats of infringement 
suits and the like, of others in the field who use the descriptive term to 
describe their products (this latter possibility arises from the fact that, 
under section 7(b) of the Trademark Act of 1946, the registration of a 
mark is prima facie evidence of the ownership of and the exclusive right 
to use the mark). Where one attempts to register a “mark” which is a 
mere misspelling or contraction of a descriptive term, it is evident that 
the foregoing evils which are inherent in the registration of a descriptive 
word do not cease to exist. The registrant of the misspelled descriptive 
word will nonetheless be in a position to badger users of the descriptive 
word per se with threats of infringement suits; and this situation will per- 
sist so long as the registrant is in a position to say that the use of the 
descriptive term by others, concurrently with his use of the registered 
mark, is likely to cause confusion in the mind of the public as to the 
origin of the goods. The question in each case thus reduces itself to a 
determination of whether the proposed mark is so similar to the descriptive 
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term as to result in the likelihood of confusion as between said mark and 
the descriptive term per se. 

Appellant attempts to draw an analogy between numerous cases which 
have considered proposed registrations which were alleged by an opposer or 
a petitioner to be “mere” misspellings or contractions of generic or de- 
scriptive terms to show that appellee’s cORTROPHIN is a “mere” misspelling 
or contraction of the generic term “corticotrophin.” As has been pointed 
out above, the determination of whether or not “Cortrophin” is descrip- 
tive resolves itself essentially into a question of confusing similarity be- 
tween said mark and the descriptive term “corticotrophin.” Thus, the final 
determination is unavoidably subjective. In such a situation as this, 
therefore, prior decisions are of little value. Cf. L. J. Mueller Furnace Co. 
v. United Conditioning Corp., 42 C.C.P.A. (Patents) 932, 222 F.2d 755, 
106 USPQ 112 (45 TMR 1223). 

Appellant finally contends that due to the fact that the term corRTRO- 
PHIN is extremely suitable for use as a generic name for the product, 
“there is every likelihood that it will be desired as the generic name for 
the product.” It states that “no one is entitled to seize upon words or 
phrases which are particularly suited for use as the future generic terms 
for the products and make use of such words and register them to the 
exclusion of everybody else in the field.” Such an argument is too tenu- 
ous to require extensive discussion. We agree with the Assistant Commis- 
sioner, 106 USPQ at 221-222 (45 TMR 1252), that we “may not indulge 
in surmise concerning what the facts may be at some remote and indefinite 
time in the future or what the result of such changed facts might be.” 

In view of our finding that appellee’s cORTROPHIN is not descriptive, 
there is no need to consider the question of appellant’s standing in this 
opposition proceeding. As we have heretofore stated, unless it could be 
shown that the mark is in fact descriptive, appellant could not possibly 
show likelihood of damage flowing to it as a result of the proposed regis- 
tration. 

For the foregoing reasons, the decision of the Assistant Commissioner 
is affirmed. 


JACKSON, Judge, retired, recalled to participate herein in place of 
CoLE, Judge, absent because of illness. 


Ricu, Judge, concurring. 

I concur in the result reached by the majority but I do so for my 
own reasons, which I here set forth. 

Although the Examiner of Interferences erroneously said in his 
opinion that “confusing similarity of marks” was the issue, he was not 
confused in fact. Later on in his opinion he said, 


It is noted that applicant argued that said decided case [Thymo- 
Borine v. Winthrop, 69 USPQ 512] and the other cases listed by 
opposer * * * involved registrations, which is not the case here. 
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He then said: 


In principle, Examiner can see no distinction here as drawn by appli- 
cant; namely, between the situations involving registered marks and 
coined marks, on the one hand, and a generic term and a coined 
term on the other. In this regard, Examiner appears to be amply 
supported by the Thymo-Borine and Otard cases, supra. 












He concluded by saying: 


Summarizing, then, it is Examiner’s position that the generic 
term CORTICOTROPHIN and the coined term CORTROPHIN are too close 
in sound, appearance and meaning to avoid confusion. It is concluded, 
therefore, that the contemporaneous use of the parties’ terms on their 
identical goods is likely to result in confusion. 











I set this forth because both the majority opinion and the Assistant 
Commissioner seem to underrate the perspicacity of the Examiner of Inter- 
ferences and for the further reason that the examiner has put his 
finger on a point which seems never to have been adequately dealt with in 
the texts or cases and which [I think needs analysis, viz. is there a dis- 
tinction between the two situations to which the examiner referred? I 
wish to deal with this point because I think it has an important bear- 
ing on the problem of reaching the correct conclusion in a field where the 
law is rather confused. 

The considerations which prevail where an applicant seeks to register 
a mark differing from but resembling a descriptive term are not quite the 
same as those involved where an applicant’s mark resembles another’s 
arbitrary trademark. 

When the owner of an arbitrary trademark opposes the registration 
of a differing but similar mark he is trying to protect an exclusive right, 
possibly of great value to him, a right which brings trade to his door and 
in which no one else has any interest. 


One who opposes the registration of a purely descriptive term which 
he is using or has the right to use in his business (which gives him the 
right to oppose) is merely trying to prevent the encroachment of a claim 
of exclusive ownership on his right, which he holds in common with 
others, to the free use of the language, including all accepted technological 
terminology, which is constantly evolving. Such a right is not his exclusive 
property. It belongs to him only as a member of the public. It is not 
a right which brings him any trade. It has no direct economic value to 
him. His right to freedom in the use of the language is simply the right 
to be free from claims of exclusive right by others and from harassment 
based on such claims which may burden him with litigation expense. See, 
for example, what happened in Battle Creek Food Co. v. American Phar- 
maceutical Co., Inc., 5 F.Supp. 959, 21 USPQ 214 (21 TMR 157). For 
these reasons the statute proscribes the registration of “merely descriptive” 
terms (Sec. 2(e)). 
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When we come to consider alleged marks which are not themselves 
purely descriptive terms, but which are marks which differ to a greater or 
lesser degree from such terms, as in the present case, it should be 
remembered that the issue of “confusing similarity” is not one, the de- 
cision. of which involves such matters as palming off, dilution of trade- 
marks, getting a free ride on another’s good will and like considerations 
with which we are concerned where two confusingly similar, non- 
descriptive, arbitrary marks are involved. All we are really concerned with 
is the prevention of harassment by an attempted monopolistic withdrawal 
of terms from the public domain by means of a registration. 

Because of this difference in the two situations, we should be careful 
not to apply rules appropriately developed with respect to the encroach- 
ment on privately owned arbitrary marks to the determination of the un- 
related question of what degree of similarity to words in the public 
vocabulary renders them unregistrable as descriptive, unless such rules 
are clearly applicable. 

In opposing the granting of a registration, all an opposer can do is 
try to convince the Patent Office, or the courts, that the granting of the 
registration would be contrary to the statute, which lays down the terms 
on which registration may be obtained. In this case, for example the 
opposer must show that coRTROPHIN is “merely descriptive” and in my view 
the only issue before us is whether or not it is. The only word we have 
to compare it with, on this issue, is “corticotrophin,” the closest in sound 
and appearance of the several descriptive terms used on the product for 
which applicant seeks registration of its mark. 

Words in the language are used in two ways, written and spoken. 
Substantial identity in either appearance or sound between the alleged 
mark and the name of the product would clearly make the mark descrip- 
tive and hence unregistrable. I see no such substantial identity here. The 
two syllables “ti-co,” omitted in the mark, are adequate to differentiate 
it from the descriptive name both visually and aurally. The remaining 
question is whether they sufficiently differentiate, on either score, to escape 
the “merely descriptive” proscription of the statute, bearing in mind its 
purposes. I think they do. 

To dispose of one question, I feel that the undoubted fact that 
CORTROPHIN is highly suggestive of the product corticotrophin, so that it 
would lead informed people to surmise that that is what it is, is immaterial 
on the issue of mere descriptiveness. As Judge Bland of this court said 
many years ago in one of the CHICKEN OF THE SEA cases, Van Camp Sea 
Food Co. v. The Alexander B. Stewart Organizations, 18 C.C.P.A. (Patents) 
1415, 1420, 50 F.2d 976, 9 USPQ 541, 544 (21 TMR 414), ofttimes the 
best trademarks are highly suggestive. Next, I do not believe that the 
registration of the contraction CORTROPHIN, produced by the omission from 
the product’s name of the prominent syllables “ti-co,” would in any 
way tend to withdraw a word from the language or, realistically, would be 











Vol. 47 T. M.R. ARMOUR & COMPANY v. ORGANON INC. 1525 


likely to give rise to any harassment. CORTROPHIN is not the descriptive 
name of anything. No attorney in his right mind would use its registration 
to threaten a user of the firmly established, previously used and officially 
recognized descriptive term corticotrophin. One argument the opposer has 
presented is that coRTROPHIN would be a suitable name for the product. 
This does not have the slightest persuasive effect, at least on me, that it is 
descriptive in any way. And finally, admitting that the difference pro- 
duced by the omission of “tico” from the name is small, both visually and 
aurally, I can see no reason why, for the reasons stated above, a small 
difference is not enough of a departure from an established descriptive 
name to avoid any likelihood of damage to one basing his claim solely on 
the right to use the descriptive name. If “corticotrophin” were a valid 
trademark instead of a descriptive term, I would hold the other way 
without hesitation. I would do so because there are real and logical rea- 
sons for protecting the private property in a trademark with a wider 
moat or a higher fence than is required to be built around the publicly 
owned descriptive word, the name of the product. I observe a distinction 
in this respect in the statute itself which in Sec. 2(d) forbids registration 
of a mark which so resembles a mark or trade name previously used by 
another as to be likely, when applied to the same goods, “to cause confusion 
or mistake or to deceive purchasers,” whereas in Sec. 2(e) the proscrip- 
tion is against registering a “merely descriptive” mark without any such 
qualification as the above quoted clause in Sec. 2(d). 

It is also well known that “strong” trademarks are given greater pro- 
tection against encroachment than “weak” ones. Marks become pro- 
gressively weaker as they approach the descriptive. When the point of 
absolute descriptiveness is reached, property right in the word vanishes 
completely and the only thing left for protection is the right of the public 
to the free use of the descriptive word or name itself. Hence its registra- 
tion is prohibited, together with words which are substantially the same 
in either appearance or sound. Private interests are not involved and I 
see no reason for going further to protect the public interest. 

For the foregoing reasons I would affirm. 

WorieEy and Jackson, Judges, dissenting. 

In our opinion appellee’s CORTROPHIN, obviously a mere elision of cor- 
ticotrophin, is still so descriptive as to be unregistrable. 
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WILSON v. DELAUNAY 
Appl. No. 6279—C. C. P. A.— June 25, 1957 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
REGISTRATION PROCEDURE—OPPOSITION—DEFENSES 
REGISTRABILITY—LICENSES 
In an opposition proceeding the question is not whether opposer owns the mark 
in issue, or whether he is entitled to register it, or whether he has the right to its 
exclusive use but rather whether it is likely that he would be damaged if a regis- 
tration of the mark were granted to the applicant. Where it appears that opposer 
was first to use the word and has since that time been deriving revenue from 
license arrangements with others, registration of the same or a similar mark to 
applicant would obviously result in damage to the former and it is no defense that 
at the time applicant adopted the mark, opposer was not himself using the mark 
or exercising control over its use by his licensee. The fact remains that the regis- 
trant did not at the time it adopted and first used the mark, have the exclusive 
right to use the mark in commerce. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
The mark zOMBIE for candy is likely to result in confusion or mistake with 
the mark ZOMBIES previously used for a candy-like confection in the nature of 
a macaroon. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
The fact that there is no proof of actual confusion over a period of years of 
concurrent use of the marks may be considered in determining whether or not there 
is a likelihood of confusion but it is not controlling. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
A counterclaim praying that opposer be denied registration of its mark, which 
counterclaim was included in an answer to an opposition, was dismissed where it 
appeared that the pleading was filed after the expiration of the opposition period 
allowed for opposer’s application. 


Opposition proceeding No. 31,575 by Arthur J. Delawnay v. Ernest Wil- 
son, application Serial No. 620,763 filed October 31, 1951. Applicant appeals 
from decision of Commissioner of Patents sustaining opposition. Affirmed. 

Case below reported at 46 TMR 202. 


Carl Hoppe, of San Francisco, California, for appellant. 

James Atkins (Russell L. Law of counsel), of Washington, D.C., for 
appellee. 

Before JoHNSON, Chief Judge, and O’CoNNELL, Rich and Jackson (re- 
tired), Associate Judges. 


Jounson, Chief Judge. 

This is an appeal from the decision of the Assistant Commissioner 
of Patents (107 USPQ 148) (46 TMR 202), acting for the Commissioner, 
affirming the decision of the Examiner of Interferences in a trademark 
opposition proceeding instituted by appellee Arthur J. Delaunay against 
an application by appellant Ernest Wilson for registration of the word 
ZOMBIE as a trademark for candy. The opposition was based on alleged 
prior trademark use by appellee of the word zombies. In his answer 
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to the notice of opposition appellant included a counterclaim praying that 
appellee be refused a registration of the mark involved. 


Both the Examiner of Interferences and the Assistant Commissioner 
held that appellee’s use of zomBIEs preceded appellant’s use of zOMBIE, 
and that the concurrent use of those marks on the goods of the respective 
parties would be likely to cause confusion. They accordingly sustained the 
opposition and dismissed appellant’s counterclaim. 


We find the following statement by the Assistant Commissioner as to 
appellee’s use of the trademark zomBIEs to be supported by the record, 
107 USPQ at 148 (46 TMR 202): 


Opposer’s record shows that in the fall of 1945 he commenced 
the manufacture of a candy-like confection in the nature of a 
macaroon without flour or shortening,? and sold it in Pennsylvania, 
Maryland and New Jersey through the stores of Candy Makers, Inc. 
In February of 1946, Candy Makers, Inc., manufactured the confection 
for opposer and sold it under the zomBires mark under an agreement 
with opposer’; and this arrangement continued until December of 
1947 shortly before Candy Makers, Inc., was declared a bankrupt. 
In December of 1947, opposer entered into an agreement with Deer 
Park Baking Company for the manufacture of the zombies confection ; 
and production commenced in March of 1948. Under this agreement, 
Deer Park Baking Company manufactured and distributed the 
confection and furnished to opposer a statement of sales under the 
mark, together with information concerning the places of sale for 
purposes of computing “royalties” due to opposer. In September 
of 1949, the method of billing and accounting as between opposer 
and Deer Park Baking Company was changed; and opposer, under the 
revised system, received the zoMBiEs customer list from Deer Park 
Baking Company, Deer Park manufactured the product, charged it to 
Zombies Company (opposer’s trade name), and opposer thereafter 
billed the customers himself. This arrangement was continuing at 
the time opposer’s testimony was taken in 1953. 


2. The labels used prior to February of 1946 show MARY LEE ZOMBIES and the 
statement of ingredients included cake flour. 


The record also shows continuous use of ZOMBIE and zOMBIES by ap- 
pellant, beginning in July 1948, as a trademark on a confection consisting 
of a chocolate cream candy dipped in chocolate and sprinkled with choco- 
late covered nut meat, chocolate chips, chocolate decorets or chocolate 
covered cocoanut. 

It is evident that there is no material difference, in a trademark sense, 
between the singular and plural forms of the word zomBiE and they will 
therefore be regarded here as the same mark. 

As above indicated, the record shows continuous use of ZOMBIES as a 
trademark by appellee and/or others with his knowledge and consent 
and in a manner inuring to his benefit, beginning considerably prior to 
appellant’s earliest date of use of that mark. Appellant argues, however, 
that appellee is not entitled to maintain the opposition for the reason that, 
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at the time when the mark was adopted by appellant, appellee was not 
using it himself and had no control over the use of it by his licensee. 

It is to be noted that the instant proceeding is an opposition and that 
accordingly the issue is not whether appellee (the opposer) owns the 
mark in issue or is entitled to register it, but whether it is likely that 
he would be damaged if a registration of the mark were granted to ap- 
pellant. Since appellee has been continuously deriving revenue from the 
use of the mark on confections since a time prior to its adoption by 
appellant, it is evident that the registration of the mark to appellant 
for the same or closely related goods would be likely to damage him. 
As was pointed out by the Examiner of Interferences, it is well settled 
that an opposer need not have exclusive rights in a mark in order to op- 
pose its registration to another. Otard, Inc. v. Italian Swiss Colony, 31 
C.C.P.A. (Patents) 955, 141 F.2d 706, 61 USPQ 131 (34 TMR 201); 
California Piece Dye Works v. California Hand Prints, Inc., 34 C.C.P.A. 
(Patents) 907, 159 F.2d 871, 72 USPQ 505 (37 TMR 164), and cases there 
cited. It is only necessary that the opposer establish that he would prob- 
ably be damaged by the registration of an applicant’s mark. California 
Cyanide Co. v. American Cyanamid Co., 17 C.C.P.A. (Patents) 1198, 40 
F.2d 1003, 5 USPQ 480 (20 TMR 266). 

It is to be noted moreover that, although the exact terms of the agree- 
ments between appellee and his licensees are not shown by the record, 
it is clear that such licensees accounted to appellee and paid him royalties 
for the use of the mark zomBres. Evidently, therefore, appellee was re- 
garded as the owner of the mark whether or not he controlled the exact 
manner in which it was used or the composition of the products to which 
it was applied. The instant case is thus clearly distinguishable from 
United State Ozone Co. v. U.S. Ozone Co. of America, 19 C.C.P.A. (Patents) 
1256, 58 F.2d 1051, 13 USPQ 382 (22 TMR 304), relied on by appellant, 
in which the court found that appellee “never did use the mark and never 
was the owner of it,” and is similarly distinguishable from such cases as 
Revere Paint Co. v. 20th Century Chemical Co., 32 C.C.P.A. (Patents) 
1096, 150 F.2d 135, 66 USPQ 65 (35 TMR 143), in which the opposer 
received no compensation for the use of the mark by an alleged agent. 

Since appellee has established his right to maintain the instant opposi- 
tion proceeding, it remains to be decided whether appellant’s mark was 
properly refused registration. 

We agree with the Patent Office tribunals that the goods of the re- 
spective parties are of such a nature that the application to them of sub- 
stantially the same mark by different parties would be likely to lead to 
confusion. While there may be room for argument as to whether appellee’s 
product is a cake or a candy, it is clearly so similar in nature to appellant’s 
product that the purchasing public, seeing the same mark applied to the 
two, might logically conclude that they emanated from the same source. 
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The fact that there is no evidence of actual confusion is a factor which 
may be considered in determining whether confusion is likely, but it is 
not controlling. Auburn Rubber Corporation v. Hanover Rubber Com- 
pany, 27 C.C.P.A. (Patents) 743, 107 F.2d 588, 48 USPQ 395 (29 TMR 
642); Suzwki & Co. of New York, Lid. v. Maggi Co., Inc., 28 C.C.P.A. 
(Patents) 928, 117 F.2d 562, 48 USPQ 539 (31 TMR 109), and cases there 
cited. Under the circumstances here involved, we do not think that the 
lack of such evidence is sufficient to justify a holding that confusion would 
not be likely. 

As has heretofore been stated, appellee’s proofs establish continuous 
use by him or on his behalf of the mark zomBres as a trademark for a 
confection, beginning prior to appellant’s date of first use and extending 
at least up to the taking of appellee’s testimony in 1953. In view of this 
use, and irrespective of what rights appellee may or may not have had 
by virtue of the license agreements, it is clear that appellant is not entitled 
to registration of its mark inasmuch as it did not have, at the time it 
adopted and first used it, and in fact, never had the exclusive right to 
use the mark in commerce. Cf. Montevallo Coal Mining Co. v. Little Gem 
Coal Co., 18 C.C.P.A. (Patents) 1195, 48 F.2d 411, 9 USPQ 141 (21 TMR 
239). Cf. also Dubonnet Wine Corp. v. Ben-Burk, Inc., 28 C.C.P.A. 
(Patents) 1298, 121 F.2d 508, 50 USPQ 76 (31 TMR 266). 

Appellant argues at some length that the Patent Office tribunals erred 
in application of the burden of proof, but we can discover no such error. 
The burden of proof was, of course, on the opposer (appellee), but, for the 
reasons above set forth, we find that it has been sustained by proper evi- 
dence and that the opposition was, therefore, properly sustained. 

As above noted, appellant’s answer to the opposition included a 
counterclaim praying that appellee be denied registration of zOMBIES as a 
trademark. The Examiner of Interferences dismissed the counterclaim on 
the ground that “it has not sufficiently been made to appear that the op- 
poser has filed an application for registration of its mark” and on the 
further ground that, in any event, opposer’s right to register the mark 
could be challenged only in an opposition proceeding brought about in 
the manner required by Section 13 of the Trademark Act of 1946. The 
Assistant Commissioner, 107 USPQ at 149 (46 TMR 205), dismissed the 
counterclaim “as premature and as not stating a cause of action, in view 
of opposer’s proved earlier and continued use. 

From the foregoing it would appear that neither the Examiner of 
Interferences nor the Assistant Commissioner took cognizance of the 
fact that appellee had filed an application to register zOMBIEs as a trade- 
mark for candy; as is agreed by the parties, however, such an application 
was filed and was published for opposition on the same day and on the 
same page of the Official Gazette of the Patent Office as appellant’s mark 
here involved. So far as the record shows, appellant did not institute an 
opposition proceeding against appellee’s application within the time pro- 
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vided by law for taking such action and the counterclaim was filed 
after the expiration of the time allowed for commencing such a pro- 
ceeding. 

Appellant contends that his counterclaim was proper in view of 
Patent Office Rule 23.1, in effect at the time the opposition was brought, 
which provides that: 


Except as otherwise provided, procedure and practice in contested 
or inter partes proceedings shall be governed by the Rules of Civil 
Procedure for the District Courts of the United States wherever 
considered applicable and appropriate. 


However, as noted by appellee, opposition to an application for 
registration is definitely “otherwise provided” for by Section 13 of the 
Trademark Act. Congress having specifically provided for the time within 
which an opposition to the granting of a registration may be filed, it 
would not be proper to construe a rule of the Patent Office to permit, 
in effect, the commencement of an opposition at a later time. It follows 
that the dismissal of appellant’s counterclaim was proper. 

The decision of the Assistant Commissioner is affirmed. 

Wor.Ey, Judge, because of illness, was not present at the argument 
of this case, but, by agreement of counsel, participated in this decision. 

JACKSON, Judge, retired, recalled to participate herein in place of CoLg, 
Judge, absent because of illness. 


ACEROLA PROCESSING CORP. v. CERVECERIA REAL, INC. 
No. 36,994 — Commissioner of Patents — July 30, 1957 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Petition to review action of Examiner granting applicant’s motion to set aside 
default and permit applicant to answer. Record devoid of facts constituting excus- 
able delay, therefore it was abuse of discretion to permit requested extension of 
time to answer. 


Opposition proceeding by Acerola Processing Corp. v. Cerveceria 
Real, Inc. Opposer petitions from decision of Examiner of Interferences 
granting applicant’s motion to set aside default and permit applicant to 
answer. Petition granted. 


Paul D. Boone, of Washington, D. C., for opposer. 
Jack F. Kramer, of New York, N. Y., for applicant. 


LEEps, Assistant Commissioner. 

Opposer has filed a petition for review of the action of the Examiner 
of Interferences granting applicant’s motion to set aside the default and 
permit applicant to answer on or before July 26, 1957. 

The chronology of events is as follows: 

April 4, 1957. Opposition was filed. 
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April 16, 1957. Copy of the opposition was served by mail on 
applicant’s attorney. 

May 13, 1957. Applicant’s attorney wrote a letter to Trademark 
Service, of San Juan (stated to be variously the Puerto Rican “repre- 
sentative”, “agent”, “attorney” or “counsel” for applicant) advising 
of the opposition and of the necessity for filing an answer. 

May 27, 1957. Answer was due. 

June 3, 1957. An attorney who has been advising with applicants 
attorney forwarded to opposer’s attorney a stipulation extending the 
time to June 26, 1957, for answer, stating in his letter of transmittal 
that it had been observed that applicant’s attorney “failed to forward 
you the enclosed stipulation last week.” 

June 5, 1957. Applicant’s attorney, having failed to receive a 
reply to his letter of May 13, 1957, states that he cabled Trademark 
Service, of San Juan, for advice. 

June 5, 1957. A notice of default was mailed by the Patent Office 
to applicant’s attorney. 

June 13, 1957. Having received no reply from Trademark Service, 
of San Juan, to his letter or to his cable, applicant’s attorney sent 
another cable for advice. 

June 21, 1957. Applicant’s attorney filed a motion to set aside 
the default and permit applicant to answer on or before July 26, 1957. 

July 23, 1957. The Examiner of Interferences granted the motion, 
holding that the neglect reflected in the file was excusable, and allowed 
applicant until August 9, 1957 to file its answer. 


The record suggests that a person or persons operating in San Juan 
under the name of Trademark Service in some way represents applicant; 
that such person or persons have acted as a go-between and employed Jack 
F. Kramer, applicant’s attorney of record to represent applicant; and that 
such attorney of record has employed Albert J. Clark, an attorney-at-law 
to advise him in the premises. 

There is no satisfactory explanation in the record as to why applicant’s 
attorney of record delayed from April 16, 1957 to May 13, 1957 before 
advising applicant or its representative, Trademark Service, of the filing 
of the opposition. There is no satisfactory explanation as to why appli- 
eant’s attorney of record failed to forward to opposer’s attorney within the 
answer period a stipulation extending the time; nor is there any explana- 
tion as to why another attorney did forward the stipulation after the time 
had expired. There is no explanation as to why applicant’s attorney of 
record delayed from May 13 to June 5, 1957 to follow up his original 
letter, when he knew that answer was due on May 27, 1957. 

There is a shocking lack of diligence on the part of applicant’s attorney 
of record; and the holding of the Examiner of Interferences that the 
neglect is excusable is completely without support in the record. 

With no indication that applicant is disposed to take any action in the 
matter, and with the lack of diligence appearing clearly on the record, it 
was abuse of discretion to allow applicant until August 9, 1957, two weeks 
longer than was requested in the motion, to file its answer. 

Applicant’s attorney of record on June 21, 1957 requested that appli- 
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cant’s time for answer be extended to July 26, 1957. That date has come 
and gone, and there is no indication that applicant has authorized any 
pleading or that its attorney was prepared on that date to file a pleading. 

Under the circumstances of this case, the applicant is held to be in 
default, and judgment by default should be entered forthwith. 


EX PARTE DOANE AGRICULTURAL SERVICE, INC. 
Commissioner of Patents — July 30, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRABILITY—DISCLAIMERS 
While ordinarily a disclaimer is not needed for marks which have acquired a 
secondary meaning, both the statute and office policy require that unregistrable 
matter such as the common descriptive name of the goods, be disclaimed. 
The words AGRICULTURAL REPORT being the common descriptive name of the 
publications for which applicant sought registration of the mark, A DOANE AGRICUL- 
TURAL REPORT, they were ordered to be disclaimed. 


Application for trademark registration by Doane Agricultural Service, 
Inc., Serial No. 659,135 filed January 7, 1954. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Koenig & Pope, of St. Louis, Missouri, for applicant. 


LeeEps, Assistant Commissioner. 

An application has been filed to register A DOANE AGRICULTURAL REPORT 
for “a publication of current analysis and permanent reference data that 
treats all aspects of agriculture and its effects on business and invest- 
ments.” Use since January 1, 1948 is asserted. 

Registration was refused on the ground that the term presented for 
registration was merely an informative subtitle. Appeal was taken and 
following the appeal applicant submitted evidence of trademark signifi- 
eance. This evidence, together with the facts brought out at the argument 
on appeal, caused applicant to file an amendment to the identification of 
goods reading as follows: “a series of publications issued from time to 
time.” The application was thereafter remanded to the Examiner of 
Trademarks for reconsideration of the refusal to register in view of the 
evidence and amendment. 

The first action of the examiner after remand suggested that the 
application be amended to request registration on the Supplemental 
Register. Applicant replied that it believed that the term had acquired a 
secondary meaning, and registration on the Principal Register was there- 
fore sought. 

The second action of the examiner stated that inasmuch as AGRICUL- 
TURAL REPORT is the common descriptive name of applicant’s publications, 
the words should be disclaimed ; and applicant was advised that upon the 
filing of a disclaimer of the words, the mark would be published. Applicant 
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chose not to submit a disclaimer, and the examiner forwarded the applica- 
tion for resumption of the appeal. 

It appears that applicant publishes a number of pamphlets or leaflets 
under such titles as “Farming for Profit,” “Poultry for Profit,” “Poultry 
Report,” and “Western Farm Forecast,” each of which bears the phrase a 
DOANE AGRICULTURAL REPORT. It cannot be doubted that the publications all 
deal with agriculture or that they report various matters of interest to one 
engaged in agricultural pursuits. Applicant contends that the publications 
are not reports within the meaning of the word and cites one narrow diction- 
ary definition. At the same time, applicant states that the publications are 
concerned with a variety of matters of general interest to farmers and those 
interested in farm management, including news items, business forecasts 
and similar items. To say that the pamphlets or leaflets are not agricultural 
reports is to ignore the common and usual meaning of the words. 

While it is true that ordinarily a disclaimer is not required in con- 
nection with marks which have acquired a secondary meaning, both the 
statute and Patent Office policy require that unregistrable matter be dis- 
claimed; and since the common descriptive name of an article is un- 
registrable, it must be disclaimed. The term AGRICULTURAL REPORT being 
the common descriptive name of an agricultural report, the words must be 
disclaimed. Upon the filing of such a disclaimer within thirty days from 
this date, the amendment heretofore filed and the disclaimer will be 
entered, and the mark will be published in accordance with Section 12(a) 
of the statute. 

The decision of the Examiner of Trademarks is affirmed. 


ERCONA CAMERA CORPORATION (MYCRO 
CAMERA CORPORATION et al., joined) v. 
INTERSTATE PHOTO SUPPLY CORP. 


No. 5,131 — Commissioner of Patents — July 30, 1957 


REGISTRABILITY—TITLE 
One who merely imports and resells the trademarked products of a foreign 
manufacturer obtains no greater rights in the mark than any other reseller. 
REGISTRABILITY—TITLE 
REGISTRATION PROCEDURE—APPLICATION 
An application filed by one who is not the owner of the mark is void and 
an assignment of the application even to one who is the true owner of the mark 
is nugatory. 
REGISTRATION PROCEDURE—APPLICATION 
Request for reinstatement of abandoned application involved in interference 
is granted where application originally reiied upon by applicant was declared 
invalid. 


Interference proceeding between Ercona Camera Corporation (Mycro 
Camera Corporation and Wilhelm Witt, joined), application Serial No. 
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630,999 filed June 10, 1952 and Interstate Photo Supply Corp., application 
Serial No. 628,764 filed April 26, 1952. Erecona Camera Corporation and 
Mycro Camera Corporation appeal from decision of Examiner of Inter- 
ferences holding that Wilhelm Witt is owner of Serial No. 630,999. 
Modified. 


Howard A. Rosenberg and Michael 8. Striker, of New York, N.Y., for 
Ercona Camera Corporation, Mycro Camera Corporation and Wilhelm 
Witt. 

John P. Chandler, of New York, N.Y., for Interstate Photo Supply Corp. 


Leeps, Assistant Commissioner. 

On March 26, 1952, Interstate Photo Supply Corp. (hereafter called 
Interstate), of New York City, filed an application to register ELITAR for 
photographie lenses,' asserting use since July 12, 1951. 

On June 10, 1952, Ercona Camera Corporation (hereafter called 
Ercona), of New York City, filed an application to register for photographic 
lenses what appears to be JLITAR, but according to the application, “The 
first letter ‘J’ appearing in the drawing is the German equivalent of the 
English ‘I’ and the mark is pronounced ‘miTaR.’” ? Use since September 
29, 1950 is asserted. 

On November 12, 1952 Wilhelm Witt (hereafter called Witt), of Ham- 
burg, Germany, filed an application to register JLITAR for camera lenses,° 
use since September 22, 1950 being asserted. 

On June 8, 1953, Photographic Importing and Distributing Corpora- 
tion (hereafter called Photographic), of Valley Stream, Long Island, 
New York, filed an application to register ELITAR for photographic lenses, 
lens caps, and carrying cases for such lenses and caps,* use since April 
16, 1951 being asserted. 

On December 29, 1953, Elgeet Optical Company, Inc. (hereafter called 
Elgeet), of Rochester, New York, filed an application to register ELTAR 
for camera lenses,> use since April of 1946 being asserted. 

An interference was instituted between Interstate, Ercona, Photo- 
graphic and Elgeet, the Witt application having been formally abandoned 
under circumstances hereinafter discussed. 

Elgeet did not contest the proceedings, and Photographic assigned such 
rights as it may have had in its mark and application to Interstate, leaving 
Ercona and Interstate as the apparent parties in interest. 

Interstate moved for dissolution on the ground that Ercona did not 
own the mark for which registration was sought, since it had executed 
one assignment in favor of Witt on October 23, 1953, and another in favor 
of Mycro Camera Corp. on May 3, 1954. 


Ser. No. 628,764. 
Ser. No. 630,999. 
Ser. No. 637,969. 
Ser. No. 648,426. 
Ser. No. 653,215. 
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A motion to substitute Mycro Camera Corp. (hereafter called Mycro) 
for Ercona accompanied by an affidavit of the individual who stated that 
he is Treasurer of Mycro and Vice-President of Erecona, was filed. The 
affidavit includes the following representations: 


1. Mycro and Ercona occupy the same and adjoining office space, are 
closely related in business dealings, and have “joint offices.” 


2. On May 3, 1954 the affiant executed an instrument of transfer 
from Ercona to Myecro certain trademarks, including the mark and ap- 
plication here involved, and the instrument was subsequently recorded 
in the Patent Office. 


3. Simultaneously with the execution of the instrument mentioned in 
the foregoing paragraph, affiant executed on behalf of Mycro an instrument 
purporting to license Ercona to use the mark here under consideration on 
goods which it imports, manufactures and sells, subject to the control and 
supervision of Mycro. 


4. Affiant executed the instruments above referred to “for business 
reasons” and he did not discuss the transactions with either the attorney 
representing Erecona or with Charles H. Frank, Jr., who is president of 
Mycro and Vice-President of Ercona. 

The Examiner of Interferences noted that there are in the records of 
the Patent Office conflicting assignments of the mark and application of 
Ercona, one in favor of Wilhelm Witt, dated October 23, 1953, recorded on 
July 26, 1954, and another in favor of Mycro dated May 3, 1954, recorded 
on May 17, 1954; he denied Interstate’s motion for dissolution; he granted 
Mycro’s motion to be substituted; and he gave leave to Witt to file a 
motion to intervene. After the filing on behalf of Witt of a motion to 
intervene, and the filing on behalf of both Witt and Ercona-Myecro of 
affidavits and exhibits, counter-affidavits and exhibits, memoranda and 
briefs, the Examiner of Interferences held that “upon the uncontraverted 
facts now established in this case Witt is the owner of application 630,999 
and the mark therein disclosed.” Ercona-Mycro has appealed from this 
decision; and the interference proceeding involving Interstate remains 
suspended. 

It is not necessary to consider anything other than Patent Office rec- 
ords and the testimony of Charles H. Frank, Jr., Vice-President of Ercona, 
heretofore taken in the interference proceeding to determine the proper 
party to the interference with Interstate. We turn to the chronology of 
events in connection with the applications of Witt and Ercona. 

June 10, 1952. Ercona filed an application to register suiTar (Ilitar) 
for photographic lenses (S.N. 630,999), claiming first use and first use in 
commerce on September 29, 1950. 

November 12, 1952. Witt filed an application to register the identical 
mark for camera lenses (S.N. 637,969), claiming first use on July 28, 1946 
(apparently in Germany) and first use in commerce between Germany, 
and the United States on September 22, 1950. 
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May 12, 1953. The marks of both applications were published subject 
to interference with each other. The interference was not instituted for the 
reasons which hereafter appear. 

October 23, 1953, David Harris, Vice-President and Assistant Secre- 
tary of Ercona, executed an instrument stating that for good and valuable 
consideration Ercona “does sell, assign and transfer unto said Wilhelm 
Witt the entire right, title and interest in and to said trademark [S.N. 
630,999] together with that part of the good will of the business con- 
nected with the use of and symbolized by the mark, and the Commissioner 
of Patents is requested to issue the certificate of registration of said mark 
to said assignee.” 

October 23, 1953. Witt executed a statement of abandonment of his 
application S.N. 637,969. 

November 17, 1953. The executed statement of abandonment of the 
Witt application was transmitted to the Patent Office not by the agent 
representing Witt in his application to register, but by the attorney 
for Ercona* with a statement in the letter of transmittal that “counsel 
[agent] for Mr. Witt in the said application is aware of the present aban- 
donment, and a copy of this letter is being sent to him.” 

November 17, 1953. The attorney for Ercona filed a statement in 
Ercona’s application, S.N. 630,999, advising that he was submitting a formal 
abandonment by Witt of his application, and requested that “the instant 
application be now considered for issue of trademark registration to 
Ereona Camera Corporation.” This request was made notwithstanding 
the stated request in the previously executed assignment that the certificate 
of registration issue to Witt. 

March 8, 1954. The interference (No. 5131) was instituted March 
3, 1954. 

May 3, 1954. David Harris, Vice-President of Ercona, executed an 
instrument purporting to assign the mark and application S.N. 630,999 to 
Mycro Camera Corp. ' 

May 17, 1954. The instrument referred to in the preceding paragraph 
was recorded in the Patent Office in Liber Q 240, page 464. 

June 10, 1954. Witt executed before the American Vice-Consul in Ham- 
burg, Germany, a paper designating George C. Dix, an attorney of New 
York, as the person resident in the United States on whom may be served 
notices or process in proceedings affecting the mark JuiTarR (Ilitar), the 
mark and application S.N. 630,999 having been previously assigned to said 
Witt. 

July 26, 1954. The assignment executed on behalf of Ercona in favor 
of Witt was recorded in the Patent Office in Liber Q 241, page 495. 


6. The attorney for Ercona prior to February 28, 1956 was John M. Cole of 
New York. 
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August 16, 1954. The paper designating Witt’s U.S. representative, 
referred to in the second paragraph above, was filed in the Patent Office 
in the file of application S.N. 630,999. 

July 5, 1955. Testimony of Charles H. Frank, Jr., vice-president of 
Ercona was taken on behalf of Erecona in the interference proceeding. 
This testimony shows that cameras with lenses marked JuiTar (Ilitar) are 
imported from Germany by a corporation named Steelmasters, Inc., and 
such cameras with JLITaR lenses are sold in the United States by Steel- 
masters, Inc. to Ercona which, in turn resells such cameras to retail stores. 
At no time during the direct examination did the witness mention—nor was 
he questioned concerning—any instruments purporting to assign the mark 
here involved. On cross-examination the witness was asked whether or not 
Ercona has owned the mark presented for registration since September, 
1950, and still owns it, and the witness replied in the affirmative. When he 
was asked about the two assignments, he admitted that Ercona had assigned 
the mark twice, but when his attorney interrupted to say that he knew of no 
assignment to Mycro, the witness changed his answer to say that he 
couldn’t remember. The witness testified on cross-examination that the 
camera and lenses marked JLITAR are made in Germany by [loca Camera 
Company; that he knows Wilhelm Witt; and that Witt is associated with 
Iloca Camera Company in an executive capacity and may be the entire 
owner of the Company. The witness demonstrated on cross-examination 
what might be described as a “convenient memory” in so far as the ac- 
tivities and business dealing of Ercona and Steelmasters, Inc., with Witt 
were concerned. 

From the foregoing it is clear that Ercona did not own the mark 
presented for registration at the time the application was filed, since it 
merely purchased from an importer the products manufactured and marked 
with the trademark in Germany and sold them to retailers. Ercona is 
merely a purchaser from the importer and a reseller of the foreign-made 
and marked goods, and as such, has obtained no greater rights in the trade- 
mark than any other reseller of such goods. It neither adopted the mark 
to identify its goods nor has it used it to distinguish its goods from those 
of others. 

The application (S.N. 630,999) was void at the time it was filed, 
having been filed by an entity which did not own the mark, and registra- 
tion thereon is refused. See: Dunleavy v. Koeppel Steel Products, Inc., 
114 USPQ 43 (47 TMR 1279) (Com’r, 1957). 

It is also clear that Ercona could not validly assign that which it did 
not own—either to Witt or to Mycro. The void application is therefore not 
“owned” by Witt or by Mycro. 

Various affidavits and exhibits filed in the interference proceeding in- 
dicate that the interlocking directors and officers of Ercona, Mycro and 
Steelmasters, Inc. at all times prior to the time the Ercona application 
was filed recognized Witt’s rights in the mark presented for registration. 
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It can only be concluded that such officers and directors have not acted 
in good faith either in their dealings with Witt, or in their representations 
to the Patent Office, and the record thus far made, although far from com- 
plete, supports a finding of unclean hands on the part of Ercona and 
Mycro. 

Witt, having anticipated that the application filed by Ercona (S.N. 
630,999) might be found void, filed a request for reinstatement of his 
hitherto abandoned application (S.N. 637,969) and for substitution in the 
interference of his application for that filed by Ercona. The request is 
granted; the application is reinstated; the void application S.N. 630,999 
is stricken from Interference No. 5131; application S.N. 637,969 filed by 
Witt is substituted as the interfering application with Interstate; Witt 
is substituted as a party in position of plaintiff; and the interference pro- 
ceeding is resumed between Witt and Interstate. 

The decision of the Examiner of Interferences is modified in accord- 
ance with this opinion. 


UNITED STATES PLYWOOD CORPORATION 


(INTERNATIONELLA SIPOREX A B, assignee, 
substituted) v. TREIB 


No. 5,123 — Commissioner of Patents — July 30, 1957 


REGISTRATION PROCEDURE—APPLICATION 
REGISTRATION PROCEDURE—INTERFERENCE 
While it is true that in inter partes cases an applicant is entitled to rely upon 
his filing date as his date of first use, this is not an inflexible rule and it would 
not be applied in a situation where after the other party had established that it 
was the first to make the mark known, the applicant failed to come forward with 
any proof of its own use. 
REGISTRABILITY—IN GENERAL 
Newspaper and other publicity does not constitute use of a trademark nor 
does the sending of samples of the goods bearing the mark to applicant’s field 
personnel. 


Interference proceeding between United States Plywood Corporation 
(Internationella Siporex A B, assignee, substituted) application, Serial 
No. 645,848 filed April 23, 1953 and Seymour L. Tretb, application, Serial 
No. 644,935 filed April 8, 1953. Internationella Siporex A B appeals from 
decision of Examiner of Interferences for Treib. Reversed, but inter- 
ference dissolved and both parties refused registration. 


James M. Heilman and Heilman & Heilman, of New York, N.Y., for Inter- 


nationella Siporex A B. 
Richardson, David & Nordon, of New York, N.Y., for Treib. 


Leeps, Assistant Commissioner. 

On April 8, 1953, Seymour L. Treib (hereafter called Treib), doing 
business as Zeprex Trading Co., filed application to register zepRex for 
building blocks and plywood, asserting use since April 4, 1953. 
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On April 23, 1953, United States Plywood Corporation (hereafter 
called Plywood) filed an application to register zeprex for structural and 
insulating material of light weight concrete formed into building slabs, 
roofing, floor and wall slabs, beams, blocks, insulating slabs, and as a 
fire resistent core material for doors partition panels, and building panels 
over which decorative faces are applied. Use since March 23, 1953 is as- 
serted. During the pendency of this proceeding. Plywood assigned its 
right to Internationella Siporex A B of Stockholm, Sweden (hereafter 
called Siporex), and the assignee has been substituted as the party in posi- 
tion of defendant. 

An interference was instituted, and on the record presented before 
him, the Examiner of Interferences found that Treib was entitled to the 
registration sought and Siporex was not entitled to registration. Siporex 
has appealed. 

The record shows that the New York World Telegram and Sun on 
March 9, 1953, and the New York Herald Tribune on March 10, 1953 
carried news articles reporting an announcement by Plywood of acquisition 
of National Brick Corp., Long Island City, to manufacture a new building 
product called zeprex for which it had obtained exclusive rights from 
Internationella Siporex A B of Sweden. The articles indicate that the 
product was introduced to the press at a press conference on March 9, 1953. 

A March 29, 1953 bulletin, signed by Plywood’s president and ad- 
dressed to all Plywood Divisional and Branch Managers and sent also to all 
Mill Managers and Department Heads, announced the selection of the 
word zeEprex for a Swedish developed mineral material to be manufactured 
soon in the facilities of the recently acquired National Brick Company. 
The bulletin contained other details about what the material is and what 
uses would be made of it, not only by Plywood, but by others. 

The material marked zEPpREx was shown by Plywood to a group of New 
York bankers on March 16 or 17, 1953. 

The product was demonstrated on NBC television on April 7, 1953. 

On April 8, 1953, Treib filed his application, asserting use of the mark 
ZEPREX since four days earlier, April 4, 1953. 

From the date of the television demonstration on April 7, 1953, Ply- 
wood publicized in numerous ways the new ZEPREX product, its charac- 
teristics and its uses, but no sales under the mark were made until July 
13, 1953 when Siporex shipped zeprex light weight concrete to Algoma 
Plywood & Veneer Co., a subsidiary of Plywood. It is true that samples 
of the marked product were sent in March of 1953 to some of Plywood’s 
field personnel, and some marked samples were sent from Siporex to 
Plywood for testing purposes during the period of June 11 to October 6, 
1953, but such sample shipments do not constitute trademark use of the 
mark. The earliest proved use of the mark is July 3, 1953 and such use 
was by Siporex and not Plywood. 
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In 1955, Plywood executed an instrument of transfer in favor of 
Siporex. 

Treib presented no facts in support of his right to register. The Ex- 
aminer of Interferences held that he was entitled to rest on the filing date 
of his application as his earliest date of use, and held that since he could 
rely on April 8, 1953 as his first use date, he was entitled to registration. 
It is true that in many inter partes proceedings it has been held that an 
application is entitled to rely upon his filing date as his first use date, but 
to consider this as a hard and fast rule to be followed in all situations 
is to give undeserved weight to the mere filing of an application in the 
Patent Office. 

In the present case, Plywood assumed the burden of going forward 
with its proofs and showed that it had introduced the product to the public 
and trade under the zeprex mark by showing it at a press conference, at 
a bankers’ meeting and on television; had introduced it to its own office 
and field personnel; and had announced through New York newspapers 
acquisition of facilities for producing the zEprREx product. Such proofs 
raise a number of questions concerning Treib’s right to register and are 
sufficient to shift to Treib the burden of going forward. No proofs were 
offered by Treib; and since the questions raised by Plywood’s record re- 
main unanswered, to permit Treib to rely solely on his application filing 
date as his date of first use and issue a registration thereon, thereby 
creating certain presumption as against the person who had first made the 
mark known, would be to give undue and undeserved weight to an ap- 
plication date. 

It is clearly apparent that Plywood is not entitled to registration, 
since it had not used the mark presented prior to the time the application 
was filed. Treib is not entitled to registration, since after plywood had 
shown that it had made the mark known to the trade and public, he 
failed to discharge his burden of going forward with proofs showing 
that he adopted and used the mark in good faith and is therefore entitled 
to registration. 

The interference is dissolved; neither party is entitled to registration 
on the present applications; and the Examiner of Interferences is reversed. 


BROWN & BIGELOW v. MUENCH-KREUZER 
CANDLE CO., INC. 


No. 33,273 — Commissioner of Patents — July 31, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application for REMEMBRANCE for candles, opposed by owner of registration 
of same word for long line of advertising specialties which it sells for distribution 
by its industrial and commercial customers as gifts with the customer’s name or 
mark thereon. No likelihood of confusion found in view of the fact that the 
products pass in different channels of trade. 
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Opposition proceeding by Brown & Bigelow v. Muench-Kreuzer Candle 
Co., Inc., application Serial No. 650,200 filed July 13, 1953. Opposer ap- 
peals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Howard L. Fischer, of Minneapolis, Minnesota, for opposer-appellant. 
D. Emmett Thompson, of Syracuse, New York, for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register REMEMBRANCE for candles, 
use since May 20, 1950 being asserted. 

Registration has been opposed by the registrant of REMEMBRANCE, both 
alone and in combination with other words, for art calendars, greeting 
cards and mottoes;' playing cards;? etchings, greeting cards and water- 
color prints ;* blotters, pencils and memo pads;* portfolios, pocketbooks, 
wallets and leather-covered receptacles;> and memo pads, pencils, pens, 
telephone indexes, desk calendars, letter openers, paper clips, clip pads 
and paper weights. Opposer uses its mark also on desk and pocket 
cigarette lighters, among other things. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s business has been rather fully described in Ex Parte Brown 
& Bigelow, 112 USPQ 274 (47 TMR 541) (Com’r, 1957) and in 
Brown & Bigelow v. Remembrance Advertising Products, Inc., 92 USPQ 
443 (42 TMR 312) (N.Y. S.Ct., App.Div., 1952), and it will be only 
generally discussed here. Opposer has for many years been engaged in 
the manufacture and sale of advertising specialties which are prepared by 
it with the trademarks and tradenames of its customers reproduced there- 
on. Such advertising specialties are sold to opposer’s customers for dis- 
tribution by them as gifts to the general public. As was said in the case 
first cited above, 112 USPQ at 276 (47 TMR 541 at 543, 544), “* * * appli- 
cant [opposer] does not sell its products to the public, nor does it advertise 
or promote the sale of its advertising specialties in media directed to the 
general public. The public is not the ‘purchaser’ of applicant’s [opposer’s] 
products, and on the record here, it is doubtful that REMEMBRANCE ADVER- 
TISING has any real significance to the public. Applicant [opposer] adver- 
tises, promotes the sale of, and sells its advertising specialties to industrial 
and commercial operators who utilize them to advertise and promote the 


1. Reg. No. 147,758, issued Nov. 1, 1921, renewed, and published in accordance 
with Sec. 12(c) on Feb. 17, 1948. 
. Reg. No. 239,599, issued Mar. 6, 1928, renewed, and published in accordance 
with Sec. 12(c) on Apr. 20, 1948. 
3. Reg. No. 283,431, issued May 26, 1931, renewed, and published in accordance 
with Sec. 12(c) on Feb. 24, 1948. 
4. Reg. No. 412,238, issued Feb. 27, 1945, published in accordance with Sec. 12(c) 


on Feb. 24, 1948. 
5. Reg. No. 515,522, issued Sept. 27, 1949. 
6. Reg. No. 565,878, issued Oct. 28, 1952. 
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sale of their own products.” There is nothing in the record here which indi- 
cates that these findings are not equally applicable in the present case. 

Applicant is a manufacturer and seller of candles. In 1950, it com- 
menced the sale of a cemetery light unit and replacement candle under the 
mark REMEMBRANCE.’ The light units and candles are sold primarily to 
cemetery caretakers, florists, funeral jobbers, churches, and shops selling 
religious goods, all of which in turn, resell to the general public. Applicant 
has advertised its products by direct mail to its dealers, in trade magazines 
and in catalogs. 

Opposer’s record shows that its customers include funeral directors 
and florists, but opposer’s advertising specialties feature its customers’ 
trademarks and tradenames and not opposer’s. Furthermore, opposer’s 
products featuring the customers’ marks and names are given away to the 
public as gifts in an effort to have the members of the public who receive 
such gifts remember the giver and the products of the giver, i.e., opposer’s 
customers, not opposer. Applicant’s products, on the other hand, are con- 
sumer items sold under the REMEMBRANCE mark and designed to light a 
grave for a period of time in remembrance of the deceased person. 

Thus, it is seen that the products do not move in the same manner 
through the same channels of trade; they are not advertised in the same 
media; and they are not sold to the same “average” purchasers. Under 
such circumstances, confusion is not likely because there is no opportunity 
for confusion. 

The decision of the Examiner of Interferences is affirmed. 


MALLINCKRODT CHEMICAL WORKS v. 
CENTROPOLIS CRUSHER CO. 


No. 33,796 — Commissioner of Patents — August 2, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
No likelihood of confusion found to exist between applicant’s mark CHLOR- 

GREEN for plant food and opposer’s CALO-CLOR, CALOGREEN and AURAGREEN for lawn 
fungicides, the evidence failing to show that opposer’s three marks had been used 
together in such a way as to cause purchasers to associate them with one another 
making it necessary, therefore, that the said marks be separately considered for 
similarity to applicant’s mark. 


Opposition proceeding by Mallinckrodt Chemical Works v. Cen- 
tropolis Crusher Co., application Serial No. 639,152 filed December 8, 1952. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Koenig & Pope, of St. Louis, Missouri, for opposer-appellant. 
C. Earl Hovey, of Kansas City, Missouri, for applicant-appellee. 


7. Applicant has used REMEMBRANCE LITE on the light units, but since the unit 
is a light (lite), the mark may be considered as REMEMBRANCE. 
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LeEeEps, Assistant Commissioner. 

An application has been filed to register CHLOR-GREEN for plant food, 
use since November 18, 1952 being asserted. 

Registration has been opposed by the registrant of CALO-cLOR for a mix- 
ture applied to grass for treatment of brown patch;' CALOGREEN for a 
mercurial salt known as mercurous chloride employed for the control of 
brown patch ;? and AURAGREEN for a dye preparation applied to grass, for 
brown patch control.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s record shows that it has for many years used CALO-CLOR, 
CALOGREEN and AURAGREEN for preparation for the treatment and control 
of grass fungi. During the period of 1949 through 1954 opposer’s sales 
under the three marks amounted to more than seven hundred thousand dol- 
lars in value, and during the same period it spent more than one hundred 
thousand dollars in advertising and promoting the sale of its products 
under the marks. 

The record shows a pattern of promotion of three of opposer’s products 
under the marks CALO-CLOR, CALOCURE and CADMINATE, to an extent that 
dealers and users are likely to associate the three, and when one is seen 
or heard, purchasers are likely to think of the other two; but it fails to 
show a similar pattern in connection with the promotion of CALO-CLOR, 
CALOGREEN and AURAGREEN. Each of opposer’s marks must therefore be 
considered separately so far as any resemblance of applicant’s mark to them 
is concerned. 

While it is true that the products of the parties are likely to be sold 
through the same channels of trade to the same average purchasers, the 
products are quite different—opposer’s being in the nature of a fungicide 
and applicant’s a plant food. Considering the highly suggestive nature of 
applicant’s mark CHLOR-GREEN when applied to its plant food, it is not 
believed that it so resembles either CALO-CLOR Or CALOGREEN Or AURAGREEN 
used by opposer on its various preparations for treatment of diseased grass 
as to cause confusion or mistake of purchasers. 

The decision of the Examiner of Interferences is affirmed. 


1. Reg. No. 357,788, issued June 14, 1938; and Reg. No. 500,130, issued April 
27, 1948. 
’"2. Reg. No. 230,506, issued July 26, 1927; and Reg. No. 500,057, issued April 
13, 1948. 
3. Reg. No. 361,932, issued Nov. 8, 1938; and Reg. No. 500,195, issued May 11, 
1948. 
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EX PARTE PALM BEACH COMPANY 


Commissioner of Patents — August 2, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
FALLWEAVE for sport coats and suits is likely to cause confusion, mistake or 
deception in view of prior registration of FALWEVE for trousers, coats, vests, top- 
coats and overcoats. 


Application for trademark registration by Palm Beach Company, 
Serial No. 696,724 filed October 19, 1955. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 


Benjamin Burrows, of New York, N.Y., for applicant. 


Leeps, Assistant Commissioner. 

An application has been filed to register FALLWEAVE for sport coats 
and suits, use since September 10, 1955 being asserted. Registration was 
refused by the Examiner of Trademarks on the grounds that (1) the term 
is merely descriptive, and (2) the term is used by applicant to identify 
fabric from which garments are made rather than to identify coats and 
suits. Applicant appealed. 

During the pendency of the appeal, which had been submitted on 
brief, the Examiner of Trademarks called the attention of the Assistant 
Commissioner to an existing registration of FALWEvE for men’s clothing, 
suits, trousers, coats, vests, topcoats and overcoats,’ and pointed out that 
the registration had been overlooked during the examiner’s search. The ap- 
plication was remanded for action by the Examiner of Trademarks in the 
light of the registration. Registration was refused by the examiner on 
grounds of record and on the additional ground of likelihood of confusion, 
mistake or deception of purchasers. Applicant merely stated in its re- 
sponse to the action of the examiner that it “wishes to note its claims that 
the reference mark FALWEVE is dissimilar to applicant’s mark FALLWEAVE,” 
and added that it was assumed that all matters would be merged in the 
appeal. 

On resumption and disposition of the appeal, it is clearly apparent 
that the term FALLWEAVE, when applied to sport coats and suits, so closely 
resembles the mark FALWEVE, previously registered for men’s suits and 
coats and other items of men’s clothing, as inevitably to cause confusion, 
mistake or deception of purchasers. In view of this conclusion, it is un- 
necessary to pass upon the other grounds set forth by the examiner. 

The decision of the Examiner of Trademarks is affirmed. 


1, Reg. No. 559,126, issued to Sewell Manufacturing Company on May 20, 1952. 
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AMERICAN HOME PRODUCTS CORPORATION 
v. WILLARD 


No. 33,743 — Commissioner of Patents — August 5, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
No likelihood of confusion exists between applicant’s mark TRISYAMINE for a 
drug used in the treatment of hypertension, arthritis, anteriopoliomyelitis and 
myocarditis and WYAMINE for nose drops, inhalers, a drug used in the treatment 
of low blood pressure, an elixir and a tablet for stimulation of depressed persons. 


Opposition proceeding by American Home Products Corporation v. 
Ralph 8. Willard, application Serial No. 644,083 filed March 23, 1953. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Dudley Browne, Louis H. Baer, and Mortimer Altin, of New York, N.Y., 
for opposer-appellant. 
Albert J. Fihe, of Burbank, California, for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register TRISYAMINE for a medicinal 
compound composed of Salts of Glycocyamine in powdered or tablet form 
for use in the treatment of hypertension, arthritis, anteriopoliomyelitis and 
myocarditis, use since March 11, 1953 being asserted. 

Registration has been opposed by the registrant of wyamine for 
N-Methyl-Phenyl-Tertiary Butylamine for therapeutic use as an inhalant 
and for topical application." 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

It appears from opposer’s record that it uses its WYAMINE mark on 
nose drops and inhalers, both of which are sold over the counter to ultimate 
users. The mark is also used on a sulphate for intramuscular or intrave- 
nous use for treatment of low blood pressure and on an elixir and a tablet 
for the elevation of mood in depressed-worn-out people, all of which are 
sold only on prescription of physicians. Opposer’s products have been 
widely distributed, more than a million dollars’ worth having been sold 
under the mark since 1947; and more than $350,000 have been spent in 
advertising them in medical journals and in promotional pieces sent to the 
medical profession. 

It is apparent from the application that the suffix portion of ap- 
plicant’s mark is taken from “glycocyamine”; and it is apparent from op- 
poser’s registration that the suffix of its mark is taken from “butylamine.” 
So far as physicians are concerned, both are “amines”; and so far as aver- 
age ultimate users are concerned, they probably do not know anything 
about “amines.” It does not appear however that applicant’s mark is used 
on an over-the-counter product, being labeled “Caution: New Drug— 


1. Reg. No. 512,863, issued July 26, 1949 to a predecessor. 





1546 THE TRADEMARK REPORTER Vol. 47 T. M.R. 
Limited by Federal Law to investigational use.” While it is true, as con- 
tended by opposer, that this label is temporary in nature and does not 
in itself indicate that applicant’s product will necessarily be a prescription 
product, nevertheless, it is reasonable to assume that applicant’s product for 
the treatment of hypertension, arthritis, anteriopoliomyelitis and myo- 
carditis will be sold as a prescription drug just as in opposer’s product 
which is sold for treatment of low blood pressure and for mood elevation 
in depressed persons. 

Whether the products are or are not prescription items, and assuming 
that they both will be sold in the same trade channels under the same cir- 
cumstances and conditions to the same average purchasers, the question is, 
“Will such purchasers be likely to be confused or make mistakes as between 


WYAMINE medicine 
and 
TRISYAMINE medicine 


or will they be likely to attribute them to a common source? 

The answer is in the negative. Giving due consideration to the circum- 
stances surrounding the purchase of drug products, whether on prescrip- 
tion or not, and noting the differences in the length of the marks, and in 
their sound and appearance, it is believed that the dissimilarities are suffi- 
cient to avoid confusion or mistake. 

The decision of the Examiner of Interferences is affirmed. 


ANAHIST CO., INC. v. MEYER CHEMICAL COMPANY 
No. 33,052 — Commissioner of Patents — August 5, 1957 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
In an opposition proceeding involving the registered mark ANAHIST and appli- 

cant’s mark ALMEHIST, both used for drug products, the fact that applicant had 
registered ten marks containing ALME as a prefix or suffix and had used such marks 
upon eighteen different products was irrelevant in the absence of proof that there 
had been such promotion of the marks together that purchasers would associate 
all products bearing such marks with a single source. Similarly, it was irrelevant 
that over fifty marks containing the syllable HIsT had been registered by others, 
for the meaning of that syllable was immaterial if the marks were likely to create 
confusion or mistake. 

REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 

A likelihood of confusion exists in the concurrent use of opposer’s registered 

mark ANAHIST in connection with a drug for the symptomatic relief of colds and 
allergies, particularly hay fever, and applicant’s ALMEHIST for a drug product for 
the relief of allergic conditions, both of said products being usable for the same 
purpose. While applicant’s product was apparently sold only on prescription, 
whereas opposer’s was sold over-the-counter, a registration issued to applicant would 
be broad and indefinite so as to establish prima facie evidence of rights for an 
over-the-counter preparation. 
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Opposition proceeding by Anahist Co., Inc. v. Meyer Chemical Com- 
pany, application Serial No. 630,196 filed May 24, 1952. Applicant ap- 
peals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


Albert H. Graddis, of Yonkers, New York, for opposer-appellee. 
Dean Laurence, of Jackson, Mississippi, and Margaret V. Wiest, of Wash- 
ington, D.C., for applicant-appellant. 


Leeps, Assistant Commissioner. 

An application has been filed to register ALMEHIsT for a preparation 
in capsule form for relief of allergic conditions, use since January 2, 1952 
being asserted. 

Registration has been opposed by the registrant of aNAuist for a 
preparation for symptomatic relief of colds and allergies.’ 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s record shows that since 1949 it has used the mark ANAHIST 
to identify and distinguish an antihistaminic preparation which is sold over 
the counter in various forms for use in the relief of allergic conditions, in- 
cluding colds and hay fever. Since 1953, it has used SUPER ANAHIST as its 
mark for a similar but specifically different preparation. More than nine- 
teen million dollars’ worth of ANAHIST and SUPER ANAHIST antihistaminic 
preparations have been sold by opposer; and more than seven and a half 
million dollars have been spent in advertising the products through all 
modern media. Opposer’s marks ANAHIST and SUPER ANAHIST are well- 
known in the pharmaceutical field, and symbolize a valuable business and 
product good will. 

In 1952 applicant commenced use of ALMEHIST as a mark for an anti- 
histaminie preparation used in the treatment of hay fever, motion sickness 
and general manifestations of allergy. Due to the presence of certain in- 
gredients, the product is required to be sold only on prescriptions of physi- 
cians. There are in the record copies of ten registrations owned by ap- 
plicant, each of which shows a mark containing ALME as the prefix or suffix 
syllables and each of which is registered for a pharmaceutical. The testi- 
mony indicates that applicant is selling eighteen products under marks 
containing the syllable aLme. There are also in the record copies of fifty 
registrations issued to others for marks which contain the syllable Hist 
either as a prefix, as a suffix, or somewhere in the middle of the word mark. 

The only question for determination here is whether or not appli- 
cant’s mark, when applied to the goods identified in the application, so 
resembles opposer’s previously registered mark as to be likely to cause 
confusion or mistake in trade. The fact that applicant has other marks 
containing the syllables aLME is irrelevant unless it is shown that there 
has been such promotion of the marks together that purchasers immediately 


1. Reg. No. 576,575, issued June 30, 1953. 
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associate all pharmaceutical products bearing such marks with a common 
producer. No such showing has been made here. The registrations issued 
to strangers to this proceeding are irrelevant, since the meaning of “hist” 
is immaterial if the marks as a whole are likely to cause confusion or 
mistake. 

The marks are ALMEHIST and ANAHIST. The marks sound so much 
alike that if they were used on competitive products, confusion would be in- 
evitable. The products are pharmaceuticals which presently move through 
somewhat different trade channels, i.e., one is sold over-the-counter and 
the other by prescription only. There is nothing, however, in the identifica- 
tion of applicant’s goods in its application which suggests either that it 
is a prescription item or that one or more of its ingredients prevents over- 
the-counter sale. It is identified as a preparation for relief of allergic 
conditions, and according to the testimony, it is used in the treatment of 
hay fever, motion sickness and general manifestations of allergy. Op- 
poser’s product is identified in its registration is a preparation for sympto- 
matic relief of colds and allergies, and according to the testimony, it is used 
for the treatment of colds and hay fever. According to a research chemist 
who testified concerning a number of antihistaminic preparations being 
marketed, ALMEHIST and ANAHIST could be used for the same purpose. 

Although the presence of certain hypnotic and sedative alkaloids in 
applicant’s product requires that it be dispensed only on prescription, a 
registration maturing from the application involved here would be so broad 
and indefinite as to establish prima facie evidence of rights in the mark 
for an over-the-counter antihistaminic preparation from which such alka- 
loids had been eliminated and sold in direct competition with opposer’s 
product. Potential damage to opposer appears from such a situation. 

The Examiner of Interferences properly sustained the opposition, and 
his decision is affirmed. 


SOCIETE ANONYME DES MANUFACTURES DES GLACES ET 
PRODUITS CHIMIQUES DE SAINT-GOBAIN, CHAUNY & 
CIREY v. THE ATLAS MINERAL PRODUCTS COMPANY 

OF PENNSYLVANIA 


No. 33,778 — Commissioner of Patents — August 5, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
In an opposition proceeding involving opposer’s mark LUCOFLEX for plastic 
materials in the form of sheets, rods and powder and applicant’s mark AMPCOFLEX 
for corrosion-resistant synthetic resin pipes and ducts, the evidence showing that 
opposer had used its mark on the same products as applicant produced, no likelihood 
of confusion found to exist. 


Opposition proceeding by Societe Anonyme Des Manufactures Des 
Glaces et Produits Chimiques De Saint-Gobain, Chauny & Cirey v. The 
Atlas Mineral Products Company of Pennsylvania, application Serial No. 
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627,375 filed April 1, 1952. Opposer appeals from decision of Examiner 
of Interferences dismissing opposition. Affirmed. 


Bauer & Seymour, of New York, N.Y., for opposer-appellant. 
Busser, Smith & Harding, of Philadelphia, Pennsylvania, for applicant- 
appellee. 


LEEps, Assistant Commissioner. 

An application has been filed to register ampcortex for corrosion- 
resistant synthetic resin pipes and ducts, use since January 11, 1952, being 
asserted. 

Registration has been opposed by the registrant of LUcoFLEx for plastic 
material in the form of sheets, rods or powder.' 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

A stipulation of facts on behalf of opposer indicates that opposer 
and its wholly-owned subsidiary, American Lucoflex, Inc., have used 
LUCOFLEX On corrosion-resistant pipes and ducts since prior to applicant’s 
first use of its mark. It therefore appears that the products of the parties 
are the same. 

The marks are AMPCOFLEX and LUCOFLEX. They neither look alike nor 
sound alike, nor do they contain anything in common or otherwise which 
suggests either same thing or the same producer. There is not such re- 
semblance of applicant’s mark to opposer’s as to be likely, when applied to 
the goods, to cause confusion, mistake or deception of purchasers. 

The decision of the Examiner of Interferences is affirmed. 


SWISSAIR TRANSPORT CO., LTD. v. THE AMERICAN 
FLOOR SURFACING MACHINE CO. 


No. 35,862 — Commissioner of Patents — August 5, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 

In an opposition proceeding involving applicant’s mark AMERICAN SUPER SPEED 
surrounding an aeroplane design for sandpaper and abrasive cloth and paper, and 
opposer’s mark consisting of the design of an aeroplane and the word SWISSAIR 
for air transportation services, opposer alleging dilution of its well-known mark 
as well as a likelihood that it might mistakenly be thought to sponsor or approve 
applicant’s goods, a motion to dismiss the opposition was granted upon the ground 
that no facts were pleaded which would support the conclusions pleaded. 


Opposition proceeding by Swissair Transport Co., Ltd. v. The Ameri- 
can Floor Surfacing Machine Co., application Serial No. 680,993 filed 
February 3, 1955. Opposer appeals from decision of Examiner of Inter- 
ferences dismissing opposition. Affirmed. 


Edward G. Roe, of New York, N.Y., for opposer-appellant. 
Owen & Owen, of Toledo, Ohio, for applicant-appellee. 


1. Registration No. 523,120, issued March 28, 1950. 
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Leeps, Assistant Commissioner. 


An application has been filed to register for sandpaper, abrasive 


paper and abrasive cloth in disk form, and otherwise, for use in abrading 
machines, the following: 


Use 


AMERICAN 


SUPER SPEED 


since January 26, 1955 is asserted. 
Registration has been opposed by the registrant of the following 


mark: 


So 


for air transportation of passengers freight and mail. 


The Examiner of Interferences granted applicant’s motion filed before 


answer and dismissed the opposition. 


The following is a complete digest of facts pleaded, and they may, for 


purposes of the motion to dismiss, be admitted: 


1. Opposer has used and advertised extensively in connection with 
the rendering of air transportation services in interstate and foreign 
commerce the service mark shown above. 


2. Opposer was first to adopt and use a service mark consisting 
of the silhouette of an aeroplane in flight enclosed within a circular 
design. 


3. Opposer has registered its service mark in the Patent Office.’ 


4. Opposer has a worldwide reputation for excellence which is 
exemplified by its mark. 


The conclusions pleaded are: 


1. Applicant’s mark, which includes the silhouette of an aeroplane 
within a circular design, so resembles opposer’s mark, as to be likely, 
when applied to sandpaper and abrasive materials, to deceive or con- 
fuse purchasers or to cause them to believe that opposer has spon- 
sored, or approved applicant’s goods or that they in some way origi- 
nated with opposer. 


2. To permit applicant to register “the heart of opposer’s well- 
known service mark would dilute the popularity of its mark * * * 
and would give applicant prima facie exclusive rights to the use of 
a mark which it does not own * * * .” 


1. Reg. No. 614,124, issued Oct. 11, 1955. 
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It is apparent from the foregoing digest of the pleadings that there 
are no facts pleaded which, when admitted or proved, would support the 
conclusions pleaded or otherwise entitle opposer to prevail. 

The decision of the Examiner of Interferences granting applicant’s 
motion to dismiss is affirmed. 


THOMPSON PRODUCTS, INC. v. TRANSISTOR 
PRODUCTS, INC. 


No. 33,168 — Commissioner of Patents — August 5, 1957 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Amplifiers, tape recorders, radar measuring equipment, power supplies, wave 
meters, antennae and industrial broadcasting systems represent a normal expansion 
of a previously established electronics manufacturing business, hence such products 
would be considered in determining whether a likelihood of confusion existed with 
another’s use of an allegedly similar mark on transistors. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
No likelihood of confusion found to exist between applicant’s mark T P in 
fanciful style for transistors, and opposer’s mark consisting of the letters T P in 
fanciful style displayed upon a design of a teepee, for various auto parts and 
electronic equipment. 
Opposition proceeding by Thompson Products, Inc. v. Transistor 
Products, Inc. application Serial No. 639,400 filed December 12, 1952. 
Opposer appeals from decision of Examiner of Interferences dismissing 


opposition. Affirmed. 


Hill, Sherman, Meroni, Gross & Simpson, of Chicago, Illinois, for opposer- 
appellant. 

Curtis, Morris & Safford and Elton T. Barrett, of New York, N.Y., and 
Harry C. Page, of Cleveland, Ohio, for applicant-appellee. 


Leeps, Assistant Commissioner. 
An application has been filed to register for transistors the following 
mark: 


Use since October 27, 1952 is asserted. 
Registration has been opposed by the registrant of the following mark: 
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for engine valves and guides, seat inserts, springs and retainers therefor, 
water pumps, cylinder sleeves, and pistons and piston pins;’ vehicle tie 
rods, spring shackles and bushings ;? and king bolts, axle bolts, spring bolts 
and tie rod bolts.* 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer has for many years used the mark reproduced above in con- 
nection with the sale of various automotive and aircraft parts such as 
those set forth in its registrations, and including electrically driven fuel 
pumps; and such products have widely sold and advertised. 

Applicant has used its mark on transistors since October of 1952, and 
its products are sold to manufacturers and jobbers of electronic equipment. 

The record shows that about 1950 opposer established an electronics 
division, and such division produced coaxial switches and rotary selector 
switches in 1951; and at some later time—at least in 1954—opposer was 
offering for sale amplifiers, tape recorders, radar measuring equipment, 
power supplies, wavemeters, antennae and industrial broadcasting systems. 
Transistors sold under the same or a similar mark as might be used on 
such electronic items would, it is believed, be attributed to the same source 
as those products. And, even though some of these products were not 
sold under the mark until after applicant commenced’ selling transistors 
under its mark, they represent a normal production expansion of opposer’s 
electronics division which was established and operating prior to the time 
applicant entered the transistor field. 

We turn now to the marks as they appear on the goods of the parties. 

While it may be, as indicated by the record, that opposer’s mark con- 
sists of a monogram featuring T P, the initials of its company name, and 
applicant’s mark may in fact be interpreted as T P, the initials of its com- 
pany name, the marks nevertheless do not look alike, and they do not create 
the same commercial impression. The letters T P, as used by opposer, sug- 
gest “tepee” because they are associated with an illustration of a tepee. 
Applicant’s mark suggests nothing similar to a tepee. The distinctly dif- 
ferent impressions created by the marks are sufficient, when applied to the 
goods of the parties, to avoid all likelihood of confusion, particularly when 
the markets, the average purchasers, and the care exercised in purchasing 
such products are considered. 

The Examiner of Interferences correctly dismissed the opposition, and 
his decision is affirmed. 


1. Reg. No. 325,972, issued July 9, 1935, and renewed. 
2. Reg. No. 328,184, issued Sept. 17, 1935, and renewed. 
3. Reg. No. 328,910, issued Oct. 8, 1935, and renewed. 
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BORG-WARNER CORPORATION v. PLASTIC ENGINEERING 
& SALES CORPORATION 


No. 32,814 — Commissioner of Patents — August 6, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MaRKS—CLASS OF GOODS 

Application to register pesco for molded seal rings of phenolic resin and glass 
cloth is opposed by registrant of identical mark for fuel and oil pumps. Opposer 
and its predecessor have used mark on a wide variety of pumps and valves dis- 
tributed nationally and sales have been substantial. Opposer also had seal rings 
made for it which are supplied to customers as replacement parts which are pack- 
aged as PASCO seal rings. Applicant’s seal rings are for insulating Christmas Trees 
used in high pressure oil and gas wells. While the goods are sold in different 
industries—aircraft as opposed to oil field supply industry—it appears that appli- 
cant’s markets are expanding which eventually may result in overlapping and since 
applicant seeks registration of PESCO without limitation potential damage to opposer 
from confusion is apparent. 


Opposition proceeding by Borg-Warner Corporation v. Plastic Engi- 
neering and Sales Corporation, application Serial No. 633,996 filed August 
15, 1952. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Affirmed. 


C. G. Stallings, Lyle 8. Motley, E. K. Lundy, and Richard E. Burn, of 
Chicago, Illinois, for opposer-appellee. 
Richard V. Simon, of Fort Worth, Texas, for applicant-appellant. 


LEEpDs, Assistant Commissioner. 

An application has been filed to register pesco for molded seal rings 
of phenolic resin and glass cloth, use since May 27, 1947 being asserted. 

Registration has been opposed by the registrant of pesco for fuel, 
vacuum, and oil pumps.’ 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s record shows that Pump Engineering Service Corporation, 
from the initials of which PESco was coined, was acquired by opposer in 
1940 and has, since then, been operated as a division of opposer. At the 
time of such acquisition the line of PEsco products included hydraulic 
pumps, valves and motors; aircraft guel pumps and parts therefor; and air 
systems such as vacuum pumps, pressure pumps, oil separators, suction 
relief valves, safety valves, distributor valves, and fittings, and this line 
has been continued by opposer. Aircraft and industrial equipment and 
parts therefor have been distributed under the mark on a nationwide basis 
by opposer since 1941; annual sales have exceeded 250 million dollars in 
value; and substantial advertising expenditures in promoting the sale of 
products under the mark have been made through insertions in trade 
periodicals and consumer magazines, such as “Time,” “Life,” and “Satur- 
day Evening Post.” 


1. Reg. No. 331,212, issued to a predecessor on Dec. 31, 1935, published in accord- 
ance with Sec. 12(c) by opposer on August 17, 1948, and renewed by opposer. 
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Since 1941, opposer has had manufactured for it, according to its own 
specifications, seal rings which are supplied to customers as replacement 
parts for PEsco products. The rings are identified on the envelope or 
box in which they are packaged as PESCO seal rings. 

Applicant’s record shows that it has, since at least 1951, had manu- 
factured for it seal rings molded at high pressures from fiber glass cloth 
and phenolic resin, and the mark pesco under which the rings are sold is 
molded in the ring. The ring was developed for insulating Christmas Trees 
used in high pressure oil and gas wells. It appears that sales of the seal 
rings under the mark are made also to chemical plants and to the oil 
and gas industry for use in connection with pipe lines. Applicant’s sales 
volume amounts to a little more than a quarter million dollars annually, 
and the rings have been advertised under the pEsco mark at national ex- 
hibits, in “Corrosion” magazine, trade magazines, and by direct mail. 

The marks are the same, and they are used by both parties on seal 
rings. While it is true that the rings are not the same and are not used 
for identical purposes, and originally the markets were far separated 
from one another—i.e., opposer’s being the aircraft and other industrial 
users and applicant’s being the oil field supply industry—it appears that 
applicant’s markets have expanded to include industrial users which might 
well be opposer’s customers. Furthermore, it is apparent that applicant’s 
seal rings may have many additional and varied uses in opposer’s industrial 
user markets. 

There is no indication in the record that the parties sell to the same 
customers, but in view of the fact that industrial users of opposer’s 
hydraulic equipment and air systems and their customers may ultimately 
become customers of applicant, and in view of the further fact that 
applicant seeks registration of the mark for “molded seal rings of phenolic 
resin and glass cloth” without limitation, potential damage to opposer 
from confusion and mistake is apparent. It is not unreasonable to assume 
that opposer’s PEsco products and applicant’s PEsco seal rings may ulti- 
mately be sold in overlapping markets, in which event, confusion would 
be inevitable. 

The Examiner of Interferences noted that applicant’s record creates 
doubt that applicant accurately stated its date of first use, and correctly 
held that in the event applicant should ultimately prevail in this proceed- 
ing, registration will be withheld pending satisfactory resolution, within 
thirty days from the date of termination, of the conflict which appears 
in the record concerning first use. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is affirmed. 





Vol. 47 T.M.R. DENNEY v. ELIZABETH ARDEN SALES CORP. 1555 


DENNEY v. ELIZABETH ARDEN SALES CORPORATION 
No. 33,539 — Commissioner of Patents — August 5, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRABILITY—SUGGESTIVE MARKS 
No likelihood of confusion exists between opposer’s registration of INVISIBLE 

BEAUTY STRAP for heavy liquid cream and applicant’s INVISIBLE vEIL for pressed 
face powder in the light of common knowledge that cosmetic manufacturers feature 
their house marks most prominently in their advertising, a practice followed by 
the respective parties, thus making it likely that purchasers buy according to house 
brand with the secondary mark enabling them to distinguish among the various 
products of the producer. Moreover, the word INVISIBLE, the only common feature 
of the marks, is highly suggestive. 


Opposition proceeding by Frances Denney v. Elizabeth Arden Sales 
Corporation, application Serial No. 650,344 filed July 16, 1953. Opposer ap- 
peals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Mock & Blum, of New York, N.Y., for opposer-appellant. 
Howard A. Rosenberg, of New York, N.Y., for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register INVISIBLE VEIL for pressed face 
powder, use since June 1, 1953 being asserted. 

Registration has been opposed by a competitor asserting prior and con- 
tinuous use of INVISIBLE BEAUTY STRAP for a cosmetic cream in the nature 
of a vanishing cream. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s record shows that it has, since 1928, been engaged in the 
manufacture and sale of a line of cosmetic products. In March of 1951 it 
first used INVISIBLE BEAUTY STRAP on its heavy liquid cream, and since 
then, the product has been sold under the mark in forty-six States and 
three territories to department stores, specialty shops and a few drug 
stores, which, in turn, sell to ultimate users. The record indicates that 
opposer spent more than $20,000 annually for advertising annually in 
1951 and 1952 in nationally circulated fashion magazines, but advertising 
was curtailed in 1953 and limited to dealer cooperative advertisements, 
post cards and dealer inserts. The opposer’s witness gave no testimony 
concerning advertising or promotion of the product under the mark after 
1953 (his testimony was given on December 30, 1954), but he testified 
that shipments under the mark were being made daily. 

Applicant commencing using INVISIBLE VEIL as one of its trademarks on 
compacts and pressed powder during the summer of 1953, and it first ad- 
vertised the product in a nationally circulated magazine in June or July 
of that year. The mark has been used also on loose powder. Applicant’s 
sales under the mark have exceeded a million dollars in whole- 
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sale value, and more than one hundred thousand dollars have been spent 
in advertising the product under the mark by means of all modern media. 

It is common knowledge that cosmetic manufacturers feature most 
prominently their house marks on their products and in their advertising, 
and these parties are not exceptions—opposer uses FRANCES DENNEY and 
applicant uses ARDENA. As a result, purchasers are most likely to buy by 
house brand and to use the secondary mark to differentiate between the 
various products of a single producer. The probable results of the ad- 
vertisements and sales promotion of the parties is that purchasers are 
likely to buy the respective products as FRANCES DENNEY INVISIBLE BEAUTY 
STRAP Or DENNEY INVISIBLE REAUTY STRAP and ARDENA INVISIBLE VEIL. 

Giving due consideration to the foregoing and to the highly suggestive 
nature of the word INVISIBLE when applied to the respective products of the 
parties, a presumption arises that purchasers will look to the entire marks 
INVISIBLE BEAUTY STRAP and INVISIBLE VEIL in their respective settings with 
the house marks in making their purchases. Under such circumstances, 
there is no likelihood of confusion or mistake of purchasers. 

The decision of the Examiner of Interferences is affirmed. 


JAUNTY JUNIORS, INC. v. JANIE JUNIORS 
COATS & SUITS INC. 


No. 33,316 — Commissioner of Patents — August 5, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Considering the similarities of the marks and the circumstances surrounding 
the purchase of the respective goods, a likelihood of confusion was found between 
Opposer’s JANIE JUNIORS for misses’ coats and suits and applicant’s JAUNTY JUNIORS 
for ladies’ coats, dresses, cloaks, skirts, and suits. Such doubt as exists on the issue 
must be resolved in favor of the opposer. 


Opposition proceeding by Jaunty Juniors, Inc. v. Janie Juniors Coats 
& Suits Inc., application Serial No. 630,782 filed June 5, 1952. Applicant 
appeals from decision of Examiner of Interferences sustaining opposi- 
tion. Affirmed. 


Henry K. Feist, of New York, N.Y., for opposer-appellee. 
Melvin A. Brandt, of Chicago, Illinois, for applicant-appellant. 


Leeps, Assistant Commissioner. 

An application has been filed to register JANIE JUNIORS for misses’ coats 
and suits, use since June of 1947 being asserted. 

Registration has been opposed by the registrant of JAUNTY JUNIORS 
for ladies’ coats, dresses, skirts, cloaks and suits.’ 


1. Registration No. 177,554, issued December 18, 1923 to a predecessor, renewed 
by the predecessor, and published in accordance with Sec. 12(c) on July 3, 1951, 
by opposer. 
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The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that opposer and its predecessor have used JAUNTY 
JUNIORS as a trademark for its ladies’ and misses’ coats and suits in misses’ 
sizes since long prior to applicant’s first use of its mark. Sales have been 
nationwide; and for the five years preceding the taking of its testimony, 
opposer had spent more than a half million dollars in advertising its gar- 
ments under the mark in newspapers and nationally circulated fashion 
magazines. 

Both marks are displayed in an upslanted script. 

In his decision the Examiner of Interferences correctly stated : 


“Tt is true, as applicant points out, that JANIE and JAUNTY are dis- 
similar in meaning, and hence that the marks JANIE JUNIORS and 
JAUNTY JUNIORS differ to some extent in that respect. On the other 
hand, these marks are similar in both composition and appearance 
and they bear a marked resemblance in sound * * * .” 


Giving due consideration to the similarities of the marks as they 
appear on competitive products, and to the conditions and circumstances 
surrounding the purchase of such products by the average buyer in the 
normal retail outlets, it is believed that applicant’s mark is likely to cause 
confusion in trade. Such doubt as exists must be resolved in opposer’s 
favor. 

The decision of the Examiner of Interferences is affirmed. 


MAAS & WALDSTEIN CO. v. G. B. LEWIS COMPANY 
No. 6,434 — Commissioner of Patents — September 5, 1957 


CANCELLATION PROCEDURE—APPEALS—TO COMMISSIONER 
CANCELLATION PROCEDURE—EVIDENCE 

A petition was filed to cancel registration of PLEXTON for trays and tote boxes 
by registrant of PLEXTONE for industrial coating finishes. 

While both parties sell their products to industrial purchasers, these purchasers 
know that paint manufacturers do not make trays and tote boxes and are unlikely 
to attribute origin to the same source. 

Cancellation petitioner contends that respondent made false statements at time 
of application which record does not support. But even if proved, petitioner is not 
in any way damaged by registration, and petition is dismissed. 


Cancellation proceeding by Maas & Waldstein Co. v. G. B. Lewis Com- 
pany, Registration No. 577,203 issued July 14, 1953. Petitioner appeals 
from decision of Examiner of Interferences dismissing petition. Affirmed. 


Harry C. Bierman, of New York, N. Y., for petitioner-appellant. 
Wupper, Gradolph & Love, of Chicago, Illinois, for respondent-appellee. 
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LEEps, Assistant Commissioner. 

A petition has been filed to cancel the registration of PLEXTON for trays 
and tote boxes’ by the registrant of pLExTONE for industrial coating finishes 
for producing multiple-colored film coatings.” 

The Examiner of Interferences dismissed the petition, and petitioner 
has appealed. 

Petitioner is engaged in the business of making paints and other pro- 
tective and decorative coatings, among them a “nitrocellulose emulsion 
organic finish, which is applied to a multiplicity of surfaces, and after it 
is applied produces a textured multicolored finish.” This nitrocellulose 
emulsion organic finish is identified by the mark PLEXTONE. The finish is 
sold through two channels of distribution as follows: (a) petitioner’s 
Architectural Division, through its regional sales managers, sells PLEXTONE 
to distributors who sell to architects, building contractors and painting 
contractors; and (b) petitioner’s Industrial Division, through its trained 
factory representative, sells PLEXTONE to manufacturers of industrial 
products for finishing such products. 

Respondent is engaged in the business of making plastic trays, boxes, 
engine shrouds and other subassemblies. The boxes and trays are identified 
by the mark PLEXTON, and they are sold to industrial and institutional 
purchasers who use them in the handling of materials in assembly or dis- 
tribution lines or in storage. 

Admittedly, petitioner used its mark first; and the similarity of the 
marks is self-evident. The sole question is whether or not the respective 
products are such that they might reasonably be attributed to a common 
producer. 

Both parties sell to industrial purchasers—in some cases to the same 
industrial purchasers. Petitioner’s product is used by such purchasers as 
a finish or coating (or paint) for items manufactured and sold by such 
purchasers. Respondent’s products are used by such purchasers as trays, 
tote boxes, or containers for tools, parts, etc. In both cases, purchases are 
made by persons who are aware—who know (a) what they want, (b) who 
makes it, and (¢) what to ask for. Such persons know that paint manufac- 
turers do not make trays and tote boxes. It would be unreasonable to 
conclude that industrial purchasers are likely to attribute common origin 
to the products of the parties. 

There is nothing in the record which suggests that respondent’s trays, 
tote boxes and containers are sold to architects, building contractors or 
painting contractors; and in view of the fact that respondent’s products 
are advertised in such trade periodicals as “Industrial Improvement”, 
“Flow”, and “Modern Material Handling”, it is unlikely that such pur- 


1. Reg. No. 577,203, issued July 14, 1953 for “trays (similar to trays used in cafe- 
terias) and tote boxes made of a thermosetting plastic incorporating a fibrous reinforce- 


ment such as fiber glass.” 
2. Reg. No. 547,125, issued Aug. 28, 1951. 
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chasers would even know about respondent’s products. There would, there- 
fore, so far as this class of purchasers is concerned, be no opportunity for 
confusion. 

Petitioner contends that respondent made false statements in the 
application which matured into the registration, and that respondent had 
not used its mark at the time it filed its application. The record fails to 
support either contention, but even if proved, they would not tend to show 
that petitioner is in any way damaged by the registration. 

The Examiner of Interferences properly dismissed the petition, and 
his decision is affirmed. 


EX PARTE STRUCTO SCHOOLS CORPORATION 
Commissioner of Patents — September 5, 1957 


REGISTRABILITY—SERVICE MARKS 
Application for registration of a design as service mark for financing the 
building of school structures will be published for opposition, since services of 
designing, building, equipping, and financing are rendered in interstate commerce 
and constitute a real financing service. 


Application for service mark registration by Structo Schools Corpora- 
tion, Serial No. 689,247 filed June 9, 1955. Applicant appeals from decision 


of Examiner of Trademarks refusing registration. Reversed. 
James R. Hodder, of Boston, Massachusetts, for applicant. 


LEEps, Assistant Commissioner. 
An application has been filed to register as a service mark for financing 


the building of school structures the following :* 


Use since April 5, 1955 is asserted. 

Registration has been refused on the grounds that (a) it is not shown 
how the claimed service is rendered in interstate commerce, and (b) it 
appears that applicant does not actually render a financing service, but 
merely extends a liberal credit policy in connection with the purchase of 
its school buildings. 


1, Applicant has filed two other applications to register the same mark, one for 
“construction, maintenance and repair of school structures” (8.N. 689,248), and the 
other for “architectural engineering services in designing school buildings” (S.N. 
689,246). Registration on each of these applications has been refused on the grounds 
that applicant has failed to show that it renders any service in interstate commerce, 
and that the services rendered are incidental to the sale of applicant’s goods. 
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Applicant has appealed. 

It appears from the record that applicant is a Delaware corporation 
with its place of business in Boston, Massachusetts. It manufactures noth- 
ing and it sells nothing of its own; but it offers its architectural, engineer- 
ing and financing “know-how” to design, build, equip and finance school 
buildings constructed from modular components with a maximum degree 
of flexibility of design to meet the requirements of available sites and the 
desires and needs of local school authorities. Its planning is coordinated 
with industrial facilities of others for manufacture of structural frames of 
prefabricated steel to which the finish can be attached; and the buildings 
are assembled on a sectional basis so that new sections can be added as the 
need arises, “somewhat similar,” as an editor of the Christian Science 
Monitor wrote, “to playing dominoes with each piece falling into place 
to stretch out the initial structure.” 

According to a speech by the Honorable John W. McCormack in the 
House of Representatives on May 25, 1955, “One of the real contributions 
of this program comes from the fact that this group [applicant], where 
and when desired, is willing to finance the construction of these badly 
needed buildings with private capital in a manner which will not adversely 
affect the legal borrowing capacity of the community or school district, and 
at annual costs which may run as much as 50 percent less than the average 
current costs of conventional school-building projects. Arrangements can 
also be made with those responsible for the construction of a private school 
or schools * * *. The group [applicant] offers to finance these buildings 
with private capital in such a way as to relieve any encumbrance upon the 
debt or borrowing limits of the community. It is expected that the annual 
eosts of a project under this program will be approximately 50 percent 
less than the average annual costs of the current conventional school build- 
ing projects. The source of private funds for this purpose seems virtually 
unlimited.” 

” This case and the companion cases referred to in the footnote demon- 
strate the fallacy of attempting to divide services into classes, and the 
division into classes is perhaps what led the examiner astray. True, this 
applicant is not engaged in the financing business as such, but the financing 
service which it renders is a real service performed in connection with its 
other services. Applicant is engaged in the business of rendering services 
in connection with the designing, building, equipping and financing of 
school buildings. The application should be amended so to identify the 
services, and the class should be amended to Class 103. 

According to an affidavit of the Executive Vice-President of applicant, 
it had, on May 15, 1957, in various stages of planning, building financing 
or equipping, 38 projects covering schools in eleven States, involving a total 
contract price of some thirteen million dollars. It seems to me that there 
is no question but that applicant is engaged in rendering its services in 
interstate commerce. 
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The decision of the Examiner of Trademarks is reversed; and upon 
receipt of an amendment properly identifying the services, applicant’s 
mark will be published in accordance with Section 12(a). 


WHITEHALL PHARMACAL COMPANY v. HERZOG 
LABORATORIES, INCORPORATED 


No. 33,816 — Commissioner of Patents — September 5, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Application for trademark registration of FENESIN for antiarthritic prepara- 
tion is opposed by the registrant of aNacin for the relief of headaches. 

The fact that applicant’s FENESIN is sold by prescription only and opposer’s 
ANACIN over-the-counter is not controlling, but is only one factor to be considered. 

However, likelihood of confusion should be decisive factor. Although marks 
sound somewhat alike they don’t look alike and when the differences in goods are 
considered it is concluded that there is no reasonable likelihood of confusion of 
purchasers. 


Opposition proceeding by Whitehall Pharmacal Company v. Herzog 
Laboratories, Incorporated, application Serial No. 648,856 filed June 16, 
1953. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 


Dudley Browne, Louis H. Baer, and Mortimer Altin, of New York, N. Y., 
for opposer-appellant. 
No appearance for Herzog Laboratories Incorporated. 


LEEDs, Assistant Commissioner. 

An application has been filed to register reNEsIN for an antiarthritic 
medicinal preparation, use since May 27, 1953 being asserted. 

Registration has been opposed by the registrant of aNacINn for a medic- 
inal preparation for the relief of headache, neuralgia, and pains centering 
on the trigeminal nerve,’ and for a preparation for internal use as an 
analgesic to relieve pain.” 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows, and applicant concedes, that opposer used ANACIN 
for its product long before adoption of FENESIN by applicant. The record 
also shows that ANACIN is a well-known mark for a general analgesic, and 
the mark symbolizes a valuable business goodwill. Opposer’s product is 
sold over the counter in many types of retail outlets to the public generally 
for the relief of pain due to headache, neuritis, neuralgia, rheumatism and 
muscular aches and pains; and it is advertised in all types of consumer 
media. The product is also sold to dentists, doctors and hospitals, but for 
generally the same uses as aspirin, i.e., to give temporary relief from pain. 


1. Reg. No. 123,606, issued to a predecessor on Nov. 19, 1918, renewed by opposer. 
2. Reg. No. 418,790, issued Jan. 8, 1946. 
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Applicant’s product is a prescription item, one of the active ingredients 
of which is “mephenesin”, from which the trademark obviously is taken. 
The product is advertised only to doctors by means of direct mail and 
through “detail men”, and it is sold through wholesale drug channels to 
pharmacists who dispense it only on the prescription of a doctor. The 
FENESIN product is a specific intended not only to relieve pain but to 
counteract stiffness and deformity, control anxiety and tension, and calm 
gastro-intestinal spasms that frequently accompany arthritis. 

The matter of over-the-counter sales on the one hand and prescription 
sales on the other is not necessarily controlling in these cases, since prescrip- 
tion items of today may be over-the-counter items tomorrow. It is, how- 
ever, a factor to be considered in determining similarity of products. 
Opposer contends that since applicant’s trade practices may change, and 
since the “description of goods in the application” is antiarthritics, regis- 
tration would give applicant the statutory presumptions for all anti- 
arthritics. The relevancy of the contention is not quite clear. Opposer 
does not use ANACIN on an antiarthritic. 

The question, therefore, is whether or not purchasers familiar with 
ANACIN tablets for temporary relief from aches and pains are likely, upon 
seeing or hearing FENESIN, identifying an antiarthritic, to confuse the 
products, or to associate them, or to think that FENESIN is made by the 
maker of ANACIN. 


The marks look quite unlike, and neither has any suggestive signifi- 
eance to the public, although applicant’s probably suggests the presence 
of mephenesin to doctors and druggists. The marks sound somewhat alike 
when spoken, but when the differences in goods, coupled with the differ- 
ences in marks, are considered, it is concluded that there is no reasonable 
likelihood of confusion of purchasers. 

The decision of the Examiner of Interferences is affirmed. 
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